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CRIMINAL OFFENCES UNDER THE 
CANADIAN TRADE MARKS ACT 


By Harold G. Fox, Q.C. 


Dr. Fox who is a member of the Toronto, Ontario Bar is counsel for the firm of 
McCarthy & McCarthy of Toronto, an honorary lecturer in Patent and Trademark Law 
of the Law Society of Upper Canada and the Faculty of Law of the University of 
Toronto, and an Associate Member of U.S.T.A. 

Dr. Fox was chairman of the Canadian Trade Mark Law Revision Committee and 
is the author of several leading textbooks on patents, trademarks and copyright. He 
has written many articles on the subject and is a regular contributor to The Trademark 
Reporter. 

The Editorial Board is much indebted to Dr. Fox for the preparation of this com- 
prehensive article on those sections of the Canadian Criminal Code applicable to trade- 
marks which became effective on April 1, 1955. The text of these sections is printed 
below.—ED. 


Forgery of Trade Marks and Trade Descriptions 


349. For the purposes of this Part, every one forges a trade mark 
who 

(a) without the consent of the proprietor of the trade mark, makes or 
reproduces in any manner that trade mark or a mark so nearly resembling 
it as to be calculated to deceive, or 

(b) falsifies, in any manner, a genuine trade mark. 


350. Every one commits an offence who, with intent to deceive or 
defraud the public or any person, whether ascertained or not, forges a 
trade mark. 


351. Every one commits an offence who, with intent to deceive or 
defraud the public or any person, whether ascertained or not. 
(a) passes off other wares or services as and for those ordered or 
required, or 
(b) makes use, in association with wares or services, of any description 
that is false in a material respect as to 
(i) the kind, quality, quantity or composition, 
(ii) the geographical origin, or 
(iii) the mode of the manufacture, production or performance of 
such wares or services. 


352. (1) Every one commits an offence who makes, has in his posses- 
sion or disposes of a die, block, machine or other instrument, designed or 
intended to be used in forging a trade mark. 

(2) No person shall be convicted of an offence under this section 
where he proves that he acted in good faith in the ordinary course of 
his business or employment. 
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353. Every one commits an offence who, with intent to deceive or 
defraud. 

(a) defaces, conceals or removes a trade mark or the name of another 
person from anything without consent of that other person, or 

(b) being a manufacturer, dealer, trader or bottler fills any bottle or 
siphon that bears the trade mark or name of another person, without the 
consent of that other person, with a beverage, milk, by-product of milk or 
other liquid commodity for the purpose of sale or traffic. 


354. Every one commits an offence who sells, exposes or has in his 
possession for sale, or advertises for sale, goods that have been used, 
reconditioned or remade and that bear the trade mark or the trade name 
of another person, without making full disclosure that the goods have been 
reconditioned, rebuilt or remade for sale and that they are not then in the 
condition in which they were originally made or produced. 


355. (1) Every one who commits an offence under section 350, 351, 
352, 353, or 354 is guilty of 

(a) an indictable offence and is liable to imprisonment for two years or 

(b) an offence punishable on summary conviction. 


(2) Anything by means of or in relation to which a person commits 
an offence under section 350, 351, 352, 353 or 354 is, unless the court 
otherwise orders, forfeited upon the conviction of that person for that 
offence. 


356. Every one who falsely represents that goods are made by a 
person holding a royal warrant, or for the service of Her Majesty, a 
member of the Royal Family or a public department is guilty of an offence 
punishable on summary conviction. 


357. Where, in proceedings under this Part, the alleged offence relates 
to imported goods, evidence that the goods were shipped to Canada from a 
place outside of Canada is prima facie evidence that the goods were made 
or produced in the country from which they were shipped. 


Forgery of Trademarks 


Common Law.—At common law the imitation of a trademark 
has never been regarded as a forgery*,’ although a person who 
sold goods bearing a false trademark could be indicted for ob- 
taining money under false pretences.*, Even where a trademark 
consists of a signature its imitation has not been regarded as a 


* The List of Abbreviations is printed at the end of the article, p. 400. 

1. RB. v. Closs (1857), D. & B. 460, 27 L.J.M.C. 54, 3 Jur. N.S. 309, per Cockburn 
C.J.; BR. v. John Smith (1858), D. & B. 566, 27 L.J.M.C. 225, 4 Jur. N.S. 1003, per 
Willis J. 

2. BR. v. John Smith (1858), D. & B. 566, 27 L.J.M.C. 225, 4 Jur. N.S. 1003 per 
Willis J. 
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forgery at common law,® because forgery is regarded as the 
forging of a false document to represent a genuine document.‘ 
But beginning with the Merchandise Marks Act, 1862, and con- 
tinuing in the 1887 Act of the same name which, as amended is 
still in force in Great Britain, the forgery of trademarks was 
made a criminal offence. 


Trade Marks Act.—The Trade Marks Act, like the Unfair 
Competition Act,® but unlike the Trade Mark and Design <Act,° 
contains no statement of offences and penalties. It must not, how- 
ever, be overlooked that section 107 of the Criminal Code’ provides 
penalties for wilful disobedience to a statute in the absence of 
any penalty or punishment being expressly provided by law. This 
is particularly important in connection with sections 7, 9, 10 and 
11 of the Trade Marks Act.* Section 7 (d) of the Trade Marks 
Act prohibits any person from making use, in association with 
wares or services, of any description that is false in a material 
respect and likely to mislead the public as to (i) the character, 
quality, quantity or composition (ii) the geographical origin, or 
(iii) the mode of the manufacture, production or performance 
of such wares or service. These and other prohibitions are also 
contained in sections 349 to 357 of the Criminal Code and, in 
addition to giving rise to a civil action at the suit of any person 
having an interest beyond that of the general public, the breach 
of any of those provisions may give rise to criminal prosecution. 


Definition of Offence—The Criminal Code® has much to say 
concerning forgery of trademarks and trade descriptions. The 
Code provides that every one forges a trademark who (a) with- 
out the consent of the proprietor of the trademark, makes or 
reproduces in any manner that trademark or a mark so nearly 


3. RB. v. Closs (1857), D. & B. 460. 

4. R. v. John Smith (1858), D. & B. 566, 27 L.J.M.C. 225, 4 Jur. N.S. 1003, 
per Willis J. 

5. R.S.C., 1952, ¢. 274. 

6. R.S.C., 1927, c. 201, s. 21. 

7. “107. Every one who, without lawful excuse contravenes an Act of the 
Parliament of Canada by wilfully doing anything that it forbids or by wilfully omitting 
to do anything that it requires to be done, is, unless some penalty or punishment is 
expressly provided by law, guilty of an indictable offence and is liable to imprisonment 
for two years.” 

8. See Regina v. Fawcett (1954), O.W.N. 757; The King v. Thermo-Seal Insulation 
Limited (1951), 12 Fox Pat. ce. 45, 15 C.P.R. 42 

9. Statutes of Canada, 2-3 Eliz. II, C. 51: Proclaimed to come into force on 
April 1, 1955: See Canada Gazette Extra, Sept. 20, 1954; Canada Gazette Oct. 2, 1954. 
Vol. 88 p. 3297. 
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resembling it as to be calculated to deceive, or (b) falsifies, in 
any manner, a genuine trademark.*® By the terms of section 350 
every one commits an offence who, with intent to deceive or 
defraud the public or any person, whether ascertained or not, 
forges a trademark.” 

It will be noted that the making or reproducing of a trade- 
mark, or a mark so nearly resembling it as to be calculated to 
deceive, constitutes the offence of forging a trademark but that 
falsification of a trademark must relate to a genuine trademark 
—whatever that may mean. Strangely enough, this distinction 
appeared in the old Criminal Code” and has, obviously without 
due consideration, been repeated in the new revision. There 
appears to be no jurisprudence defining the difference between a 
trademark and a genuine trademark and, possibly, the word 
‘‘oenuine’’ is mere unmeaning surplusage. Such a word has never 
found its way into the law of trademarks, save that it appears 
in section 4 of the Merchandise Marks Act, 1887, and no case is 
known in which the word has been interpreted or even used as 
descriptive of a trademark. It is, at any rate, obvious that 
if a person falsifies a trademark there must be an owner of that 
trademark who will invoke the section. In this sense, any trade- 
mark to which a person lays claim may be considered to be a 
genuine trademark. 


‘‘Trademark’’.—It is obviously necessary to enquire as to 
the meaning of the terms used in this section, namely, ‘‘trade- 
mark’’, ‘‘genuine trademark’’, and ‘‘calculated to deceive’’. The 
Code, differing in this respect from the repealed Code,** contains 
no definition of a trademark. For this purpose, therefore recourse 
must be had to section 3 (5) of the Code which provides that 
where an offence that is dealt with in the Code relates to a subject 
that is dealt with in another Act, the words and expressions used 
in the Code with respect to that offence have, subject to the pro- 
visions of the Code, the meaning assigned to them in that other 
Act. For the purposes of the Code, therefore, a trademark means 
what the Trade Marks Act defines it to mean. 


. Sec. 349. 
. As to punishment, see sec. 355. 
. See. 486. 
. See sec. 335 (v). 
Sec. 2 (t). 
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A trademark thus embraces those marks that fall within the 
definition whether they are registered or unregistered. For the 
purposes of this section it would appear that the expressions 
‘‘trademark’’ and ‘‘genuine trademark’’ can refer only to trade- 
marks, whether registered or unregistered, that have been used in 
Canada or made known in Canada or, in the case of a proposed 
trademark, one in respect of which an application for registration 
has been filed. It is suggested that the forging of a proposed 
trademark would fall within the terms of section 349 even though 
there had been no use of the mark. But it will be seen that the 
Code confines its effect to what are, in effect, Canadian trade- 
marks and will not operate to bring within its net of punishment 
the infringement of foreign trademarks as is the case with the 
British Merchandise Marks Act, 1887, which includes within the 
definition of a trademark all those trademarks that are pro- 
tected by law in any British possession or foreign Convention 
country.” 

The wording of section 349 is open to strong criticism. Many 
trademarks are used in Canada without knowledge of their use 
being universal. Variants of marks are honestly used by large 
numbers of honest traders ‘but each of these cases would fall within 
the definition of forging a trademark. The offence is complete if 
done ‘‘ with intent to deceive or defraud the public or any person’’. 
How far it will be a defence to plead that the act was done without 
intent to deceive or defraud is a matter that causes some uneasi- 
ness in view of the line of decisions culminating in Kat v. Diment.** 
It is, however, suggested that the defences in a civil action for 
infringement will avail a defendant accused of the offence of 
making or reproducing a trademark as showing that what he did 
was not done with intent to defraud but rather under a claim or 
right as would appear from the decision of the Ontario Court of 
Appeal in Rex v. Cruttenden.” 


‘Genuine Trademark’’.—So far as concerns the expression 
‘‘venuine trademark’’ no help may be obtained from the Trade 
Marks Act or from any other source. Using the definition of the 


15. See British Merchandise Marks Act, 1887, sec. 3 (1); and see Trade Marks 
Act, sec. 2 (c) and (e). But see Criminal Code, sec. 319, as to counterfeiting stamps or 
marks of any Canadian or foreign government or agency. 

16. (1950), 67 R.P.C. 158. 

17. (1905), 10 O.L.R. 80, 6 O.W.R. 249. 
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Oxford Dictionary it may be taken to mean a trademark that is 
authentic, real, true, not spurious, or not counterfeit. According to 
the rules of construction, therefore, the offence of falsifying a genu- 
ine trademark under Section 349 (b) will be complete only if the 
trademark can be proved to be non-spurious or non-counterfeit, 
but in the ease of simulating a trademark under Section 349 (a) 
it may be immaterial that the trademark simulated is counter- 
feit or spurious. This would appear logical save for the fact that 
the section provides a defence if the act is committed with the con- 
sent of the proprietor of the trademark. But who is the proprietor 
of a spurious or counterfeit trademark? Not surely the person 
who has counterfeited it. If the proprietor is the one whose trade- 
mark has been counterfeited then his trademark is non-counter- 
feit and non-spurious and hence is a ‘‘genuine’’ trademark. But 
the simulating of a genuine trademark is not an offence under 
Section 349 (a). 


‘*Calculated to Decewe’’.—The expression ‘‘caleulated to de- 
ceive” is not used in the Trade Marks Act and therefore the pro- 
visions of Section 3 (5) of the Code cannot be invoked to aid in 
its interpretation. It is, however, suggested that the general 
principles of trademark law will be applicable to aid in defining 
this expression in its present context. The meaning, therefore, 
of the expression ‘‘calculated to deceive’’ may be taken to be that 
a trademark is so calculated if it so nearly resembles another as 
to be likely to deceive or cause confusion as to the origin of wares 
or services or to lead to the inference that the wares or services 
associated with both trade marks emanate from the same source.** 


Under the repealed Code it was specifically provided that it 
should constitute an offence to apply improperly to goods a trade- 
mark or any mark so nearly resembling a trademark as to be ecal- 
culated to deceive.*® The offence of forging a trademark was also 
provided for in terms substantially similar to section 349.7? These 
sections no longer find their place in the Code but it is suggested 
that a person who applies a trademark, whether on goods, or in 
advertisements, reproduces that trademark within the meaning 
of section 349. It is, therefore, suggested that the facts in Rez v. 


18. See Trade Marks Act, sec. 6. 
19. Sees. 487 (1) (d); 488 (1) (b). 
20. Sec. 486. 
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Gross & Miller* ought to result in a conviction under ‘the present 
provision of the Code. 


Onus.—Under section 488 (2) of the repealed Code, the burden 
of proof of the assent of the proprietor lay on the defendant. But 
section 349 of the revised Code contains no such provision. Pre- 
sumably, therefore, 'the burden of proof will lie on the prosecu- 
tion.” 

Where a trademark, complained of as a forged imitation of 
a registered trademark, resembles such registered mark in a way 
that is calculated to mislead incautious or unwary purchasers, 
or to lead persons to believe that the goods marked with it are 
manufactured by some person other than the real manufacturer, 
this is sufficient to bring the person using such trademark within 
the provisions of the Code. In such a case it is not necessary that 
the resemblancé be such as to deceive persons who might see the 
two marks placed side by side, or who might examine them criti- 
cally.”* 


Descriptwe Words.—A conviction is properly set aside where 
the trade mark applied is a word not capable of registration as a 
trademark. Thus, an accused was convicted of forging and falsely 
applying a trademark to certain goods, by the application thereto 
of the word cLycotHymoLine. It was held that the conviction 
should be quashed as the words registered as a trademark, the 
use of which was complained of, were merely descriptive and in- 
capable of registration. Accused was entitled to the benefit of any 
defence open to him in a civil action and this could only be the 
subject of a civil action, and was not the same thing as forging 
or falsely applying a trade mark.” 


Passing Off and Unfair Trading 


Definition of Offence.—Prohibitions similar to those contained 
in section 7(c) and (d) of the Trade Marks Act have been included 
in section 351 of the Criminal Code which provides that every one 
commits an offence who, with intent to deceive or defraud the 


21. (1918) Q.R. 28 K.B. 54, 31 C.C.C. 35. 

22. See R. v. Howarth (1898), 1 Can. Cr. C. 243. 

23. R. v. Authier (1897), Q.R. 6 Q.B. 146. 

24. R. v. Cruttenden (1905), 10 O.L.R. 80, 6 O.W.R. 249; see also Rex v. Erdle 
(1949), 9 Fox. Pat. C. 1, 10 C.P.R. 44, 93 C.C.C. 319. 
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public or any person, whether ascertained or not, (a) passes off 
other wares or services as and for those ordered or required, or 
(b) makes use, in association with wares or services, of any de- 
scription that is false in a material respect as to (i) the kind, 
quality, quantity or composition, (ii) the geographical origin, or 
(iii) the mode of the manufacture, production or performance of 
such wares or services. 

Substitution—Section 351(a) relating to the offence of sub- 
stitution of wares or services is a type of unfair trading that has 
always been considered reprehensible at common law and formed 
the basis of a civil action at the suit of the owner of the trade 
or name by which the goods were ordered or requested, but, until 
the enactment of the Trade Marks Act, had not received statutory 
sanction, and had not become the subject of any penal provision. 
Under the Code the wares or services substituted must be for 
those ‘‘ordered or required’’. Under the Trade Marks Act they 
are those ‘‘ordered or requested’’. Probably the words ‘‘request’’ 
and ‘‘require’’ mean the same thing. A contravention of section 
7(c) relating to substitution of wares and services is an indictable 
offence and the offender may be punished under section 107 of 
the Criminal Code by imprisonment for two years. Under section 
355 of the Code, however, an offender under section 351(a) may 
be in the same position as under the Trade Marks Act or may be 
found guilty of an offence punishable on summary conviction. 

False Descriptions.—The offences provided by section 351(b) 
are similar to those acts that are forbidden by section 7(d) of the 
Trade Marks Act. In that Act, however, the description, as well 
as being false in a material respect, must be likely to mislead the 
public. In section 351(b) of the Code, it need only be false in a 
material respect. Further, section 351(b) (i) of the Code sub- 
stitutes the word ‘‘kind’’ for the word ‘‘character’’ contained in 
section 7(d) of the Trade Marks Act. 

These offences are, in general, those falling under the pro- 
visions relating to applying a trademark, trade description or 
false trade description punished under sections 487 and 488(1) 
(d), and defined in sections 335(n) and (w), 337, 341 and 342, of 
the repealed Code. 

What is a ‘‘description that is false in a material respect’’ is 
not defined. In order to fall within the prohibition of the Code 
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it must be used in association with wares or services and must 
relate to (i) the kind, quality, quantity or composition, (ii) the 
geographical origin, or (iii) the mode of the manufacture, produc- 
tion or performance of such wares or services.” In order to 
constitute an offence the description must relate to those charac- 
teristics named in the section or there is no offence. Thus, mere 
claims to goods or services being the cheapest, best or finest would 
not fall within the terms of the section.” But it is otherwise as 
to misrepresentations as to weight, quantity, number and so on, 
both as regards the Code and the Trade Marks Act.” 


Prohibited Marks.—Where the offence consists in a breach of 
the provisions of sections 10 and 11 of the Trade Marks Act, it is 
not only the adoption as a trademark of commercially recognized 
quality marks that is prohibited but also the use of any mark so 
nearly resembling such marks as to be liable to be mistaken there- 
for. This latter phrase would seem to amount to the same thing 
as having such a resemblance as is calculated or likely to deceive 
or mislead the public. Section 10 is, in a sense, only complementary 
to section 7(d), in that, as well as prohibiting adoption of such 
symbols as trademarks, it also forbids them to be used in a way 
likely to mislead. Section 10 relates to marks that have become 
recognized in Canada as designating kind, quality, quantity, 
destination, value, place of origin or date of production. Section 
7(d), as well as section 351(b) of the Code, relates to a false 
description of any type, but not as to destination or date of produc- 
tion and possibly not as to value. Whether, under section 10 of 
the Trade Marks Act, a mark has become recognized in Canada as 
designating the kind, etc., of wares or services, is a question of 
fact depending upon evidence as to the ordinary and bona fide 
commercial usage in the relevant trade.” 


Nature of Use.—The offence is committed under section 351(b) 
by a person who ‘‘makes use, in a association with wares or 


25. Under section 7 (d) of the Trade Marks Act it must also be “likely to mislead 
the public” as to those characteristics. Note also the substitution of the word “kind” 
for the word “character” in the Trade Marks Act. 

26. Hooper v. Riddle & Co. (1906), 95 L.T. 424 at 425, per Lord Alverstone. 

27. Budd v. Lucas (1891), 1 Q.B. 408: “barrel”; North Eastern Breweries Ltd. v. 
Gibson (1904), 91 L.T. 78: “kilderkin”; Star Tea Co. Ltd. v. Whitworth (1904), 91 
L.T. 87: “quarter-pound gross weight.” 

28. Williamson Ltd. v. Tierney (1900), 17 T.L.R. 174, 424. 
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services’’ of a materially false description. The expressions used 
here is obviously much wider than that used in section 441(1) (d) 
of the repealed Code which provided that a person was guilty of 
an offence who, with intent to defraud, ‘‘applies any false trade 
description to goods’’. The expression now used is not only 
applicable to services as well as to goods but its use disposes of 
several disputed points under the old law. There were always 
questions whether indirect application in invoices, letters, adver- 
tisements, and so on, constituted the offence of applying a false 
trade description. These questions would now appear to be settled 
in the affirmative and it will be useful to indicate briefly the results 
of the decided cases under the old law for, if an act fell within the 
definition of applying a false trade description, a fortiori such 
an act would amount to making use of a false description. 


‘‘False in a Material Respect’’—A false description must be 
false in a material respect, otherwise there can be no conviction, 
and in arriving at a conclusion on this question the context in 
which the statement appears must not be ignored. Thus, a com- 
pany printed on a packet containing goods a pictorial representa- 
tion of twelve eggs and the words ‘‘ Containing dried egg. Contents 
equivalent in use to twelve eggs’’. On a prosecution for applying 
a false trade description it was argued that the word ‘‘equivalent”’ 
was only a statement as to the value of the contents and not of its 
material. Viscount Caldecote L.C.J. pointed out that, reading the 
description in its context, it was impossible to say that it was not 
an indication as to the material of which the goods were com- 
posed.*® On the other hand, where a packet containing gelatine 
was sold under the name of 1stnexass, it was held that an informa- 
tion for wrongly applying to gelatine a false description and 
thereby stating it to be isinglass, was rightly dismissed on the 
ground that isinglass was often used for gelatinous matter, that 
the word IstncLass was not an untrue description, and that to 
constitute the offence there must be an intention to mislead.*° 

It is thus sometimes difficult to decide whether a statement, 
even though false, is false in a material respect. The decision in 
Kat v. Diment™ shows that even acceptance in the trade of certain 


29. Evans v. British Doughnut Co. Ltd., (1944) K.B. 102, (1944) 1 All E.R. 158. 
30. Gridley v. Swinborne (1888), 52 J.P. 791, 5 T.L.R. 71. 
(1950), 67 R.P.C. 158. 





Vol. 46 T. M.R. CRIM. OFFENCES—CANAD. TRADE MARKS ACT 381 


statements as properly descriptive of standard or composition may 
not relieve a defendant from a charge under this section. It is in 
each case a question of fact whether the statement is false to that 
degree required by the section, as for example, when mineral water, 
to which had been added gas drawn from the same spring as the 
water, was sold as ‘‘Natural Mineral Water.’’ This was held not 
to be a false trade description.** Where goods are sold under a 
description indicating the presence of an ingredient it is always 
a question how much of that ingredient is necessarily present 
before the description becomes true in fact. In such a case the 
court is required to fix the standard of purity.* 


Descriptive Words.—Descriptive words used as trade marks 
may apparently indicate the composition of wares but in fact be 
indicative merely of their trade origin. Thus in Reddaway v. 
Banham, the appellation ‘‘Camel Hair Belting’’ was held to be 
indicative of the plaintiff’s goods. It appeared clearly that the 
goods contained no camelhair.* There was no prosecution in this 
case and, here again, it would seem that, if there had been, it 


would have been a question of fact whether the statement was 
false in a material respect. But descriptive words may be known 
by the public to be false or may, at any rate, not be false in a 
material respect, for example, patent leather, patent thread, 
patent pens® and patent isinglass.* 


Letters and Invoices——While use of a false description in 
letters did not appear to be an offence under the old law,* it would 
obviously constitute an offence under the new provisions. In the 
case of invoices it was an offence under the old law if a false de- 
scription of goods were entered on the invoice at the time of the 
sale,*° but not if the invoice were delivered after the goods were 


32. Davenport v. Appollinaris (1903), 89 L.T. 19; and see also Stott v. Green 
(1936), 2 All E.R. 354. 

33. Stott v. Green (1936), 2 All E.R. 354; Deimel Fabric Co. v. Middleton (1904), 
48 Sol. Jo. 476; Roche v. Tyler (1917), V.L.R. 665. 

34. (1896), 13 R.P.C. 218. 

35. This case has always presented a puzzle. The plaintiff was successful in spite 
of the inherent paradox that, in other cases, the courts have clearly held that misrepre- 
sentation in a mark will preclude the plaintiff from claiming relief in a court of equity. 

36. Marshall v. Ross (1869), 8 Eq. 651. 

37. Edelstein v. Vick (1853), 11 Hare, 78. 

38. Gridley v. Swinborne (1888), 5 T.L.R. 71. 

39. H.M. Advocate v. Jacob (1906), S.C. (J), 90; H.M. Advocate v. Suits Ltd. 
(1908), 45 Se. L.R. 886. 

40. Budd v. Lucas (1891), 1 Q.B. 408; Coppen v. Moore (No. 1) (1898), 2 Q.B. 
300; Cameron v. Wiggins (1901), 1 K.B. 1. 
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sold.** This distinction apparently remains under the new pro- 
visions. The invoice would be evidence of what the terms of sale 
actually were and if the sale is complete without fraud there is no 
offence. 












Advertisements.—So far as concerns advertisements that con- 
tain descriptions that are false in a material respect in association 
with wares or services, as to their nature, origin, or mode of pro- 
duction or performance, the old law was quite clear that the use in 
an advertisement of a false trade description relating to goods 
amounted to applying that false trade description to the goods. 
Thus, in Regina v. T. Eaton Co.,* a company advertised tea sets as 
‘‘quadruple plate’’, in a newspaper, when they were not so in fact. 
It was held that the accused was rightly convicted, the newspaper 
advertisement constituting an application of a false trade descrip- 
tion to goods.** Meredith C. J., after considering the decisions in 
Budd v. Lucas** and Coppen v. Moore (No. 1),** said ‘‘I am unable 
to see why the description contained in the advertisement may not 
be held to be applied to the goods sold in this case just as the in- 
voices in those cases were. The only difference I can see is that 
the description in the one case is applied before and the other at or 
after the time of sale; but that can, I think, make no difference in 
the application of the principle.’’ Rose J., a member of the Divi- 
sional Court in the same case, observed: ‘‘The advertising of the 
goods in question was, in my opinion, assuming the words amount- 
ed ‘to a trade description, the using of a trade description in a 
manner calculated to lead to the belief that the goods were de- 
scribed by such trade description.’’ So, in a Quebec case, it was 
held that offering for sale, at his store, by means of a newspaper 
advertisement, under a description embodying the registered 
trademark B.v.p., goods not made by the owner of that mark, may 
constitute the offence of falsely applying the trademark, where 
the accused had no goods which could properly be described in the 
manner advertised, and fraudulently used the advertisement to 
attract buyers for other goods of the same kind.** In giving judg- 

































. Stoodley v. H. W. Thomas §& Sons Ltd. (1945), 2 All E.R. 89. 
. (1899), 31 O.R. 275. 

43. R. v. T. Eaton Co. (1899), 31 O.R. 276, 3 C.C.C. 421. 

44. Budd v. Lucas (1891), 1 Q.B. 408. 

45. (1892), 2 Q.B. 300. 

46. R. v. Gross ¢ Miller (1918), 28 Que. K.B. 54, 31 €.C.C. 35; but see Lord 
Advocate v. Jacob (1908), 8.C. (J) 90. 
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ment Martin J. said: ‘‘There is clear evidence that the trade 
description in the advertisement referred to and was intended to 
refer to goods which were not B.v.p. and it was false application of 
the trademark.’’ 


Words on an invoice that indicate a measure or size, if untrue, 
constitute a false trade description.*’ 


Oral Descriptions.—Under the repealed Code a false repre- 
sentation entirely by word of mouth was held not to be the applica- 
tion of a false trade description,** although oral evidence was ad- 
missible to explain the effect of a written description.*® The hand- 
ing over, by a salesman, of an unmarked packet of goods to a person 
who asked for a greater weight of contents than contained in the 
packet, was held not to amount to the application of a false trade 
description to the goods” on the ground that a description by word 
of mouth did not amount to the application of a false trade 
description.” If, however, the weight was marked on the packet, 
a conviction was rightly made if the weight was short. This 
situation has now been changed, and it is immaterial whether the 


improper weight is marked on the package, written on an invoice 
or mentioned orally. The present section providing that every 
person commits an offence who ‘‘makes use” of a description that 
is false in a material respect has effected a change in the law and 
oral representations will now, in an appropriate case, be properly 
the subject of criminal action.” 


Contaimers.—There will be ground for conviction so long as 
the false description is made use of in association with wares or 
services. Thus, where containers are marked with a trademark 
that is false so far as the contents are concerned, an offence will 
be committed. For example, a person who stores gasoline in a tank 
attached to a gasoline pump that bears a trademark makes use 


47. Budd v. Lucas (1891), 1 Q.B. 408, 17 Cox C.C. 248; but see Langley v. Bombay 
Tea Co. (1900), 19 Cox C.C. 551. 

48. Coppen v. Moore (No. 1) (1898), 2 Q.B. 300; Langley v. Bombay Tea Co. 
(1900), 2 Q.B. 460. 

49. Cameron v. Wiggins (1901), 1 K.B. 1. 

50. Langley v. Bombay Tea Co., (1900), 2 Q.B. 46, 69 L.J.Q.B. 752, 19 Cox 
C.C. 551. 

51. Coppen v. Moore (1898), 2 Q.B. 300, 306, 67 L.J.Q.B. 689. 

52. Star Tea Co. v. Whitworth (1904), 91 L.T. 87, 20 T.L.R. 539, 20 Cox C.C. 658; 
North Eastern Breweries v. Gibson (1904), 91 L.T. 78, 20 T.L.R. 496, 20 Cox C.C. 706. 

53. See Slatcher et al. v. George Mence Smith Ltd. (1952), 2 All E.R. 388. 
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of that trademark in association with the gasoline, and, where 
the gasoline is not gasoline to which the trademark rightly applies, 
commits the offence set out in section 351 (b) of the Code and sec- 
tion 7 (d) of the Trade Marks Act.™ 


Indication of Origin.—If the description applied to goods in- 
dicates that it is a foreign product when, in fact, it is manufactured 
in the country, such is a false description.*®> Whether the composi- 
tion of goods is domestic or foreign, in such a ease, is a question 
of fact.°° Unfortunately this provision®’ has been insufficiently 
invoked in the past. It constitutes a ready and proper weapon 
against methods of unfair trading that were rife in the 1930’s and 
it is to be hoped that, in appropriate cases, its terms will be rigor- 
ously applied. Thus, the use of the word port applied to wine has 
been held to be misleading if it is not exported from Portugal. 
In Canada, the use of such a term may probably be justified if 
it is used merely as the designation of a type of wine™ with suitable 
explanatory words although, in Britain, it would still amount to an 
offence owing to certain statutes arising out of treaties entered 
into for the protection of this and other designations of wines.*® 
The marking of boxes of cigars with Spanish or Cuban names and 
arms is a common practice but if they are of domestic manufacture, 
an offence is committed by doing so. In fact, any words or symbols 
that tend to mislead as to the place of manufacture fall within the 
section.” But, just as the words ‘‘patent leather’’ do not now indi- 
eate that the leather to which they have been applied is manufac- 
tured according to a patented process, so many place names have 
come, by usage, to indicate a type of wares rather than their place 
of origin. Thus, such words as ‘‘ English mustard”’, ‘‘ French mus- 
tard’’ or ‘‘Quebec heaters’’, are not taken by the public to have 





54. Rex v. Cadieux and Seguin (1930), 54 C.C.C. 361. 

55. Bischop v. Toler (1895), 65 L.J. (M.C.) 1; RB. v. Lipton (1892), L.R. (Ir.) 
115; Williamson v. Tierney (1900), 83 L.T. 592, 17 T.L.R. 174; Hooper v. Riddle (1906), 
95 L.T. 424, 21 Cox C.C. 277; Cameron v. Wiggins (1901), 1 K.B. 1, 19 Cox C.C. 580; 
Holmes v. Pipers Ltd. (1914), 1 K.B. 57. 

56. Williamson v. Tierney (1900), 17 T.L.R. 174, 83 L.T. 592. 

57. See repealed Code sec. 335 (W) (ii). 

58. See, e.g., Hooper v. Riddle & Co. (1906), 95 L.T. 424, 70 J.P. 417. 

59. Sandeman v. Gold (1924), 1 K.B. 107. 

60. Rex v. Butcher (1908), 99 L.T. 622; R. v. Phillips (1909), 25 T.L.R. 764; 
A.-G. v. Mueller (1901), S.A.L.R. 5; see also Rex v. Ferguson (Alexander) Proprietary 
Ltd. (1922), V.L.R. 801. 

61. See, e.g., Watson v. Jaeger’s Sanitary Woollen System Co. (1897), 13 T.L.R. 
150; Barnet Glass Rubber Co. Ltd. v. McDonald (1922), N.Z.L.R. 767; but see RB. v. 


Lipton, 32 L.R. (Ir.) 115. 
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any relation to the place of origin and their use cannot amount to 
making use of a false description. It will, in each case, be a ques- 
tion of fact to be determined on the evidence, whether a place name 
is used with intent to deceive or defraud, is likely to mislead, or 
whether, on the other hand, its use merely signifies a type or class 
of goods or services. 


Proportions of Ingredients—Where goods are partly manu- 
factured in Canada and partly in another country or are made here 
from ingredients partly imported from another country it is a 
question of fact whether a statement as to their place of origin is 
true or false.” In Bischop v. Toler,” the defendant had in his pos- 
session for sale margarine labelled rreNcH Factory. The mar- 
garine consisted of a substance manufactured from animal fat at 
a factory in Paris and sent thence to an English factory where, 
by admixture with Danish butter and English milk, it assumed 
the form in which it was offered for sale. It was held that, as the 
margarine became the finished product for the first time in Eng- 
land, the words FreNcH Factory constituted a false trade descrip- 
tion. 

The question of quantity of ingredients arose in Holmes v. 
Pipers Ltd.** In that case bottles were sold bearing the label rine 
BRITISH TARRAGONE WINE but contained in fact 85 per cent of a wine 
prepared in England from dried raisins and 15 per cent of a heavy 
form of Tarragone wine used for blending and not suitable for 
consumption by itself. It was held that this was a false trade 


description. 


Presumption.—There is a presumption arising from the place 
of shipment of goods. Section 357 provides that where, in pro- 
ceedings under the part of the Code relating to this type of offence, 
the alleged offence relates to imported goods, evidence that the 
goods were shipped to Canada from a place outside of Canada is 
prima facie evidence that the goods were made or produced in the 
country from which they were shipped. The onus is therefore on 
the person alleging manufacture in Canada to establish the fact. 


62. See, e.g., Bischop v. Toler (1895), 65 L.J.M.C. 1; Williamson Ltd. v. Tierney 
(1900), 17 T.L.R. 174, 424. As to what constitutes manufacture the following cases 
may be found helpful: McNichol v. Pinch (1906), 2 K.B. 352; Rex. v. Woodhouse (1926), 
31 O.W.N. 263; The King v. Wandeweghe Ltd. (1934), S.C.R. 244; Rex v. Wing Hem 
(1936), 67 C.C.C. 119; Rex v. Martin (1938), O.W.N. 243. 

63. (1895), 65 L.J.M.C. 1, 73 L.T. 402, 12 T.L.R. 3. 

64, (1914), 1 K.B. 57, 83 L.J.K.B. 285, 109 L.T. 930. 
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Words qualifying a description indicating foreign origin may 
or may not be sufficient to justify an acquittal.* 


Mode of Manufacture-—Where the description used falsely 
describes a mode of manufacture, production or performance the 
person so doing cannot escape liability by showing that the wares 
are just as good as if they had been made by the method stated. 
It is not necessary, in order to constitute the offence of applying 
a false description within the meaning of section 351 (b), that 
there be any intent to pass off an article of lower value.** Where 
an accused sold machine-made cigarettes under a label bearing the 
words ‘‘guaranteed hand-made by experienced workmen”’, it was 
held that the label was a false trade description, and the fact that 
the article sold under the false trade description was as good as 
that asked for by the purchaser constituted no defence.” In giving 
judgment Lord Russell of Killowen L.C.J. said: ‘*‘I cannot think 
that the legislature can have contemplated that to prove the goods 
supplied to be of a quality equal to those ordered, should afford 
an answer to such a charge as that made in the present case. There 
are people who think that hand-made cigarettes are better than 
those made by a machine, and they are entitled to be supplied with 
what they ask for and pay for.’’ 


Quality—In Lemy v. Wilson,** Norwegian sprats were sold 
aS NORWEGIAN SARDINEs and it was held that this was a false descrip- 
tion. In so holding, Lord Reading L.C.J. observed that traders 
preferred to call sprats ‘‘sardines’’ because by that means they 
got a better sale for their goods, and they got a better sale because 
the public did not know they were buying sprats and not sardines.’’ 


Damage to Purchaser Immaterial.—There is no need for the 
person obtaining the goods to suffer harm or loss. The offence 
consists in making use of the false statement with the stated intent. 
The words of Lord Coleridge in Starey v. Chilworth Gunpowder 
Co.® make this quite clear.”? It is immaterial that the purchaser 
is not deceived or misled if a trademark is simulated or if a false 












5. Sandeman v. Gold (1924), 1 K.B. 107, 93 L.J.K.B. 53, 27 Cox C.C. 560. 
66. Starey v. The Chilworth Gunpowder Mfg. Co. (1889), 17 Cox C.C. 551. 
67. Kirshenboim v. Salmon (1898), 2 Q.B. 19, 67 L.J.Q.B. 601. 
68. (1915), 3 K.B. 731. 
(1890), 24 Q.B.D. 90. 
See also Kirshenboim v. Salmon & Gluckstein (1898), 2 Q.B. 19; Henderson 
and Torabat v. Adair (1939), S.C. (J) 93. 
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description is applied intending to deceive or defraud the public 
or any person.” In Kat v. Diment,” the description ‘‘non-brewed 
vinegar’’ was applied to bottles of a substance that was not vine- 
gar. The evidence showed that this was the usual description of the 
substance concerned, and was accepted as such by the trade and 
by the Ministry concerned with the trade. There was no direct 
evidence as to the meaning of the description to the general 
public. Upon a prosecution under the Merchandise Marks Act” 
it was held as a fact that the description used had been false.” 


If it were necessary for the purchaser to be deceived there 
would be practically no prosecutions so far as the offences of pass- 
ing off or making use of false descriptions are concerned because 
in almost every case the evidence on which the prosecution is based 
is obtained by means of a ‘‘trap order’’ just as in the case of a 
civil action for infringement or passing off. Under section 7 (d) 
of the Trade Marks Act if would be a good defence that no person 
was likely to be misled by the false statement but this would not 
appear to be the case under section 7 (c) of the Trade Marks 
Act nor under section 351 of the Code.” 


The gravamen of the offence under section 351 of the Code 
applies only if the offence is committed with intent to deceive or 
defraud.” This is quite different in the case of the similar offence 
under section 7 (c) and (d) of the Trade Marks Act which pro- 
hibits the committing of this type of act whether or not it is done 
with intent to deceive or defraud. It is of course proper, in any 
of these cases, to take into consideration the de minimis rule. A 
good illustration of this rule is the decision in Rex. v. Canadian 
Bakeries Ltd.” In that case the accused company produced from 
forty to sixty thousand loaves of bread daily, which were labelled 
as being of a certain weight, and it was held that the production of 
two short-weight loaves was no evidence of an intentional viola- 


71. R.v. Butcher (1909), 99 L.T. 622, 24 T.L.R. 797. Under section 7 (d) of the 
Trade Marks Act, however, it is necessary to show that the false description is likely 
to mislead the public. 

2. (1950), 67 R.P.C. 158. 
Sec. 2 (1). 
. See also Fowler v. Cripps (1906), 1 K.B. 16, 75 L.J.K.B. 72, 93 L.T. 808; 
. British Doughnut Co. Ltd. (1944), 1 K.B. 102 (1944), 1 All E.R. 158. 
See, e.g., Stone v. Burn (1911), 1 K.B. 927. 
. As also is the case with offences under Sees. 350 and 353. 
(1930), 54 C.C.C, 369. 
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tion sufficient to justify a conviction. These expressions were de- 
fined by Buckley J. in Re London Globe Finance Corporation® 
‘*To deceive is to induce a man to believe that a thing is true which 
is false and which the person practising the deceit knows or be- 
lieves to be false. To defraud is to deprive by deceit; it is by deceit 
to induce a man to act to his injury. More tersely it may be put 
that to deceive is by falsehood to induce a state of mind; to defraud 
is by deceit to induce a course of action.’’” 


Mens Rea.—In the case of the offence under the Trade Marks 
Act, it is to be noted that where a statute forbids the doing of a 
certain act, the doing of it in itself provides mens rea.*® And mens 
rea is something different than an intent to deceive or defraud.™ 
Mens rea is not a necessary ingredient of the offence under the 
Trade Marks Act. Thus, in Allard v. Selfridge & Co. Ltd.,° 
Shearman J., in considering a case under section 2 of the British 
Merchandise Marks Act, 1887,°* said: ‘‘I think the plain meaning 
of the statute is that guilt or innocence is determined by the answer 
to the question whether intentionally an act has been done which 
is contrary to the words of the statute.’’** 


The words ‘‘without intent to defraud’’ were considered in 
Starey v. The Chilworth Gunpowder Co.* In that case the defend- 
ants, who were under contract to the Government to supply gun- 
powder of their manufacture, owing to an accident were unable to 
manufacture the powder themselves. They thereupon bought other 
powder that was in all respects similar and as good as their own 
and put it into their barrels and delivered it bearing their marks, 
and it was argued that in those circumstances they had no intent 
to defraud. Lord Coleridge, in his judgment, said: ‘‘The Act is 


78. (1903), 1 Ch. 728. 

79. See also Kat v. Diment (1950), 67 R.P.C. 158 at 162. 

80. Kat v. Diment (1950), 67 R.P.C. at 162, per Goddard L.C.J. 

81. Allard v. Selfridge ¢ Co. (1925), 1 KB. 129, 94 L.J.K.B. 374, 29 Cox C.C. 
701; Stone v. Burn (1911), 1 K.B. 927. 

82. (1925), 1 K.B. 129. 

83. Which bears some resemblance to sections 350 and 351 (b) of the Code, save 
that, instead of the offence being stated in terms of doing the acti “with intent to 
deceive or defraud”, a defence is provided if the accused proves “that he acted without 
intent to defraud”. 

84. See also Wood v. Burgess (1890), 24 Q.B.D. 162; Stone v. Burn (1911), 1 K.B. 
927; Coppen v. Moore (No. 2) (1892), 2 Q.B. 306; Kat v. Diment (1950), 67 R.P.C. 
at 162; Slatcher et al. v. George Mence Smith Ltd. (1951), 2 All E.R. 388; but see 
Christie, Manson and Woods v. Cooper (1900), 2 Q.B. 522; Budd v. Lucas (1891), 
1 QB. 488. 

85. (1890), 24 Q.B.D. 90. 
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directed against the abuse of trademarks, and the putting off on 
a purchaser of, not a bad article, but an article different from 
that which he intends to purchase and believes that he is purchas- 
ing. It would apply to cases where a particular article, manufac- 
tured by a particular person, had acquired a widespread reputation 

. and someone supplied another and a different article under 
that name, so as to make the purchaser take something which he 
did not know he was taking. That, I think is the meaning of the 
word ‘defraud’ as used in this Act of Parliament, and in that 
sense only there was in the present case an intent to defraud.”’ 
The strictness of the definition appears from the words of 
Matthews J.: ‘‘On the fair construction of the Act I am of opinion 
that the words ‘intent to defraud’ mean more than an intent to 
cheat a customer. The words ‘without intent to defraud’ apply 
to cases where a person uses a particular mark without any intent 
in so doing to induce a buyer to accept goods which might other- 
wise be rejected.’’ 


False Advertising 


Definition of Offence——The provisions in Part VIII of the 
Code, which deal generally with fraudulent transactions relating 
to contracts and trade, are supplemented by section 306 which 
deals with false advertising and is included in Part VII of the 
Code relating to offences against rights of property. The publica- 
tion of false advertisements is severely punished under section 
306 (1) which provides that every one who publishes or causes 
to be published an advertisement containing a statement that pur- 
ports to be a statement of fact but that is untrue, deceptive or 
misleading or is intentionally so worded or arranged that it is 
deceptive or misleading, is guilty of an indictable offence and is 
liable to imprisonment for five years, if the advertisement is pub- 
lished (a) to promote, directly or indirectly, the sale or disposal 
of property or any interest therein, or (b) to promote a business 
or commercial interest. 


Trade Marks Act Compared.—This section, it will be noted 
provides for situations somewhat antithetical to those with which 
section 7 (a) of the Trade Marks Act is concerned. By that sec- 
tion it is provided that no person shall make a false or misleading 
statement tending to discredit the business, wares or services of a 
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competitor. Infraction of this provision is punishable under the 
general provisions of section 107 of the Code. But the gravamen of 
the offence is that the statements, as well as being false or mislead- 
ing must tend to discredit wares, services or a business. In addition 
the discredit must be reflected on a competitor. There is no offence 
unless the person whose business, wares or services tend to be 
discredited is a competitor. If the statement does not so reflect 
on a competitor but on someone who cannot be so classed that 
person is left to his civil remedy by way of an action for trade 
libel or slander of title unless, of course, the courts decide to put 
some teeth into the provisions of section 7 (e) of the Trade Marks 
Act, despite the limitation put on its progenitor in the Unfair 
Competition Act by Maclean J. in the A. C. Spark Plug case.*® 


False Claims of Superiority.—Contrary to the provisions of 
section 7 (a) of the Trade Marks Act, section 306 of the Code ap- 
pears to be directed at the puffing type of advertisement so much 
in vogue by which traders make claims of superiority and perfec- 
tion for their wares or services. After reading newspapers and 
periodicals, and particularly after listening to radio and television 
programmes, it is obvious that this section in its strict application 
is contravened every day. Claims in advertisements of super- 
iority and perfection of wares are common-place and almost uni- 
versal. ‘‘ Best by test’’ has become a by-word without any reference 
to the authenticity of the test or its existence as a fact. Such 
statements and guarantees of performance, efficacy and length of 
life are subject to severe penalties if they are not based upon 
adequate tests. For this purpose section 306(2) of the Code pro- 
vides that every one who publishes or causes to be published in an 
advertisement a statement or guarantee of the performance, 
efficacy or length of life of anything that is not based upon an 
adequate and proper test of that thing, the proof of which lies 
upon the accused, is, if the advertisement is published to promote, 
directly or indirectly, ‘the sale or disposal of that thing, guilty of 
an offence punishable on summary conviction. 


Proper Tests Defined.—What is a proper test is provided by 
section 306(4) which states that, for the purposes of subsection 


86. (1935), Ex. C.R. 57 at 69. 
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(2), atest that is made by the National Research Council of Canada 
or by any other public department is an adequate and proper 
test, but no reference shall be made in an advertisement to indicate 
that a test has been made by the National Research Council, or 
other public department, unless the advertisement has, before 
publication, been approved and permission to publish it has been 
given in writing by the president of the National Research Council 
or by the deputy head of the public department, as the case may be. 

A test by the National Research Council is not an exclusive 
method of satisfying the provisions of section 306. Any other 
adequate or proper test is not to be excluded and nothing in section 
306(4) shall be deemed to have that effect.*’ Where advertise- 
ments are published containing a false statement that such tests 
have been made and the advertisement has been approved by the 
National Research Council, the person responsible for such ad- 
vertisement is liable to the penalty provided in that section.* 
But a newspaper proprietor or publisher is not necessarily liable 
to the penalty provided in the section where he acts in good faith. 
It is provided by section 306(3) that subsections (1) and (2) do 


not apply to a person who publishes an advertisement that he 
accepts in good faith for publication in the ordinary course of his 
business. 


Instruments for Forging Trademarks 

Definition of Offence.—The making, having in possession or 
disposing of instruments for forging a trademark form the subject 
of section 352 of the Code. By its terms every one commits an 
offence who makes, has in his possession or disposes of a die, 
block, machine or other instrument, designed or intended to be 
used in forging a trademark. By subsection 2, no person shall be 
convicted of an offence under this section where he proves that 
he acted in good faith in the ordinary course of his business or 
employment. 


Master and Servant.—The general rule of law is that a master 
is not criminally responsible for the unauthorized acts of his 
servants.** But in cases where a particular intent or state of mind 


Sec. 306 (5). 
The King v. Thermo-Seal Insulation Ltd. (1951), 12 Fox Pat. C. 45, 15 
C.P.R. 42. 
89. Budd v. Lucas (1891), 1 Q.B. 408, 64 L.T. 292, 7 T.L.R. 242. 
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is of the essence of the offence the acts of a servant in the course 
of his employment may make the master criminally lable. It 
is now clear that in prosecutions under the British Merchandise 
Marks Act, 1887, an employer is liable criminally for his em- 
ployee’s offences unless he is able to rebut the prima facie pre- 
sumption of guilt by one or other of the methods pointed out in 
the Act, namely, that he had taken all precaution against commit- 
ting an offence, that he had no reason to suspect the genuineness 
of the trade description, that on demand he gave all information 
in his power with respect to the person from whom he obtained the 
goods or things and that otherwise he had acted innocently. These 
methods of rebutting the prima facie presumption of guilt do not 
appear in the Canadian Act save as to the offence under section 
352 of making, possessing, or disposing of instruments for forging 
a trademark. In connection with offences under this section no 
person is to be convicted where he proves that he acted in good 
‘faith in the ordinary course of his business or employment. The 
provision of this defence in section 352 (2) appears to be in har- 
mony with the law expressed generally in the English cases but it 
must be remembered that section 2 (2) of the British Merchandise 
Marks Act, 1887, provides for a comparable defence against all 
offences charged under the Act.*” Therefore, under the sections in 
Part VIII of the Code relating to trademarks and trade descrip- 
tion, other than section 352, a master will always be liable for the 
acts of his servants and agents in the ordinary course of their em- 
ployment even though he was not aware of those acts, and even 
where they were against his orders. 

None of the English cases appear to offer any assistance on 
the subject of the somewhat similar defence under the Merchandise 
Marks Act.** There are, however, reports of a number of civil 
actions brought against printers of infringing labels.*? These cases 
appear to establish the principle that an injunction and damages 





90. See, e.g., Coppen v. Moore (No. 1), (1898), 2 Q.B. 300; Coppen v. Moore 
(No. 2), (1898), 2 Q.B. 306, 67 L.J.Q.B. 689, 78 L.T. 520, 14 T.L.R. 414; Slatcher 
et al. v. George Mence Smith Ltd. (1951), 2 All E.R. 388 (1951), 1 K.B. 631; Mercer 
v. Pyramid Sand and Gravel Co. (1944), 109 J.P. 59; Thompson v. Howard (1944), 
108 J.P. Jo. 246; Stone v. Burn (1911), 1 K.B. 927; Allard v. Selfridge g& Co. (1925), 
1 K.B. 129. 

91. Sec. 6. 

92. See, e.g., Farina v. Silverlock (1856), 26 L.J. Ch. 11; John James ¢ Son 
Ltd. v. R. 8. Johnston & Co. Ltd. (1901), 18 R.P.C. 259; De Kuyper §& Son v. G. Baird 
Ltd. (1903), 20 R.P.C. 581; M. Saper Ltd. v. Spector’s Ltd. and Boxes Ltd. (1953), 
70 R.P.C. 173 at 174, 178, per Harman J. 
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will be ordered against printers of labels bearing infringing trade- 
marks only when they do so deliberately. 


Defacing Trademarks 


An offense is committed by every one who, with intent to 
defraud, defaces, conceals or removes a trademark or the name 
of another person from anything without the consent of that other 
person.” This was substantially the offence under section 490 
(1) (a) of the repealed Code. 


Using Trademarked Bottles 


The using of bottles bearing the trademark of another is 
also an offence under section 353 (b). This section provides that 
every one commits an offence who, with intent to deceive or de- 
fraud, being a manufacturer, dealer, trader, or bottler fills any 
bottle or siphon that bears the trademark or name of another 
person without the consent of that other person, with a beverage, 
milk, by-product of milk or other liquid commodity for the pur- 
pose of sale or traffic. Why bottles are singled out as the only 
type of container to be protected under the Code is a little difficult 
of comprehension. 

It is to be noted that under the comparable section in the 
repealed Code,” the offence was committed only in the case of a 
trademark ‘‘duly registered’’®® These words have not been 
omitted, thus making the offence much wider in scope. Criminal 
courts of first instance will now, in an appropriate case, be called 
upon to determine questions as to acquisition and ownership of 
trademark rights that are more properly determined in a civil 
court. But, contrary to the position under section 490 (b) of the 
repealed Code, it is now necessary that the act be done with intent 
to deceive or defraud.” It would seem that it is no defence for 
the accused to place his own labels on such bottles.” 


93. Sec. 353 (a). 

94. Sec. 490 (1) (b). 

95. R. v. Irvine (1905), 9 O.L.R. 389, 9 C.C.C. 407. 

96. Under the old law, see R. v. Coulombe (1912), 20 C.C.C. 31, 6 D.L.C. 99; 
R. v. Newcombe (1918), 52 N.S.R. 85, 29 C.C.C. 249, 40 D.L.R. 85; Wood v. Burgess 
(1889), 59 L.J. (M.C.) 11; Stone v. Burn (1911), 1 K.B. 927, 80 L.J.K.B. 560. 

97. Thwaites v. M’Evilly (1904), 1 Ir. R. 310, 21 R.P.C. 397; Slatcher v. Cacil 
Ltd. (1942), 106 J.P. Jo. 617. 
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The words ‘‘upon it’’ in repealed section 490 (b), were held 
to strengthen the conviction that the language of the section was 
wide enough to apply to paper labels affixed to a bottle.** The 
word ‘‘bears’’ in the new section would no doubt be subject to 
the same interpretation. 

The use by the defendant of bottles bearing the plaintiff’s 
trademark, as containers for a liquid commodity different from 
that produced by the plaintiff, is an offence against this section.” 
Presumably the ejusdem generis rule will apply to the words ‘‘or 
other liquid commodity”’ in section 353 (b), which will thus be 
limited to beverages, milk or milk by-products. That the section 
is to be strictly construed appears from a decision of the Ontario 
Court of Appeal. The comparable section in the repealed Code*” 
referred only to beverages. The court held that the section must 
be construed strictly and that the word ‘‘beverage’’, used with 
bottles and siphons clearly indicated a product manufactured by 
dealers as a drink, which is not food. Milk was held to be a food 
and not within the prohibitions of the section.’™ 

Apart from the criminal law, in the case of a person who has 
purchased a container, such as a bottle of milk having upon it a 
trademark or other name, the purchaser becomes the owner of 
the container as well as its contents, and the container is his to do 
as he pleases with it, provided he does not refill it and sell it with 
contents other than those of the owner of the trademark or name 
so long as it bears that trademark or name.’” Industrial and 
intellectual property has an existence separate and apart from the 
physical objects to which it is applied. Although title to the physi- 
cal property may pass and be vested in the purchaser, such pur- 
chaser acquires no right in the incorporeal property attaching 
to it, whether it be by way of patent, trademark, industrial design 
or copyright. This is, of course, subject to the principle that a 
purchaser of goods marked with a trademark may resell those 
goods in association with that trademark, so long as their condi- 
tion has not been substantially changed. 


98. R. v. Wittman (1917), 3 W.W.R. 438, 25 B.C.R. 108. 

99. Hiram Walker Ltd. v. Webb (1932), 41 O.W.N. 183; see also Budd v. Lucas 
(1891), 1 Q.B. 408; Thwaites v. M’Evilly (1904), 21 R.P.C. 397; M’Callum v. Doughty 
(1915), S.C. (J.) 69. 

100. Sec. 490 (b). 

101. Rex. v. Rouse (1936), C.C.C. 225 (1936), 4 D.L.R. 797. 

102. Mohan-Hunter Dairy ‘Ltd. Vv. Silverwoods Dairies Ltd. (1946), 6 Fox Pat.C. 
10, (1947), O.W.N. 80, 277, 6 C.P.R. 54. 
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Sale of Used and Reconditioned Goods 


Section 354 provides that every one commits an offence who 
sells, exposes or has in his possession for sale, or advertises for 
sale, goods that have been used, reconditioned or remade and that 
bear the trademark or the trade name of another person, without 
making full disclosure that the goods have been reconditioned, 
rebuilt or remade for sale and that they are not then in the con- 
dition in which they were originally made or produced.'” 


Punishment 
Everyone who commits an offence under sections 350, 351 and 
352, 353 or 354 is guilty of (a) an indictable offence and is liable 
to imprisonment for two years, or (b) an offence punishable on 


summary conviction.” 


Punishment on summary conviction is provided by section 694 
which is in the following terms: 


‘*(1) Except where otherwise expressly provided by law, 
every one who is convicted of an offence punishable on sum- 
mary conviction is liable to a fine of not more than five 
hundred dollars or to imprisonment for six months or to both. 


(2) Where the imposition of a fine or the making of an 
order for the payment of money is authorized by law, but the 
law does not provide that imprisonment may be imposed in 
default of payment of the fine or compliance with the order, 
the court may order that in default of payment of the fine or 
compliance with the order, as the case may be, the defendant 
shall be imprisoned for a period of not more than six months. 

(3) A summary conviction court may direct that any fine, 
pecuniary penalty or sum of money adjudged to be paid shall 
be paid forthwith, or, if the accused is unable to pay forth- 
with, at such time and on such terms as the summary con- 
viction court may fix.’’ 


In view of the fact that none of the offences discussed in this 
chapter is punishable by imprisonment for more than five years, 
the provisions of section 622 of the Code will be applicable. These 
authorize the imposition of a fine in lieu of imprisonment.’” In the 
case of corporations a fine is the punishment on conviction.’” 


103. Under the old law, see A.C. Spark Plug Co. v. Logan (1934), O.R. 301, 
(1934), O.W.N. 358. 

104. Sec. 355 (1). 

105. “622. (1) An accused who is convicted of an indictable offence punishable 
with imprisonment for five years or less may be-fined in addition to or in lieu of any 
other punishment that is authorized, but an accused shall not be fined in lieu of imprison- 
ment where the offenee of which he is convicted is punishable by a minimam term of 
imprisonment.” 

106. Sec. 623. 
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The only remedy for an offence under these provisions of the 
Criminal Code is by prosecution. An action for breach of these 
statutory provisions will not lie at the suit of a private person. 
While the provisions of section 351 (b) (ii) forbidding the making 
use of any false description relating to the geographical origin of 
wares was obviously designed to protect the home markets in the 
general interests of the country, it was not the intention of the 
legislature that any person who suffered damage by reason of a 
breach of the section should have any individual remedy.’ It 
would appear,’ on the authority of Wolverhampton New Water- 
works Co. v. Hawkesford, that this principle applies also to 
offences under sections 7 (d), 10 and 11 of the Trade Marks Act.’” 


Forfeiture 

Anything by means of or in relation to which a person commits 
an offence under sections 350, 351, 352, 353 or 354 is unless the 
court otherwise orders, forfeited upon the conviction of that 
person for that offence.’*® 


Falsely Claiming Royal Warrant 

Every one who falsely represents that goods are made by a 
person holding a royal warrant, or for the service of her Majesty, 
a member of the Royal Family or a public department is guilty 
of an offence punishable on summary conviction.’™ 

This section is conplementary to the provisions of sections 
9 (1) (a) to (d) and 11 of the Trade Marks Act which forbid the 
adoption and use, without appropriate consent, of the royal or 
vice-regal arms or the arms of any member of the Royal Family 
or any word or symbol likely to lead to the belief that any wares or 
services have received royal, vice-regal or governmental patronage, 
approval or authority. A contravention of these provisions of the 
Trade Marks Act or of section 356 of the Criminal Code is punish- 
able as an offence but does not give rise to a civil action for breach 
of a statutory duty. In this the law of Canada differs from that 


107. London Armoury Co. Ltd. v. Ever Ready Co. (Great Britain) Ltd. (1941), 
1 All E.R. 364. 

108. (1859), 6 C.B.N.S. 336, 28 L.J.C.P. 242, as qualified by Atkin L.J. in 
Phillips v. Britannia Hygiene Laundry Co. (1923), 2 K.B. 823 at 840. 

109. See also Rex. v. T. Eaton Co. (1898), 29 O.R. 591, 2 C.C.C. 252. 

110. See. 355 (2). 
111. Sec. 356. 
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under the British Trade Marks Act,’ which permits an action 
to be brought for an injunction by any person entitled to use the 
Royal Arms.*”* 


Section 1140 (a) (iii) which provided that no prosecution or 
action for penalties or forfeiture for an offence relating to the 
fraudulent marking of merchandise should be commenced after 
the expiration of three years from the time of such offence, has 
now been dropped. Presumably there is now no period of limita- 
tion in view of the maxim Tempus non occurrit contra regem. 


Penalties are also provided for offences against the National 
Trade Mark and True Labelling Act, the Timber Marking Act, 
the Precious Metals Marking Act,’* and for the unauthorized use 
of words or designs referring to the Royal Canadian Mounted 
Police.** The mildness of the punishment in these acts is striking 
when compared with the severity of the provisions of section 319 
of the Criminal Code. 


Counterfeiting Government Stamps or Marks 


Special provisions appear in the Criminal Code with relation 
to the use or making of counterfeit stamps or marks. Section 319 
of the Code reads as follows: 


‘*(1) Every one who 


(a) fraudulently uses, mutilates, affixes, removes or 
counterfeits a stamp or part thereof; 


(b) knowingly and without lawful excuse, the proof of 
which lies upon him, has in his possession 
(i) a counterfeit stamp or a stamp that has been 
fraudulently mutilated, or 


(ii) anything bearing a stamp of which a part has 
been fraudulently erased, removed or concealed; 
or 


(c) without lawful excuse, the proof of which lies upon 
him, makes or knowingly has in his possession a die 


112. See Act of 1905, sec. 68; Act of 1938, sec. 61. 

113. See, e.g., Royal Warrant Holders’ Association v. Slade & Co. Ltd. (1908), 
5 R.P.C. 245; Royal Warrant Holders’ Association vy. Edward Deane ¢& Beal Ltd. 
1911), 28 R.P.C. 721; Royal Warrant Holders’ Association v. Lipman (1933), 51 
F.C. 155. 

114. R.S.C. 1952, ¢. 191, ce. 265, and e, 215. 

115. Royal Canadian Mounted Police Act, R.S.C, 1952, c. 241 s, 37, 
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or instrument that is capable of making the impres- 
sion of a stamp or part thereof, 


is guilty of an indictable offence and is liable to imprisonment 
for fourteen years. 
(2) Every one who, without lawful authority, 
(a) makes a mark, 
(b) sells, or exposes for sale, or has in his possession a 
counterfeit mark, or 
(c) affixes a mark to anything that is required by law 
to be marked, branded, sealed or wrapped other than 
the thing to which the mark was originally affixed or 
was intended to be affixed, or 


(d) affixes a counterfeit mark to anything that is re- 
quired by law to be marked, branded, sealed or 


wrapped, 
is guilty of an indictable offence and is liable to imprisonment 
for fourteen years, 















(3) In this section, 
(a) ‘mark’ means a mark, brand, seal, wrapper or design 

used by or on behalf of 

(i) the Government of Canada or of a province, 

(ii) the Government of a state other than Canada, or 

(iii) a department, board, commission or agent estab- 
lished by a government mentioned in sub-para- 
graph (i) or (ii) in connection with the service 
or business of that government; 











and 





(b) ‘stamp’ means an impressed or adhesive stamp used 
for the purpose of revenue by the Government of 
Canada or of a province or by the government of a 
state other than Canada.”’ 

These provisions relate to stamps of every state and to marks 
of every department, board, commission or agent of every govern- 
ment in the world. If, therefore, a person in Canada adopts and 
uses a trademark that happens to embody in it a design or device 
used by some hitherto unheard of agency of a petty state he is 
liable to imprisonment for fourteen years. It is to be noted that 
the offence of subsection (1) is committed only if the prohibited 
act is done ‘‘fraudulently’’, ‘‘knowingly and without lawful 
excuse’’ or ‘‘ without lawful excuse’’. In the case of subsection (2), 
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however, the offence is complete if the mark concerned is made or 
affixed ‘‘without lawful authority’’. It is the appearance of un- 
reasonable and ill-drafted provisions of this type that tends to 
bring the law into disrepute. 


Authority of English Decisions 
The Canadian law respecting trademarks, being founded on 
English law, reference should be had to English decisions in inter- 
preting the criminal law of false marking, especially as it is the 
universal law of Canada.**® 


116. R. v. Authier (1897), Q.R. 6 Q.B. 146. 
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E. W. Cox’s Criminal Law Cases 

Canadian Patent Reporter 

Dearsly and Bell’s Crown Cases Reserved 
Dominion Law Reports (Canada) 

Law Reports, Equity 

Exchequer Court Reports (Canada) 

Fox’s Patent, Trade Mark and Copyright Cases (Canada) 
Hare’s Reports, Chancery 

Irish Reports 

Justice of the Peace 

Justice of the Peace (Weekly Notes of Cases) 
Jurist Reports, New Series 

Law Reports, King’s Bench Division 

Law Journal, Chancery 

Law Journal, King’s Bench 

Law Journal, Magistrates’ Cases 

Law Journal, Queen’s Bench 

Law Reports (Ireland), Chancery and Common Law 
uaw Times Reports 

Nova Scotia Reports 

New Zealand Law Reports 

Ontario Law Reports 

Ontario Reports 

Ontario Weekly Notes 

Ontario Weekly Reporter 

Law Reports, Queen’s Bench Division (1891-1901) 
Law Reports, Queen’s Bench Division (1875-1890) 


Rapports Judiciaries de Québee, Cour du Bane du Roi 


Revised Statutes of Canada 

South African Law Journal 

Court of Justiciary Cases (Scotland) 
Scottish Law Reporter 

Supreme Court Reports (Canada) 
Solicitors’ Journal 

The Times Law Reports 

Victorian Law Reports 

Western Weekly Reports (Canada) 










Vol. 46 T. M. R. 







Vol. 46 T. M. R. RECENT ARGENTINE COURT DECISIONS 


REPORT ON RECENT ARGENTINE COURT DECISIONS 
ON TRADEMARKS AND TRADE NAMES 


By Roberto Daniel Goytia* 

This succinet review of some decisions by the Argentine 
Courts concerning trademark and trade name litigation has been 
prepared with the aim of supplying the readers of The Trademark 
Reporter with information regarding the legal viewpoints and 
tendencies of the Argentine tribunals. 


Trademarks 


1. It has been decided that trademarks pEL vaL and pEtaa, both 
for ‘‘clothes and fabrics in general’’, Class 15, are not likely 
to cause confusion, since they do not look alike nor sound alike.’ 
Applicant sought registration for its trademark pEr-EME, 
covering ‘‘clothes and fabrics in general; knitted fabrics, table 
linen and under linen’’, Class 15, and was opposed by the 
owner of trademark wn Pp, registered in respect of ‘‘Ready- 
made clothes; boots and shoes; tailored articles; headgear; 
trimming materials; dresses; lace; fans; umbrellas; haber- 
dashery; gloves; perfumery; fine-leather goods’’, Class 16. 
The opposition was sustained by the Court on the grounds 
that PE EME and wn P are phonetically similar and the goods in- 
volved are closely related. The Court held that under these 
circumstances it is evident that the use of similar marks 
would lead to confusion.” 


Applicants sought registration of the mark GripequIN, in 
respect of ‘‘Substances and products employed for medical, 
pharmaceutical, veterinary and hygienic purposes; natural 
or prepared drugs, mineral waters and medicinal wines and 
tonics; insecticides for domestic use’’, Class 2. The Patent 
Commissioner held that the applicant’s alleged trademark 


* Member of Buenos Aires Bar; partner of the firm Goytia & Cia., Buenos Aires, 
Argentina; Vice-President of the Argentine Association for the Protection of Industrial 
Property; past president of the Argentine Association of Patent and Trademark Attor- 
neys; Associate member of U.S.T.A. 

1. Del Val Hnos. v. Felix del Rio, J.A. 1954, I, p. 3. 

2. Mario Persico v. Norman Pentreath, J.A. 1954, I, p. 23. 


KEY TO ABBREVIATIONS: 
J.A. Jurisprudencia Argentina (Argentine Jurisprudence, legal reports). 
S. A. Sociedad Anonima (Corporation or joint stock company). 

.R.L. Sociedad de Responsabilidad Limitada (Limited liability partnership). 
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was not registrable under Article 3, sections 4 and 5, Trade- 
mark Law No. 3975, which provides: 
Article 3. The following are not considered as factory, 
trade or agricultural marks: 


Section 4. Terms or phrases that have passed 
into general use, and signs that do 
not present novel or special charac- 
teristics. 

Section 5. The expressions usually employed 
to indicate the nature of the prod- 
ucts, or the class to which they 
belong. 


The decision of the Patent Commissioner was affirmed by the 
Court of Appeals of the city of Buenos Aires.* 


. An application was filed to register NAPoLEON for ‘‘champagne 
in general’’, Class 23. This application was opposed by the 
registrant of napoLeon for ‘‘yerba mate’’,* Class 22. Taking 
into consideration the goods covered by the respective regis- 
trations the Court decided that probability of confusion as to 


origin or mistake or deception of purchaser was unlikely.* 


. Plaintiff, owner of the mark rEeFrEs, covering: ‘‘non-medicinal 
beverages in general, whether alcoholic or otherwise; alcohol’’, 
Class 23, filed a petition with the Court of Buenos Aires, to 
cancel defendant’s trademark registration REFRESKOLA in re- 
spect of similar products, Class 23. The Court after giving 
due and proper consideration to the nature of the marks 
REFRES and REFRESKOLA concluded that they were confusingly 
similar, thus causing confusion to the purchaser. Therefore, 
the Court ordered the cancellation of trademark rEFRESKOLA.*® 


. Plaintiff filed application to register marie for: ‘‘Tobacco, 
cigars, cigarettes, snuff and smokers’ goods’’, Class 21. Regis- 
tration was opposed by defendant, owner-registrant of MAPLE- 
ton for identical goods, Class 21. Plaintiff instituted court 
action to set aside the opposition, and filed a subsidiary peti- 
tion in Court for the cancellation of the trademark MAPLETON, 


. Organtest, Argentina S.R.L., J.A. 1954, II, p. 230. 

. An herb, Paraguayan tea. 

. Peter Hnos. S.A. v. Mackinnon §& Coelho Cia., J.A. 1954, III, p. 339. 

. Saul Patrich v. Domus Vinos Argentinos S.R.L., J.A. 1954, III, p. 388. 
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Class 21, based on its mapLe registration for: ‘‘cigar cases, 
match boxes and other articles made from non-precious 
metals’’, Class 8. The Court decided that trademark applica- 
tion MaPLE for Class 21, was confusingly similar to MaPLEToN, 
registered for the same goods included in Class 21. Therefore, 
the opposition was affirmed. The cancellation proceedings 
were dismissed likewise on the grounds that trademarks MaPLE 
and MAPLETON, registered in Classes 8 and 21 respectively, have 
co-existed for a long time, and no evidence proving actual con- 
fusion was shown.’ 

The Court held that there is no likelihood of confusion in 
the public mind between DANTE ROBINO and DANTE, both trade- 
marks used to identify ‘‘non-medicinal beverages in general, 
whether alcoholic or otherwise; alcohol’’, Class 23°; sEpASEDINE 
and QUEBRASEDINE to distinguish ‘‘Substances and products 
employed for medical, pharmaceutical, veterinary and hy- 
gienic purposes; natural or prepared drugs, mineral waters 
and medicinal wines and tonics; insecticides for domestic use, 
Class 2°; CONFORTLANDIA and RADIOLANDIA to identify ‘‘ Articles 
and materials for printing, books, stationery, lithography, 
bookbinding, cardboard, teaching and drawing; office articles; 
typewriters, calculating and controlling machines; inks’’, 
Class 18"°. 

Consumer’s confusion was found likely to exist between the 
trademarks: zumcoL and mu-coL, for goods in Class 2"; 
ECHEA and EcHona to identfy goods in Class 22°; ErEBion with 
CEBION and EVION, in respect of goods in Class 2”. 


Plaintiff filed application to register trademark EsTRELLA DE 
AMERICA covering ‘‘ Articles and materials for printing, books, 
stationery, lithography, bookbinding, cardboard, teaching and 
drawing; office articles; typewriters; calculating and control- 
ling machines; inks’’, Class 18. Registration was opposed by 


7. Maple ¢ Cta. Ltda. v. Cousiio ¢ Cia., J.A. 1955, I, p. 320. 

8. Robino § Cta. 8S.R.L. v. Raggio Forchieri § Cla. S.R.L., J.A. 1955, I, p. 254. 

9. Rodriguez v. O.C.E.F.A. Organizacién Comercial, Financiera Argentina 8.A., 
J.A. 1955, I, p. 203. 

10. Rossen v. Korn, J.A. 1955, I, p. 442. 

11. Zumpano v. The Mum-Col Co., J.A. 1955, I, p. 250. 

12. Santa Marta, Vanasco g Cta. v. Hernandez g Cia., J.A. 1955, I, p. 349. 

13. O.C.E.F.A. Organizacién Comercial Financiera Argentina 8.A. v, Merk Qut- 
mica Argentina, J,A. 1955, I, p, 439, 
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the defendant, owner-registrant of the marks AMERICA, CAPITAN 
DE AMERICA, HOMBRES DE AMERICA, INTERAMERICANA, in respect of 
goods in the same class. The opposition was sustained by the 
Court, which found that they were confusingly similar, in 
view of, among other reasons, the nature of the marks, the 


nature of the products and the type of purchasers”. 


Applicant appealed from the decision of Commissioner of 
Patents refusing application to have his mark rosort registered 
in respect of ‘‘Machinery and apparatus for every kind of 
industry that are not included in other classes; parts thereof; 
accessories and equipment for diving and filtering purposes; 
machines, apparatus and implements for agriculture, avicul- 
ture, apiculture, pisciculture, dairy, viticulture, forestry and 


cooperage’’, Class 5. Registration was refused and decision 
of Commissioner of Patents affirmed, because the Court held 
that the word ‘‘robot’’ falls within the prohibitions stipulated 
in Article 3, sections 4 and 5, of the Argentine Trademark 
Law No. 3975. It is interesting to note that the Court, when 
reaching this conclusion, specifically mentions the meaning 


of the word ‘‘robot’’ as defined by Webster’s New Inter- 
national Dictionary, page 2157”. 


Trade Names 


Likelihood of confusion was found to exist between trade 
names JUAN CARLOS NAON & CiA. and REMATES NAON in connection 
with the same line of business, to wit: public sales. The Court 
decision was based on: 


Article 42: The name of an agriculturist, trader or 
manufacturer, and that of a firm, or the 
sign or designation of a house or establish- 
ment dealing in specified articles or prod- 
ucts, constitute a property for the purposes 
of this Law. 


Article 43: A person wishing to engage in an industry, 
business or branch of agriculture already 
worked by another person, under the same 


14. Amador Harb v. Estrade § Cia. S.A., J.A. 1955, III, p. 196. 
15. Figueroa Argentina Importadora, Exportadora y Comercial S.A., J.A. 1955, 
ITI, p. 277. 
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name or under the same conventional desig- 
nation, shall adopt a modification, the effect 
of which shall be to make the said name or 
said designation visibly different from the 
one used by the house or establishment 
already existing. 


Consequently, the Court sustained the plaintiff application 
to restrain the defendant from using in connection with his 
business the name nadn”™. 


. An interesting, well reasoned and comprehensive decision was 
handed down by the Court of Buenos Aires, in re: Casa 
America S.A. v. Casa America (S.R.L.). Both corporations 
were engaged in the same line of business, namely: radio, 
phonograph and electrical household products. Plaintiff in- 
troduced evidence showing actual and substantial confusion 
in the public mind between the names of both entities. It was 
also proved by the plaintiff that he had spent for advertising 
more than $8,500,000 pesos during the period 1939-1952, 
whereas the defendant had spent less than $100,000 pesos. 
Counsel for plaintiff further pointed out that the defendant’s 
shop was located only a few blocks away from the plaintiff’s 
business place. Therefore, this factor, he contended, should 
also be considered in determining the likelihood of confusion 
between the corporate names CASA AMERICA §.A. and CASA 
and CASA AMERICA s.R.L. Upon a very careful analysis of the 
evidence presented by the litigants, the Tribunal entered a 
judgment permanently restraining defendants from continu- 
ing the use of the name casa AMERICA in connection with their 
business, because, the Court held that it was confusingly 
similar to the plaintiff’s corporate name CASA AMERICA &.A., 
thus misleading and confusing the trade and the consuming 
public’’. 


This is the most interesting and most encouraging court 
decision in the last two years granting effective protection 
to a corporate name. 


16. J.C. Naén y Cia. v. Naén Schtutman (Remates Naén), J. A. 1954, II, p. 374. 
. Casa America S.A. v. Casa America S.R.L., J.A. 1955, I, p. 418. 
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13. It has been decided by the Tribunal that the corporate names 
CELOPRINT S.B.L. and CELON ARGENTINA 8.B.L. are not confusingly 
similar, although they are competing in business”. 


BOLTA ARGENTINA §.A., plaintiff’s trade name, and VOLTA s.B.L. 
defendant’s trade name, have been held not confusingly 
similar. The dissimilarly between plaintiff’s and defendant’s 
kind of business, led the Court to the conclusion, that the 
likelihood of confusion arising from defendant’s use was 
remote. Consequently, for that reason, plaintiff’s petition 
seeking judgment restraining the defendant from using the 
voLTa trade name, was denied. The decision of the Circuit 
Court was affirmed by the Supreme Court”. 


18. Celoprint S.R.L. v. Celon Argentina, J.A. 1955, III, p. 310. 
19. Bolta Argentina 8.B.L. v. Volta 8.A., J.A. 1954, II, p. 253. 
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NOTES FROM THE PATENT OFFICE 
By Katharine |. Hancock* 


Supplemental Register 


The changes necessary to transfer an application to the Sup- 
plemental Register from the Principal Register may be made over 
the signature of the attorney of record if the application on its 
face shows that the mark had been in use for more than a year 
at the time the application was originally filed. 

If the application shows that the mark had been in use less 
than a year at the time the application was originally filed, the 
amendment transferring the application to the Supplemental 
Register must be signed by the applicant, although it need not be 
notarized. Such amendment should recite that the mark has been 
in lawful use in commerce for the year preceding the filing of the 
amendment. 


Amendment of Drawing 


When a correction of a drawing is either required or permitted 


by the Examiner, the correction may be made upon direction of 
the attorney of record. Such direction does not have to be signed 
by the applicant, either to delete matter from the drawing or to 
add matter to the drawing. 


Drawing 

Under trademark rules effective Aug. 15, 1955, pasted mate- 
rial on a drawing will be accepted, but only if the mark is shown 
in sharp, clear lines in black, and the pasted portion is flat, un- 
curled and securely attached. 

India ink as well as typewritten drawings may be on a good 
grade of bond paper. 

Regardless of the kind of drawing, the drawing should not be 
folded, bent or crumpled in transmittal to the Patent Office. Flat 
drawings are more easily handled in the process of making copies 
to be used by examiners and in office indexes. 

Care should be taken to center the mark in the blank portion 
of the drawing sheet. 


* Trademark Examiner, U.S. Patent Office; Member District of Columbia Bar. 
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It is preferred that typed marks be all on one line, and in 
regular spaced typing. Deviations from this generally imply a 
desire to claim distinctive display of the mark, in which event an 
ink drawing would be necessary. 






Prior Rgistrations 
(See 44 TMR 1294) 


If a claim of ownership of a pertinent prior registration is 
not made in an application, and the Trademark Office search room 
copy of the registration shows that it is owned by applicant, claim 
of ownership may be included in the application over the signa- 
ture of the attorney of record. 

It frequently happens that a trademark was registered by 
someone other than the applicant claiming it (such applicant hav- 
ing acquired ownership of the mark subsequent to its registration) 
and that the Trademark Office search room copy of the registra- 
tion does not reflect the change of ownership. It is not the practice 
at the present time for assignments filed in the Patent Office to be 
recorded on the trademark search room copies of registrations, 
nor is it the practice for trademark examiners to search the Patent 
Office Assignment Division records. Under such circumstances 
applicant must prove his ownership, and in the interest of saving 
time it would be well to file evidence of ownership at the same time 
the application is filed. That evidence may consist of a request 
for a title report, or a statement of the date and place of recorda- 
tion, if the transfer of title is recorded in the Patent Office. If 
transfer of title has not been recorded, evidence should be of 
some type which will constitute a convincing showing of the 
transfer. 


Foreign Registrations 
(See 45 TMR 765 and 1298) 


The goods named in an application which is based upon a 
foreign registration must be specific enough so that it will be 
clear what the goods are and so that they can be classified into 
the established United States trademark classes. This is true even 
though it means that the goods must be named somewhat more 
specifically than they are in the foreign registration. 

The principles used in determining eligibility for registra- 
tion on the Principal Register or on the Supplemental Register are 
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applicable to all applications, including those based upon a foreign 
registration. Registration in a foreign country does not auto- 
matically assure registration in the United States on the Principal 
Register. 

It is urged that, when a United States application is based 
upon a foreign application, certification of registration be filed 
therein promptly after the foreign application matures into regis- 
tration in the foreign country. 


Date of First Use 
(See 43 TMR 473) 


Although the suggested forms which accompany the trademark 
rules provide for recitation of the date that the trademark was 
first used on the goods, applications are not at this time being 
regarded as informal if they merely recite the date without using 
the words ‘‘on the goods’’. 

The date given should, however, be for use on goods in a 
trademark sense (as distinguished from use such as advertising), 
and should be a date for use on at least one of the items of goods 
which are recited in the application. The particular item need not 
be specified. 

It is believed that a recitation which meets the two foregoing 
requirements is in conformance with the spirit of See. 1(a)(1) of 
the Trademark Act of 1946, and with Trademark Rules 2.33(a) 
(1)(vi) and (vii) which are based thereon, even though as a result 
of the practice the application may contain some items on which 
the mark was not in use on the date specified and the application 
does not specify to which of several items the date applies when 
it does not apply to all the items. 

There is no objection if an applicant wishes to specify par- 
ticular items to which the dates of use given apply, and no objec- 
tion if in suitable situations an applicant wishes to state that the 
date is for use ‘‘on the goods’”’ (or equivalent language) in order 
to dispel any implication that the first use might not have been 
used in a trademark sense. In fact, such facts should be recited 
in any situation where failure to recite them would be misleading. 
An example of such a situation might be where a mark was used 
originally on goods which are no longer made due to obsolescence. 
Such goods could not be included in the current application, but 
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applicant might wish to include the original date of use in the 
application. 

The rules with respect to this subject are not intended to re- 
quire unreasonable detail; their purpose is to assure a clear and 
accurate record of the circumstances surrounding an applicant’s 
use of the mark. 

A case which is useful in understanding the changing history 
of prior Trademark Rule 7.3(g) and (h), and paragraph amend- 
ing subsections (g) and (h), and present Trademark Rules 
2.33(a)(1)(vi) and (vii) and 2.33(a) (2), is Sunshine Biscuits, Inc. 
v. Berke Bakeries, Inc., 106 USPQ 222, 45 TMR 1253. 


BUREAU OF CUSTOMS 
Deposit of Trademark Registrations With Customs 


Effective March 14, 1956, it will no longer be necessary for 
trademark registrants to submit the abstract of title heretofore 
required, when certified copies are deposited with the Bureau of 
Customs. Hereafter certified copies showing title will suffice. The 
Federal Register for March 14 (21 FR 50, p. 1589) contains the 
following regulation: 


The certification on copies of original certificates of regis- 
tration signed by the Commissioner of Patents now contain 
a statement of the name in which the title of the trademark is 
recorded on the date of certification. Certifications showing 
such title in an applicant for recordation of a trademark who 
claims ownership by assignment make the filing of an abstract 
of title now required by the regulations unnecessary. Section 
11.15 (b) is, therefore, amended to read as follows: 

(b) If ownership of a registered trademark is claimed by 
an applicant by virtue of an assignment of such trademark, 
the certification on the original certificate of registration 
required by paragraph (a) of this section must show the 
record title to be in the applicant. There shall be transmitted 
with the application for recording, in addition to the docu- 
ments and information specified in paragraph (a) of this 
section, a statement as to the nature of the assignment, 
whether such assignment is qualified in any way, and 
whether or not the mark has been reassigned without recorda- 
tion of the reassignment. 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 
Australia 


Rejected Applications 
The following applications were rejected by the Deputy 
Registrar of Trade Marks for the reasons indicated: 


(1) crncH, in respect of women’s garments, was rejected on the 
ground that the mark would immediately indicate the charac- 
ter and quality of the goods to a purchaser, in that members 
of the public would conclude that the mark referred to belts 
to be worn by women closely around their waists. The appli- 
cant contended that, although cincH was not an invented word, 
consideration of the dictionary definitions of the word ‘‘cinch’’ 
should lead to the conclusion that the mark had no direct 
reference to the character or quality of the goods. However, 
the Deputy Registrar relied upon the descriptive use of the 
word ‘‘einch’’ in the mail order catalogue of Montgomery 
Ward and the catalogue of the Australian Company David 
Jones Pty. Ltd. 25 Official Journal of Patents, Trade Marks & 


Designs 2647. 


Nu-way, in respect of rubber articles included in Class 40, 
namely, clothes washing appliances made of rubber or in which 
rubber predominates, was rejected on the ground that the mark 
is the phonetic equivalent of the words ‘‘new way”’ indicating 
that the goods in question were a new way to wash clothes. 
The Deputy Registrar said, ‘‘I think that manufacturers who 
desire to inform the public that they have produced a new way 
of washing clothes would desire to use words so much like 
the mark now sought that in these circumstances nu-way 
would be incapable of distinguishing the applicant’s goods 
from those of other traders.’’ 25 Official Journal of Patents, 
Trade Marks & Designs 2580. 


Canada 
Trade Names—Interlocutory Injunction 


Hilton Hotels Corp. is suing to prevent the use of HmTON or 
HILTON HOTEL in connection with the defendants’ business in Van- 
couver. After the action was started the plaintiff applied for an 
interlocutory injunction restraining the defendants from using 
HILTON Or HILTON HOTEL. It was established at the Hearing that 
the plaintiff is an internationally known operator of hotels many 
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of which bear the name uitron. The defendants denied that 
they had any intention of taking advantage of the plaintiff’s name 
and pointed out that their hotel is on what is known as ‘‘Skid 

x Row’’ in Vancouver and that it is a very humble place indeed. 
Judge McInnes held: 


‘It cannot be said here deception is improbable, in fact the 
converse appears to me to be quite obviously true. The plain- 
tiff companies being an international organization particu- 
larly active on the North American continent, it is more than 
probable that to a great many travellers accustomed to stay- 
ing at hotels operated by this chain that a reference to any 
hotel directory covering the City of Vancouver would indicate 
that there is a HILTON HOTEL in Vancouver, and such traveller 
might quite probably ‘be deceived into thinking that the de- 
fendants’ hotel in Vancouver was one of the chain. On the 
defendants’ own affidavit the standard set by the HILTON HOTEL 
in Vancouver falls far short of those prevailing in the plain- 
tiffs’ hotels—such being the case the plaintiff companies un- 
doubtedly would suffer damage to their reputation as a result 
of anyone through being misled through the name, stayed at 
the defendants’ hotel at Vancouver. In my view of the law 
this is sufficient to maintain the plaintiffs’ right to an injune- 
tion and accordingly the defendants will be enjoined from 
operating the present hotel or any other hotel under the name 
HILTON HOTEL until the trial of this action.’’ 24 Canadian 
Patent Reporter 100. 





India 
Opposition Proceedings 


The owners of the trademark nycout which had been regis- 
tered in India in respect of disinfectants opposed an application 
to register LycoL, also in respect of disinfectants. No actual in- 
stances of confusion were put in evidence. It was established that 
the opposers’ mark had been used to a considerable extent in 
Northern India and that the applicant’s mark had been used to 
a considerable extent in Southern India. Mr. S. Venkateswaran, 
the Registrar of Trade Marks, held: 


‘*It is to be remembered that both the opponents’ mark nycoL 
and the applicants’ mark tycou have the common suffix ‘ol’, 
which in Chemistry indicates that the substance contains an 
(Aleoh)ol or (phen)ol or Ol(eum) or oil. (See Oxford Con- 
cise Dictionary, Webster’s International Dictionary, Wyld’s 
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Universal Dictionary). The two marks nycou and LycoL are 
both used in respect of disinfectants containing crude cresols 
and soap. The ending ‘ol’ is therefore a proper descriptive 
suffix in respect of both the marks, and the opponents there- 
fore have no exclusive or special right in the termination ‘ol’. 
In the circumstances the earlier portion of the two marks 
becomes the natural and necessary part to which greater 
attention should be paid in applying the test whether the 
totality of the proposed trade mark of the applicant is such 
that it is likely to cause deception or confusion in the minds 
of persons accustomed to the opponents’ trade mark... . 
No evidence of confusion has been filed in the present case. 
Applying the tests both of the eye and of the ear, and bear- 
ing in mind the well established rules for comparison of 
marks, I have come to the conclusion that there is no real 
probability of any ordinary and reasonable purchaser being 
misled by the use of the applicant’s mark Lycou by reason of 
the similarity to or the use of the opponents’ mark Hyco..’’ 


During the course of the Hearing the applicant contended 
that if the marks were considered to be confusingly similar, he 
was entitled to registration on the basis of honest concurrent 


user. The Registrar pointed out that consideration of the claim 
for registration on the basis of honest concurrent user was not 
necessary in view of his holding that the marks were not confus- 
ingly similar. Nevertheless, in view of the special circumstances 
of the case and the applicant’s admission that his use of the mark 
was restricted to Southern India, the Registrar ordered that Lyco. 


be registered in respect of: 
‘‘Liquid disinfectant (phenyle) for sale in the States of 
Madras, Andhra Travancore-Cochin, Mysore and Hydera- 
bad.’’ 


11 Patent, Design & Trade Mark Review 113. 


Rectification Proceedings 

The owners of the following trademark registered in India: 

Trademark: <A multicolored rectangular label containing the 
device of a highly plumed bird with outstretched 
wings perched on a branch and looking toward 
the right of the label. 

Registration No.: 2284 

Registrant: Sandoz Limited, Basle, Switzerland 

Goods: Chemical products for dying and various other 

specifically named dyes, 
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sought to rectify the Register and have the following registra- 
tion expunged: 


Trademark: <A multicolored rectangular label containing the 
device of a long-tailed plumed bird looking 
toward the right of the label. 

Registration No.: 133675 

Registrant: Amritlal & Co. Ltd., Bombay, India 

Goods: Dyestuffs and coloring matters (other than those tor 

toilet or laundry purposes or as pigments for paints). 


The application for rectification was heard by Mr. M. L. Kapoor, 
Assistant Registrar of Trade Marks, who stated: 


‘‘TLooking at the registered marks of the applicants for recti- 
fication as well as the registered proprietors’ I find that the 
one thing that would immediately strike the eye of a prospec- 
tive purchaser and make an instantaneous impression on his 
mind is, in either ease, the device in colours of a highly plumed 
bird with a long tail looking towards the right of the label 
and that appears to me to be the leading and distinguishing 
feature of both the marks. It is that feature, and that feature 
alone, that will normally be retained in his mind after a 
prospective purchaser has had a look at the mark. The fact 
that in the mark of the applicants for rectification the bird 
has somewhat outstretched wings and a long beak and in the 
mark of the registered proprietors the wings of the bird are 
not outstretched and the beak is not so long appears to be very 
minor and unimportant as these are features which make no 
impression whatsoever on the mind. Thus the salient feature 
of the registered marks of the applicants for rectification as 
well as the registered proprietors is the same and it will be 
by this feature that a prospective purchaser will ask for, 
recognise and buy the goods. 

‘‘Bearing in mind the fact that a prospective purchaser will 
not have the goods bearing both the marks before him when 
he just goes to a shop to buy goods bearing one of the marks 
and taking him to be an ordinary human being with an average 
intelligence and an imperfect recollection of the mark, I find 
that the registered proprietors’ mark is, in view of the prior 
registration and use of Trade Mark No. 2284 of the applicants 
for rectification, such as was on the date of application for 
registration thereof likely to deceive and cause confusion.’’ 


It was established at the Hearing that the applicants for recti- 
fication had used their mark in India to a considerable extent prior 
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to 1947, the year in which Messrs. Amritlal claim to have adopted 
their mark. On the other hand, there was no evidence of use of 
the mark covered by Registration No. 133675. 


Messrs. Amritlal asserted that the applicants for rectification 
had acquiesced to the use and registration of the mark covered 
by Registration No. 133675 by not opposing that application when 
it was published for opposition purposes in the Indian Trade 
Marks Journal of October 1, 1949. Messrs. Amritlal failed to 
establish any positive act expressly or impliedly indicating such 
acquiescence and the Assistant Registrar held that the mere 
omission to oppose an application is not a bar per se to a motion 
for rectification. Rectification granted. 11 Patent, Design & Trade 
Mark Review 124. 


Italy 
Trademark Infringement and Unfair Competition 


Defendant ordered from X a shipment of phenolphtalein made 
by Rhone Poulenc, and the defendant resold the same to Y before 
the shipment had been delivered. When the shipment reached the 
defendant, it was clear from the packaging of the product, and 
from other indications, that the same had not been manufactured 
by Rhone Poulenc. Nevertheless, defendant delivered a sample 
of the product to Y, representing the same to be manufactured 
by Rhone Poulenc. At the same time, defendant wrote to X, ex- 
pressing doubt that the shipment was of genuine Rhone Poulenc 
manufacture. Rhone Poulenc sued for infringement of its trade- 
mark RHONE POULENC and unfair competition. On the trademark 
infringement count, the Court held that the good faith or lack of 
negligence of defendant was irrelevant, and that the acts of de- 
fendant constituted trademark infringement, even though there 
had been no physical affixation by defendant of the trademark 
RHONE POULENC upon the goods sold to Y. On the unfair compe- 
tition count, the Court noted that the Civil Code establishes a 
presumption of ‘‘fault’’ or responsibility, on the part of one who 
commits an act of unfair competition, and held that defendant 
had not rebutted that presumption in this case. Judgment for 
plaintiff on both counts. (Rhone Poulenc v. Fumagalli, Court of 
Appeal of Milan, March 18, 1955). 
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Spain 
International Convention 


Spain has adhered to the 1934 revision of the International 
Convention (London version) effective March 2, 1956. 
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LIST OF OTHER TRADEMARK ARTICLES AND LEGAL NOTES* 


ARTICLES 

Armstrong Cork Company. Face lifting the Armstrong Trademark. (Sales 
Management, March 1, 1955, pp. 40-41). 

Athearn, Forden. 

The Federal Law of Unfair Competition. (Rocky Mountain Law Review, v. 28, 
no. 1, December 1955, pp. 111-127). 

Bayuk Cigars Incorporated. Modern for Cigars. Bayuk Tosses Tradition out 
the Window and adopts an ultra-modern ‘Chessboard’ Design for its newly acquired 
Royalist Cigars. (Modern Packaging, v. 29, no. 7, March 1956, pp. 180-181, 
372, 374). 

Bogarad, Martin S. 

Present Status—Applicability of Federal Law to Cases Involving Unfair 
Competition. (Ohio State Law Journal, v. 16, no. 4, Autumn 1955, pp. 614-622). 
Braden, Everett F. 

How to defend against tomorrow’s hidden Competition—Private Brands. New 
York, Association of National Advertisers, Inc., 1956. 

Speech presented at A.N.A. Drug and Toiletries Group Luncheon, Sept. 28, 1955. 

Design Histories. (Modern Packaging, v. 29, no. 7, March 1956, pp. 176-179). 

Great Britain. Instructions to Persons who wish to register Trade Marks. 
London, Patent Office, 1955. Pp. 16. 

Greeley, Bill 

Showdown for Bait Advertising. (Printers’ Ink, March 23, 1956, pp. 44, 48). 

Insulating Siding Trade Name Directory. Insulating Siding Association, 
Glenview, Ill., 1955-56. Pp. 22. 

New York—General Business Law. Section 368¢e. Injunctive Relief for 
Injuries resulting from Infringement of Trademarks, (Albany Law Review, v. 20, 
no. 1, January 1956, pp. 130-133). 

Seceales, Merl. 

The Selection and Administration of Company Trademarks. (Wisconsin Bar 
Bulletin, December 1955, pp. 23-24, 52-55). 

Silverstein, Morton 

How it feels to be a Piel. (Printers’ Ink, March 23, 1956, pp. 26-29). 

Wedding of the Brands. McCormick and Schilling retain their Individuality in 
clever Variations of basic Lahel Scheme, permitting national Promotion of East- 
West Spice Lines. (Modern Packaging, v. 29, no. 7, March 1956, pp. 186-189, 
352, 354). 

LEGAL NOTES 
Loew’s Incorporated v. Columbia Broadcasting System. 

Copyright—Burlesque of a substantia] Portion of a copyrighted dramatic Work 
is not a fair Use. (Rocky Mountain Law Review, v. 28, no. 1, December 1955, 
pp. 134-138). 

Rivera Watch Corp., Ex parte. 

Trademarks—Registration of Marks which are primarily merely surnames. 

(George Washington Law Review, v. 24, no. 3, January 1956, pp. 368-372). 


RECENT PUBLICATIONS 


Adams, Walter and Horace M. Gray 

Monopoly in America; the Government as Promoter. New York, Macmillan Co., 
1955. Pp. 221. Price per copy $3.50. 
Carter, Chauncey P. 

Symbolist Citations to the 1946 Trademark Act. 6th edition, Supplement. Washing- 
ton 5, D. C., 3088 Forty-fourth St. Price for the Supplement $10.00. 
Maurer, Herrymon 

Great Enterprise. Growth and Behavior of the big Corporation. New York, 
Maemillan Co., 1955. Pp. 303. Price per copy $5.00. 


Practising Law Institute. 
Television Agreements. Two Panel Discussions, edited by David M. Solinger. 
New York, Practising Law Institute, 1956. Pp. 54. Price per copy $3.50. 


* Copies of these articles and legal notes are available in the Association’s library. 
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ELKA TOY & NOVELTY MFG. CORP. v. 
FISHER-PRICE TOYS, INC. 


Nos. 102-175 — D.C., $.D.N.Y. — December 27, 1955 


ComMMON LAW TRADEMARKS—DECLARATORY JUDGMENT—MOTION TO DISMISS 


Complaint alleges controversy between plaintiff’s stuffed toy dog sNoopy and 
defendant’s mechanical toy dog SNOOPY SNIFFER and that defendant threatens suit, 
but since no registered trademarks are involved and there is no diversity of citizen- 
ship between the parties, court lacks jurisdiction to conisder a controversy relating 
to common law trademarks. Action for declaratory judgment does not create juris- 


diction since statute provides that a Federal Court may enter a declaratory judg- 
ment only “in a case of actual controversy within its jurisdiction.” Therefore the 


complaint is dismissed. 

Action by Elka Toy & Novelty Mfg. Corp. v. Fisher-Price Toys, Inc., 
for declaratory judgment as to rights in trademark. Defendant moves to 
dismiss complaint. Motion granted. 

Harry Price, of New York, N. Y., for plaintiff. 


Kenyon & Kenyon (George T. Bean, Francis T. Carr, and Hugh A. 
Chapin of counsel) of New York, N. Y., for defendant. 


Dawson, District Judge. 


This motion raises the issue as to whether this Court has jurisdiction 
to consider an action for declaratory judgment involving the rights of the 
parties in an alleged common law trademark, not registered under the Fed- 
eral trademark laws. There is no diversity of citizenship between the 
parties. 

The motion is one brought under Rule 12(b) of the Rules of Civil 
Procedure to dismiss the complaint for lack of jurisdiction. The complaint 
alleges that there is a controversy between the parties, each of which is a 
toy manufacturer, in respect of plaintiff’s stuffed toy dog called sNoopy 
and defendant’s mechanical toy dog known as SNOOPY SNIFFER. The com- 
plaint alleges that: 

“In spite of the clear differences between plaintiff’s merchandise 
and defendant’s merchandise, * * * defendant nevertheless has threat- 
ened and is threatening plaintiff with suit and litigation and is charg- 
ing and alleging that plaintiff’s stuffed toy trespasses upon defend- 
ant’s exclusive rights upon its mechanical toy.” 

The complaint asks for judgment declaring that: 

“(a) its sNoopy toy is free and clear of any and all claims or 


Defendant based upon any patent, copyright or registered trademarks 
which it may own or possess ; 
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(b) declaring that Plaintiff’s copyright upon its snoopy stuffed 
toy is valid and owned by Plaintiff ; 

(ec) enjoining and restraining Defendant and all those acting for 
and in its behalf from further harassing and threatening Plaintiff or 
any one acting in behalf of Plaintiff with a threat of infringement of 
patents, copyrights or registered trademark; 

(d) and for such other relief as may seem just and proper in the 
premises, together with costs, disbursements and counsel fees.” 

The defendant, in its moving papers, states, in an affidavit by its Vice 
President : 
“The defendant has made no claim, directly or indirectly, that the 
plaintiff has ever infringed any of the patents owned by the defendant, 
expired or unexpired. The defendant has made no claim, directly or 
indirectly, that the plaintiff has ever infringed any copyright(s) 
owned by the defendant. 
The defendant has asserted, without contradiction, that it has no regis- 


tered United States trademarks. 
The defendant has contended that it has a common law trademark on 


SNOOPY and SNOOPY SNIFFER for toy animals. It states that these are not 
trademarks registered in the United States Trademark Office. 


Subsequent to the institution of the present action, defendant started 
suit against the plaintiff in the New York Supreme Court, charging that 
Elka Toy & Novelty Mfg. Corp. was infringing upon its trademark and 
guilty of unfair competition. 


Plaintiff, in seeking to establish in the present action that there is an 
actual controversy between the parties, relies solely upon a footnote which 
appears upon defendant’s catalog advertising its toys, which states: 

“Our numerous original and exclusive actions and designs are fully 

eovered by patents and copyrights. Infringers, copyists and design 

pirates will be prosecuted to the full extent of the law.” 
There is no indication that this statement applies to the toy dog involved in 
this action, and in view of the unequivocal statement of defendant that this 
toy dog is not protected by any patent, copyright, or registered trademark, 
the Court must conclude that this footnote is not an indication as to a con- 
troversy between the parties in those fields. 

Since this motion to dismiss is one for failure to state a claim upon 
which relief can be granted, and since matters outside the pleadings have 
been presented to, and considered by the Court, the motion has been treated 
by the Court as one for summary judgment, in accordance with the provi- 
sions of Rule 12(b). This was announced on the argument of the motion, 
and the parties have been given reasonable opportunity to present all ma- 
terial made pertinent to such a motion by Rule 56. No other facts have 
been adduced by the plaintiff to show any controversy between the parties. 

Upon consideration of all material presented, this Court finds that the 
following facts appear: 


(1) No controversy exists between the plaintiff and defendant as 
to patent rights to the toy involved in the action. 
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(2) No controversy exists between the plaintiff and defendant as 
to copyright on the toy involved in the action. 

(3) No controversy exists between the plaintiff and defendant as 
to any trademark, registered under the laws of the United States, re- 
lating to the toy involved in the action. 

(4) A econtrovery does exist between the plaintiff and defend- 
ant as to whether defendant has a valid common law trademark on 
SNOOPY and SNOOPY SNIFFER applied to toys such as are involved in 
this action. An action raising this question is now pending in the 
Supreme Court of the State of New York. 

(5) No diversity of citizenship exists between the parties. 

The jurisdiction of the Federal Courts in trademark matters, where 
there is no diversity of citizenship, is limited to suits respecting trademarks 
registered in accordance with the Federal law. 28 U.S.C. § 1338; 15 U.S.C. 
§ 1121; see Nims, “Unfair Competition and Trademarks” (4th Ed.) §§ 241, 
311. 

Lacking Federal registration of any trademark, and in the absence of 
diversity of citizenship, this Court has no jurisdiction to consider a con- 
troversy relating to trademarks. Kaplan v. Helenhart Novelty Corp., 182 
F.2d 311, at 312 85 USPQ 285, 286 (C.A. 2, 1950) ; Hunyadi Janos Corp. 
v. Stoeger, 10 F.2d 26 (15 TMR 511) (C.A. 2, 1925); Magic Foam Sales 
Corp. v. Mystic Foam Corp., 167 F.2d 88, 77 USPQ 66 (38 TMR 550) 
(C.A. 6, 1948). 

Nor does the fact that this action is framed for declaratory judgment 
confer any greater jurisdiction. The Declaratory Judgment Statute does 
not create any new rights; it merely provides a forum wherein a remedy 
may be obtained in a case in which the Court otherwise would have juris- 
diction. The Statute makes it clear that a Federal Court may enter a 
declaratory judgment only “in a case of actual controversy within its juris- 
diction.” 28 U.S.C. § 2201. 

Unless the controversy is one over which a Federal Court would have 
jurisdiction initially, it cannot acquire jurisdiction by the Declaratory 
Judgment Statute. Wells v. Universal Pictures Corp., 64 F.Supp. 852, 
67 USPQ 340 (D.C.N.Y., 1945), aff'd 166 F.2d 690, 77 USPQ 1 (C.A. 
2, 1948) ; Magic Foam Sales Corp. v. Mystic Foam Corp., supra. 

Since there would be jurisdiction over this controversy in the State 
Courts, and since an action involving that controversy is now pending, 
there would be no reason to try to stretch the jurisdiction of this Court to 
encompass an action which does not belong in it. To do so would violate 
that principle of judicial husbandry enunciated by Judge Woolsey that, if 
jurisdictionally permissible, two causes should never be allowed to grow 
where at first there was but one. Corning Glass Works v. Pasmantier, 30 
F.Supp. 477, at 480, 44 USPQ 205, 208 (30 TMR 137) (D.C.N.Y., 1939). 

I conclude that this action is one of which this Court does not have 
jurisdiction. The complaint is dismissed. 

So ordered. 








Vol. 46 T. M. R. ARTYPE, INC. v. ZAPPULLA 


ARTYPE, INCORPORATED v. ZAPPULLA, doing business as 
ART-TYPE SERVICE 


No. 110 — C.A. 2 — January 3, 1956 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OF GOODS 


UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Suit for trademark infringement of word ARTYPE used on sheets of acetate 
containing letters and symbols used in preparing advertising matter and for unfair 
competition. Defendant uses VARI-TYPE machines to reproduce letters and symbols 
for same purpose. Defendant does business under name ART-TYPE and some confusion 
has resulted. District Court held plaintiff’s mark invalid because of descriptiveness. 
Defendant stipulated that plaintiff’s mark was valid and hence can not insist upon 
affirmance of ruling that it was invalid. ARTYPE does not so completely describe 
the acetate sheets as to be incapable of indicating plaintiff as source. A term is 
not descriptive if it does not describe the goods to which it is affixed although 
it would be “descriptive” if affixed to other goods. Law of New York controls 
and would protect mark ARTYPE regardless of secondary meaning. While adoption of 
mark by defendant was innocent he insisted upon continuing to use the mark after 
demand of plaintiff. Plaintiff entitled to judgment on claim for unfair competition. 
Action by Artype, Incorporated v. Joseph Zappulla, doing business 
as Art-Type Service for trademark infringement and unfair competition. 
Plaintiff appeals from judgment of District Court for Southern District 
of New York dismissing complaint. Reversed. 


Case below reported at 45 TMR 191. 
I. Irving Silverman, of Chicago, Illinois, for appellant. 
Rosario Ingargiola, of Brooklyn, N. Y., for appellee. 
Before Hanp, FRANK and Mepra, Circuit Judges. 
Hanp, Circuit Judge. 


The complaint in this case was upon two claims for relief: one, for the 
infringement of Registered Trademark No. 509850; the other, for unfair 
competition. The trademark was the word, artTyPE, “when used upon let- 
ters, symbols, marks, insignia, and similar matter capable of conveying 
intelligence, applied by various reproducing processes to transparent self- 
adhering sheets adapted to be cut up for application of desired portions 
of said matter to various advertising.” The claim for relief for unfair com- 
petition was based on the “plaintiff’s common law rights in its trademark 
and trade name * * * and unfair competition with the plaintiff and agents 
of the plaintiff.” The facts, as developed on the trial and as found in the 
judge’s opinion, were in substance as follows: The plaintiff is a corpora- 
tion, organized under the laws of the State of Illinois, the defendant is a 
citizen of New York and the controversy is alleged to involve more than 
$3,000. Beginning in December, 1944, the plaintiff has made and sold a 
transparent acetate sheet, containing about 800 different samples of letters 
of the alphabet, numbers and various symbols in different sizes and types. 
It attempts to offer virtually all possible forms of words, letters, diagrams 
and signs that may be used in preparing advertising matter. The buyer 



















THE TRADEMARK REPORTER Vol. 46 T. M. R. 





422 


cuts from the sheet such letters or symbols as he may wish and makes his 
copy out of them, pasting them on to a sheet of his own by means of an 
adhesive on the back of the acetate sheet. When the copy is complete, he 
photographs it and reproduces it in quantity by any one of a number of 
well-known methods. The plaintiff has customers in this state and else- 
where; it does business under its trademark ARTYPE. 

The defendant is a small dealer doing business in the city of New York. 
He owns two typewriting machines of a peculiar kind, called vari-TyPe, that 
enable him to prepare copy for advertisements in varying designs of type. 
His customers send to him their copy to be reproduced, and select the type 
whose design they prefer from among those that the machines provide. Any 
symbol that these do not have the defendant buys from another company 
called FOTOTYPE, a competitor of the plaintiff. The copy so prepared the 
defendant sells to the customer, who reproduces it in any of the ways that 
the plaintiff’s customers reproduce the copy that they make up out of the 
acetate sheets. The defendant does his business under the name, ART-TYPE; 
the plaintiff distributes its goods in the east through a subsidiary, TRANS- 
ART, INC. The defendant’s use of ART-TYPE, has resulted in some confusion: 
that is, two or three times a week he gets a call from prospective customers 
of the plaintiff, inquiring whether he sells artype. To this he always an- 
swers that he does not sell that product; and that, if they want to buy it, 
they should call Trans-art. The plaintiff has asked him to discontinue the 
use of his mark, but he has refused. Upon the trial he stipulated that the 
trademark was “valid and subsisting * * * and in operation.” The judge 
nevertheless declared the trademark invalid, because it was descriptive, 
and denied any relief on the charge of unfair competition for the same 
reason. 

First, as to the claim for relief, based upon the registered trademark. 
In view of the defendant’s stipulation that the mark was valid, he is in no 
position to insist upon an affirmance of the judgment that it is not, nor do 
we think that, in analogy with what the Supreme Court has sometimes said 
in the case of a patent, we are called upon to pass upon the issue on our 
own initiative. A trademark is indeed often spoken of as a monopoly; but 
in fact it is only part of the protection of the owner’s business from diver- 
sion to others by means of deceit. It will be enough if we refuse to enter a 
judgment based upon the defendant’s concession, and reverse the judgment, 
dismissing the complaint on the first claim without prejudice. This we 
may do because, as will appear, we hold that the plaintiff is entitled to an 
injunction on the second claim, determined by the same considerations as 
would condition any injunction on the first. This disposition of the first 
claim is, moreover, not a mere matter of form, because the supposed in- 
fringement happened in New York, and the law of that state alone is 
relevant to a decision of the second claim, which is not the case of the 
first claim, based as it is upon a registered mark. 

Coming then to the second claim, the question is whether under the 
law of New York arTyYPE is such a mark as will protect the plaintiff from 
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the defendant’s use of ART-TYPE as unfair competition. The answer turns 
upon whether ARTYPE is so exclusively “descriptive” of the plaintiff’s 
acetate sheets that it does not indicate the plaintiff as their source. We 
think that it is not. A good deal could be said for the opposite conclu- 
sion, if the 800 letters and symbols on the sheet had been selected with the 
purpose of pleasing the taste of the buyers, or of those who might read their 
advertisements. Perhaps the plaintiff may have chosen some of what it put 
on the sheets because of such an “artistic” appeal, but that cannot apply 
to the sheets as wholes, for much, if not most, of their contents was com- 
piled for purely utilitarian reasons. Certainly the record does not show 
that the sheets can properly be described as “art” sheets. In all actions for 
unfair competition the controlling consideration is whether the second- 
comer’s name, mark or make-up is close enough to the first-comer’s to make 
it likely that those who deal with the first will understand that the first 
is the source of goods in fact emanating from the second. Completely “de- 
scriptive” marks do not ordinarily indicate the source of the goods, but at 
times they may come to do so, and when they do, they get that “secondary 
meaning” which will protect them. Conversely, no care or expense designed 
to preserve a mark, originally valid, will protect it, if it has in fact come 
to be only descriptive. On the other hand a mark is not “descriptive,” 
though it contains only descriptive syllables, if, taken as a whole, it does not 
describe the goods to which it is affixed, though it would be “descriptive,” 
if affixed to other goods. This is altogether aside from any “secondary mean- 
ing” that it might acquire. 

The law of New York has gone to great lengths to protect marks of this 
last sort. The leading case is Selchow v. Baker, 93 N.Y. 59, in which the 
plaintiffs called certain puzzles that it sold SLICED ANIMALS, SLICED BIRDS 
and SLICED oBJECTS. The defendant argued that these were words of de- 
scription, because the games consisted of pictures of some animal, bird, or 
other object, pasted upon a board, and sawed into a number of irregularly 
shaped pieces—the puzzle being to fit the pieces together into the original 
picture. Indeed it was true that, though affixed to such goods, it was 
somewhat “descriptive”; but the court held that it was not “descriptive” 
enough; and the opinion closed with the following words (pp. 68, 69): 
“where a manufacturer has invented a new name consisting of a new word, 
or a word or words in common use, which he has applied for the first time 
to his own manufacture or to an article manufactured for him, to distin- 
guish it from those manufactured and sold by others, and the name thus 
adopted is not generic or descriptive of the article, its qualities, ingredients 
or characteristics, but is arbitrary or fanciful and is not merely to denote 
grade or quality, he is entitled to be protected in the use of that name, not- 


1. Dupont Cellophane Co. v. Waxed Products Co., 85 F.2d 75, 30 USPQ 332, 24 
TMR 187 (C.A. 2); Dixie Rose Nursery v. Coe, 131 F.2d 446, 55 USPQ 315, 33 TMR 
12 (C.A. D.C.) ; Q-Tips v. Johnson & Johnson, 206 F.2d 144, 98 USPQ 86, 44 TMR 39 
(C.A. 3); American Chicle Co. v. Topps Chewing Gum Co., 208 F.2d 560, 562, 99 
USPQ 362, 364, 44 TMR 414 (C.A. 2). 
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withstanding that it has become so generally known that it has been adopted 
by the public as the ordinary appelation of the article.” In Mainzer v. 
Gruberth, 237 App. Div. 89, aff’d without opinion, 262 N.Y. 484, the plain- 
tiff made “a product for use by bakers as a covering for fruit tarts,” and 
sold it under the name, aPRICOATING. This the defendant imitated by using 
the term APRICOT COATING as the name for a similar coating for pies or tarts. 
The lower court had enjoined the defendant from continuing to use his 
make-up, which was plainly a plagarism,—but it had refused to enjoin his 
use of the name APRICOATING, and the plaintiff appealed from the judgment. 
The Appellate Division by a divided court reversed it and granted an in- 
junction, because it thought this necessary (p. 94) “to prevent further 
injury, since the continued use by defendant of the words APRICOT COATING 
will destroy or render useless the plaintiff’s trademark APRICOATING”; and 
the Court of Appeals affirmed without opinion. Since there was no pre- 
tence that the coating itself had anything to do with apricots, and since 
the mark was applied to the same coating whether it covered one kind of 
fruit or another, the only possible ground for supporting the term as a 
mark was that, “descriptive” as it might be if confined to apricot tarts, it 
was not “descriptive,” when applied generally. In Waterman v. Shipman, 
130 N.Y. 301, the word, “Ideal,” was protected in obedience to Selchow v. 
Baker, supra, 93 N.Y. 67, though it might indeed seem to have been no 
more than an encomium of Waterman pens; and perhaps it cannot stand 
anyway after Cooke & Cobb v. Miller, 169 N.Y. 475. On the other hand 
Keasbey v. Brooklyn Chemical Works, 142 N.Y. 467, certainly went fur- 
ther than we need go in the case at bar, when it held that BROMO-CAFFEINE 
was a good mark. The lower courts have applied the same doctrine.? For 
the foregoing reasons we think that the New York courts would protect the 
mark, ARTYPE; regardless of the fact that on this record we could not say 
that it had ever acquired any “secondary meaning.” 

It is true that the defendant denies that he has infringed the mark, 
and it is also true that he adopted his name innocently. Nevertheless, it 
is an adopted, not a given name, and it constantly causes confusion; pros- 
pective customers of the plaintiff assume that he is connected with the sale 
of ARTYPE sheets, although he has been commendably solicitous to correct 
their mistake and to direct them to the plaintiff’s eastern representative. 
The situation entitled the plaintiff to some relief when the defendant in- 
sisted upon continuing to use the mark after he had learned that it was an 
infringement. Whether that relief should be so drastic as unconditionally 
to forbid the defendant to use his adopted name we will not say. As always, 
a court of equity will shape the remedy so as to do as little injury to the 
defendant as is necessary in order to insure adequate protection to the 
plaintiff. These considerations were necessarily irrelevant upon the trial, 
once the judge decided that the mark was only “descriptive” and should 


2. Smith v. Sizbury, 25 Hun 233; Baily v. Nashawannuck Mfg. Co., 10 N.Y. Supp. 
224; Stern v. Barrett Chemical Co., 29 Mise. 609 (App.T.) 
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not be protected at all. The record before us is much too meager to allow 
us to frame a proper judgment; and, besides, in the first instance that is 
the duty of the district court. The case must go back for a new trial, pro- 
vided the parties cannot agree upon the proper form of judgment. 


Judgment will be reversed upon the claim for infringement of the 
reyistered mark and the claim will be dismissed without prejudice, as moot. 


Judgment will be reversed upon the claim for unfair competition, and 
the claim will be remanded for further proceedings in accordance with the 
foregoing opinion. 


OLD CHARTER DISTILLERY CO. v. 
CONTINENTAL DISTILLING CORPORATION 


No. 1386 — D.C. Delaware — January 6, 1956 
REGISTRATION PROCEDURE—APPEALS—R.S. 4915 


REGISTRATION PROCEDURE—APPEALS—CourT OF CUSTOMS & PATENT APPEALS 

Final judgment in R.S. 4915 proceeding is such as will constitute res judicata 
and be binding on Patent Office. 

R.S. 4915 proceeding was contemplated by Congress as alternative to admin- 
istrative remedy of appeal to Court of Customs & Patent Appeals and not merely 
another of two administrative remedies. 

That final decision in action under R.S. 4915 is final judicial judgment may be 
shown by fact that such judgment is reviewable by Supreme Court, while alternative 
administrative remedy of appeal to Court of Customs & Patent Appeals is not soe 
appealable. 

REGISTRATION PROCEDURE—APPEALS—R.S. 4915 

Principles of res judicata or cognate principles of collateral estoppel are 

applicable to R.S. 4915 proceeding. 
REGISTRATION PROCEDURE—APPEALS—R.S. 4915 

Judgment in R.S. 4915 suit is not res judicata as to every matter that could 
have been properly litigated but only as to matters which were actually decided 

Actual use of trademark is criterion on which ownership of that mark is based, 
and first to use trademark is owner in absence of qualifying factors. 

CANCELLATION—PLEADING AND PRACTICE 


CANCELLATION—APPEALS—R.S. 4915 
Cancellation petitioner, in R.S. 4915 proceeding by registrant, could have proved 
regularity of title and priority of its own mark, or could attack regularity and 
legality of title of its adversary; petitioner chose latter course; judgment for 
registrant is res judicata since final decision was that registrant’s mark was in use 
prior to use of petitioner’s mark. 
REGISTRATION PROCEDURE—APPLICATION 
Applicant for registration of trademark must aver inter alia that trademark is 
used in commerce at time of application. 


Action by Old Charter Distillery Co. v. Continental Distilling Corpo- 


ration for trademark infringement and cancellation of trademark regis- 
tration. Res judicata found. 
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See also: 34 TMR 74, 35 TMR 159, 38 TMR 80, 41 TMR 34, 44 

TMR 1084. 

Aaron Finger and Richards, Layton & Finger, of Wilmington, Delaware, 
and Charles Pickett, Janet C. Brown, and Chadbourne, Parke, White- 
side, Wolff & Brophy, of New York, N. Y., for plaintiff. 


James R. Morford, Ernest 8. Wilson, and Morford & Bennethum, of Wil- 

mington, Delaware, for defendant. 

RopneEy, District Judge. 

This is an action brought under the Lanham Act’ by the distillers of 
OLD CHARTER bourbon whiskey against the distillers of CHARTER OAK bour- 
bon whiskey. The action seeks (1) an injunction against the use of the 
trademark CHARTER OAK because it infringes the trademark OLD CHARTER 
owned by the plaintiff; (2) damages because of the infringement; (3) 
cancellation of the CHARTER OAK registration, and (4) other proper relief. 


The parties to the present action have been involved in protracted 
litigation concerning the two trademarks, both in the Patent Office, and, 
of particular note in the present controversy, in the United States District 
Court for the District of Columbia and in the Court of Appeals, District 
of Columbia Circuit.?, Because the plaintiff herein relies on the District 
of Columbia proceedings as determinative of certain issues germane to the 
disposition of the present action and this contention is controverted by the 
defendant, this Court ordered a separate trial to determine what issues, 
if any, were res judicata by reason of the District of Columbia proceed- 
ings.® 

The facts, so far as material, are as follows. The defendant, Conti- 
nental Distilling Corporation, registered the trademark CHARTER OAK on 
March 13, 1934. The plaintiff registered its trademark OLD CHARTER in 
1935. The plaintiff, claiming prior use of the trademark oLD CHARTER, in- 
stituted proceedings to cancel defendant’s CHARTER OAK registration but 
dismissed the action without prejudice. Defendant then instituted cancel- 
lation proceedings No. 3663 in the Patent Office against the plaintiff’s trade- 
mark OLD CHARTER. This proceeding was sustained by the Acting Examiner 
of Interferences and approved by the First Assistant Commissioner of 
Patents and the plaintiff’s trademark OLD CHARTER was ordered cancelled, 
58 USPQ 490 (34 TMR 74). 

The present plaintiff then brought a suit in Equity pursuant to old 
R.S. § 4915‘ in the District Court for the District of Columbia, praying 


1. 15 U.S.C. § 1051-1127. 

2. Old Charter Distillery Co. v. Ooms, 73 F.Supp. 539, 75 USPQ 280 (38 TMR 80) 
and Continental Distilling Corp. v. Old Charter Distillery Co., 188 F.2d 614, 87 USPQ 
365 (41 TMR 34). 

3. While res judicata in its narrowest sense is not here involved because, while the 
parties are the same, the causes of action are different, yet the term res judicata is here 
used as descriptive of the several variations of the principle. See note in 88 A.L.R. 574; 
56 Harvard Law Review 1. 

4. Now 35 U.S.C. $$ 145, 146. 
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that the registration of the trademark OLD CHARTER be not cancelled.® 


The District Court decided for the plaintiff that the registration of 
OLD CHARTER be not cancelled® and the Court of Appeals, District of 
Columbia Circuit, affirmed.’ 

The defendant in the present suit denies that the prior decision can 
be res judicata of anything in issue in this case and for these reasons: 

1. Because an action under R.S. § 4915 is in the nature of an 
administrative proceeding in which there is rendered no such final 
judicial judgment as is requisite for the application of res judicata. 

2. Because the Court in the District of Columbia proceedings 
had no proper jurisdiction of the parties. 

3. Because nothing actually decided in the prior action is germane 
to the present controversy. 

The questions will be considered in order. 


I. Basically, the contention of the defendant that the decision of the 
District Court for the District of Columbia in Old Charter Distillery Co. 
v. Ooms, 73 F. Supp. 539, 75 USPQ 280 (38 TMR 80), in a § 4915 pro- 
ceeding is not a final judicial judgment is founded on the language of the 
statute; to wit, that the decision of the Court in the § 4915 proceeding 
“Shall authorize the Commissioner to issue such patent on the applicant 
filing a copy of the adjudication and otherwise complying with the re- 
quirements of law.’* The defendant contends that the Commissioner is 
merely “authorized” to take the stipulated action, but that he need not 
regard the § 4915 proceeding as controlling. And thus, it is contended, 
there is no such final judgment as will constitute res judicata. Defendant 
cites Hoover v. Coe, 325 U.S. 79, 65 USPQ 180, as his strongest support 
for this proposition, and, as such, the case must be critically examined. 


The cited case dealt with an entirely different issue and mentioned the 
binding effect of a § 4915 proceeding only while discussing the history of 
the review established by Congress for the Patent Office’s decisions. That 
history seems rather to support the view that a § 4915 decision is a final 
judicial judgment. 

In the Hoover case, supra, the District Court, in a § 4915 proceeding, 
affirmed, on the merits, the Patent Office’s finding that the asserted claims 
did not read on the disclosure of the prospective patentee, and dismissed 
the action. The Circuit Court affirmed the dismissal, without considering 
the merits, on the ground that no appeal under § 4915 was proper when 
the sole issue was whether the claims read on the disclosure, because in 
no such case could the claim under the § 4915 proceeding be determinative 
of the issuance of a patent. 


5. A similar suit was instituted in Delaware between the same parties but was sub- 
sequently stayed and then dismissed by the plaintiff. 

6. Old Charter v. Ooms, 73 F.Supp. 539, 75 USPQ 280 (38 TMR 80). 

7. Continental Distilling Corp. v. Old Charter Distillery Co., 188 F.2d 614, 87 
USPQ 365 (41 TMR 34). 

8. These provisions concerning patents are applicable to trademarks. See Baldwin 
Co. v. Robertson, 265 U.S. 168, 177 (11 TMR 159). See also 15 U.S.C. § 1071. 
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The Supreme Court reversed, and considered at length the legislative 
history of the alternative remedies provided for an applicant dissatisfied 
in Patent Office proceedings. The Supreme Court held that the history of 
legislation on the subject plainly indicated the Congressional intent that 
a § 4915 proceeding be a true alternative remedy to a proceeding before 
the Court of Customs and Patent Appeals, regardless of whether all pos- 
sible questions as to the right of the applicant would be therein resolved. 
The Supreme Court in the Hoover case, supra, expressly recognized that 
a § 4915 decision was not a final judgment as to the actual issuance of 
the patent, but that holding lends no logical support to defendant’s asser- 
tion that there is no finality to the judgment on matters properly before 
the Court. It also seems clear from reading the Hoover opinion, supra, that 
regular judicial proceeding by bill in equity was contemplated by Congress 
as an alternative to an administrative remedy and not merely another of 
two administrative remedies.® 


The defendant’s contention that a § 4915 proceeding has no binding 
effect on the Commissioner of Patents does not seem to be supported by 
the authorities. In Gandy v. Marble, 122 U.S. 482, it is said: 

“The decision of the Court on a bill in equity [under § 4915] 
becomes equally with the judgment of the Supreme Court of the Dis- 
triet of Columbia in a direct appeal under § 4911, the decision of 
the Patent Office, and is to govern the action of the Commissioner.”’?° 


A decision in a § 4915 proceeding is recognized by the Commissioner 
of Patents as binding upon the Patent Office.” 

That a final decision in an equitable action under § 4915 is a final 
judicial judgment may also be shown by the fact that such judgment is 
reviewable by the Supreme Court as in Hoover v. Coe, supra, while the 
alternative administrative remedy is not so appealable. 

I am, therefore, of the opinion that the principles of res judicata or 
the cognate principles of collateral estoppel are applicable to a proceed- 
ing known as a See. 4915 proceeding. 

II. Defendant’s second contention is that the District Court for the 
District of Columbia could not have rendered, in any event, a binding 
judgment because it has no jurisdiction of Continental Distilling Corpo- 
ration. This same lack of jurisdiction was urged before the District of 
Columbia District Court on motion before trial, again at trial, and subse- 
quently on appeal of the case, and upon each consideration the Court’s 


9. The defendafft also relies on the Radtke litigation, 11 USPQ 168; 30 F. Supp. 
83, 48 USPQ 178; 122 F.2d 937, 50 USPQ 316. These cases have been examined but 
add no material elements and their length precludes more extensive citation. 

10. See also application of Prutton, 204 F.2d 291, 97 USPQ 447; Cleveland Trust 
Co. v. Nelson, 51 F.2d 276, 10 USPQ 58. To the same effect, McNamara v. Powell 
Muffler Co., Inc. 38 F.Supp. 180, 49 USPQ 700. Through the precise holding that a 
§ 4915 judgment was res judicata on the validity of the patent was questioned in Zalkind 
v. Scheinman, 80 F.Supp. 299, 77 USPQ 349, there was no doubt voiced as to the res 
judicata effect of a § 4915 decision on questions actually necessary to the decision. 

11. Nion Corp. v. Burroughs-Welicome and Co., 68 USPQ 113 (36 TMR 66). 
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jurisdiction was upheld. This prior determination of the jurisdictional 
argument precludes its further consideration in this Court. The jurisdic- 
tion of the District of Columbia Court is res judicata here and may not 
be collaterally attacked. 

In Stoll v. Gottlieb, 305 U.S. 165, 172 it is said: 

“After a federal court has decided the question of jurisdiction 
over the parties as a contested issue, the Court in which the plea of 
res judicata is made has not the power to inquire again into that juris- 
dictional fact.” See also Restatement “Judgments,” See. 9, and William 
Whitman Co. v. Universal Oil Products Co., 92 F.Supp. 885, 889, 86 
USPQ 434, 437. 

I am of the opinion that neither of the foregoing grounds suggested 
by the defendant prevents the application of res judicata, and it will, 
therefore, be necessary to ascertain to what issues those principles here 


apply. 

III. The final consideration is what issues in the present case are 
res judicata by reason of the former decisions. 

In Southern Pacific R.R. v. United States,” it is said: 

“The general principle announced in numerous cases is that a 
right, question or fact distinctly put in issue and directly determined 
by a court of competent jurisdiction, as a ground of recovery, cannot 
be disputed in a subsequent suit between the same parties or their 
privies; and even if the second suit is for a different cause of action, 
the right, question or fact once so determined must, as between the 
same parties or their privies, be taken as conclusively established, so 
long as the judgment in the first suit remains unmodified. This general 
rule is demanded by the very object for which civil courts have been 
established, which is to secure the peace and repose of society by the 
settlement of matters capable of judicial determination * * *.” 

In this case, it will be noted, that the parties are the same as in the 
prior litigation. The causes of action, I apprehend, are not the same in 
the two proceedings so that it is not every matter that could have been 
properly litigated in the former proceeding that is res judicata here but 
only those matters which were actually litigated and decided.'* With 
these views in mind we must examine the District of Columbia litigation. 

As above noted, Continental’s trademark CHARTER OAK was registered 
before the present plaintiff’s oLD CHARTER. In compliance with the statu- 
tory provisions then in foree, Continental instituted cancellation proceed- 
ings seeking the cancellation of the registration of OLD CHARTER. The pres- 
ent plaintiff, though the junior registrant, resisted the cancellation on 
the ground that its trademark was prior in use to CHARTER OAK, relying, 
inter alia, on the assignments in 1933-37 to it of the OLD CHARTER trade- 
mark, which it alleged had been in continuous use by its predecessors and 


12. 168 U.S. 1, 48; see also Oklahoma v. Texas, 256 U.S. 70, 85; Restatement 


“Judgments”, Sec. 68. 
13. Cromwell v. County of Sac., 94 U.S. 351; Restatement “Judgments”, Sec. 68. 
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itself since 1874, excepting the prohibition era.* The issue of priority was 
thus joined; it was in effect, the only issue litigated in each separate pro- 
ceeding, and it formed the basis for decision in each tribunal that heard the 
ease. The Patent Office, in the cancellation proceedings, held that plaintiff 
herein (defendant there) did not take a valid assignment of the oLD CHARTER 
trademark and thus there was no continuous chain of title.5 oLD CHARTER, 
therefore, was held to be entitled only to its registration date, later than 
that of CHARTER OAK, and, consequently, was adjudged to be cancelled. 
Old Charter Distillery Co. thereupon, as a dissatisfied party, instituted 
the § 4915 suit in the District Court for the District of Columbia. 

OLD CHARTER’S complaint in the District of Columbia § 4915 proceed- 
ing alleged its priority thus: 

“For more than forty years prior to the first claimed use of 
CHARTER OAK by said Continental Distilling Corporation, the plaintiff 
and its predecessors in title to the aforesaid trademark OLD CHARTER 
for whiskey and in and to the business and good-will of said trade- 
mark, used said trademark oLD CHARTER in and throughout the United 
States of America, where the sale of whiskey was legal.” 

Defendant specifically denied these allegations. 

The attorney for Continental, in his opening statement, indicating to 
the District Judge the nature of the contentions regarding the trademark 
said: 

“* * * T am willing to concede this much, that if plaintiff can 
show that prior to the adoption and use of our mark, that is, prior to 
our application date, which was November 22, 1933, if prior to Novem- 
ber 22, 1933, and through predecessor of plaintiff, to which it truly 
succeeded, it had made a trademark use and that trademark use was 
continuous and they truly inherited it by proper, good transferences, 
et cetera, they prevail.” 

In deciding that oLD CHARTER should not be cancelled, the District 
Judge characterized the suit as a “controversy * * * as to which of the 
two parties has the prior right to a whiskey trademark embracing the word 
CHARTER,” 73 F.Supp. 539, 541, 75 USPQ 280, 281 (38 TMR 80). 

The Judge reached the following conclusion of law: 

“The grant of Registration No. 311,038 on March 13, 1934 for 
CHARTER OAK does not invalidate Registration No. 321,823 granted on 
February 19, 1935 for oLpD CHARTER, because plaintiff has a priority 
date of 1874 in the use of OLD CHARTER, as the result of use of OLD 
CHARTER by plaintiff and its predecessors in title and business begin- 
ning in 1874.” 

From a consideration of the pleadings, the evidence submitted, and 
the decisions by the District Judge and by Appellate Court, it seems clear 
that the question “should oLD CHARTER be cancelled?” directly and entirely 





14. Actual use of a trademark is the criterion on which ownership of that mark is 
based; the first to use a trademark is the owner, in the absence of qualifying factors. 
“The exclusive right to the use of the mark or device claimed as a trademark is founded 
on priority of appropriation; that is to say, the claimant of the trademark must have 
been the first to use or employ the same on like articles of production.” Columbia Mills 
v. Alcorn, 150 U.S. 460, 463-464. 

15. The District of Columbia opinion sets out the reasoning of the Patent Office in 
detail—73 F.Supp. 539, 75 USPQ 280, (38 TMR 80). 
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depended on whether the trademark was in use by the plaintiff and its 
predecessors prior to the use of the trademark CHARTER OAK by the de- 
fendant. The Court had no reason to consider or decide the validity of 
the 1933-37 assignments by which the plaintiff claimed title except as such 
matters were related to the question of priority of use and, indeed, the 
priority of continuous use could not be determined without consideration 
of the assignments to the plaintiff. 

Defendant insists the only issue raised and litigated was plaintiff's 
right, under the assignments of 1933-37, to claim that the prior use of 
OLD CHARTER was by its predecessors in title to the trademark.*® 

The defendant now contends that it is entitled to show the chain of 
title of CHARTER OAK, to which it contends it has lawfully succeeded, and 
which chain of title the defendant now claims would show its priority over 
OLD CHARTER. 

In the § 4915 proceedings in the District Court, the present plaintiff 
OLD CHARTER attempted to show the invalidity of the registration of its 
adversary CHARTER OAK. This offer was upon the basis that even if the 
plaintiff oLD CHARTER failed to show the complete and continuous chain of 
title and use in itself yet still the use of the trademark OLD CHARTER was 
in the hands of someone and the subsequent adoption of the trademark 
CHARTER OAK when there was in use a trademark OLD CHARTER, regardless 
of who owned it, was invalid. 

The Court held that validity of the registration by Continental of 
the trademark CHARTER OAK on the questions of lack of adequate use or 
abandonment and apart from the question of priority was not an issue in 
the case. This is shown by the remarks of Court and counsel. The Court 
said: “Isn’t that [question of lack of use or abandonment] involved in 
the question as to whether the plaintiff’s use was older than your [Con- 
tinental’s] use? Getting down to a nut shell, isn’t that the question?” 
Counsel for Continental replied, “That is the question * * *.” There was 
no denial of the proof of CHARTER OAxk’s chain of title on the issue of 
priority for CHARTER OAK at the time claimed only from its application 
date. 

There were, at least, two ways for Continental to litigate the priority 
of the disputed trademarks. It could have proved the regularity of title 
and priority of its own mark, or it could attack the regularity and legality 
of the title of its adversary to the trademark OLD CHARTER. It chose the 
latter. There is no suggestion that in the Appellate Court the present 


16. There is some suggestion that defendant thinks all issues relating to prior use 
of the trademark could be relitigated intimating the existence of a substantial difference 
in the priority of use controlling in a cancellation proceeding, and the concept of priority 
which will entitle a registrant to recover for infringement. There is no contention that 
priority of use is not a proper subject for determination in a cancellation proceeding, 
nor is it disputed that this specific issue as to plaintiff’s right to link his use of the 
trademark to a prior chain of title was controverted and litigated. No authority is cited 
to indicate why this particular issue would be any different, or why it would receive a 
substantially varied consideration in an infringement suit, even though the parties be 
reversed. 
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defendant complained of any action of the District Court except with ref- 
erence to the claims concerning the regularity of the plaintiff’s trademark 
OLD CHARTER. 

This is not, however, the present raising of an unlitigated issue. There 
is a clear distinction between the raising of an unlitigated issue and the 
submission of new evidence on the same issue. The litigation of either 
OLD CHARTER Or CHARTER OAK chain of title was relevant only to a decision 
as to which one was in prior use. 

The Patent Office had held that the assignments for OLD CHARTER were 
improper and that it could claim use only from its later date of regis- 
tration and ordered the registration cancelled. The decisions of the Dis- 
trict Court and Court of Appeals that the assignments were valid and 
that the plaintiff had the right to claim the prior use of OLD CHARTER 
through its predecessors in title could not make the cancellation improper 
except that it proved that oLD CHARTER mark was, according to the evi- 
dence, used prior to CHARTER OAK. That was the question in all phases of 
the previous litigation and any reconsideration by this Court of this same 
question because one party did not present its alternative case or complete 
theory would be in conflict with the principle of res judicata. It has 
been said that “The essence of estoppel by judgment is that there has been 
a judicial determination of a fact, and the question always is, has there 
been such determination, and not upon what evidence or by what means 
was it reached.’ 

Similarly, defendant’s argument that the registration of OLD CHARTER 
in 1935 was fraudulent because of non-use or abandonment by the appli- 
eant for registration™® was also raised in the prior action, and the evidence 
on the point was introduced. The exact disposition of this argument by 
the District Judge is not entirely clear ;’® the Court of Appeals, however, 
expressly rejected it.?° 

I am of the opinion that the ultimate decision in the District of Colum- 
bia suit was that the trademark OLD CHARTER was in use prior to the use 
of CHARTER OAK and that such fact is res judicata in this proceeding. 





17. Last Chance Mining Co. v. Tyler Mining Co., 157 U.S. 683, 691; Pelham Hall 
Co. v. Carney, 27 F.Supp. 388, 391; Oglesby v. Attrill, 20 F. 570. 

18. An applicant for registration of a trademark must aver inter alia that the 
trademark is used in commerce at the time of application. Defendant asserted that 
Bernheim Distilling Co. was not making use of the trademark in 1934. 

19. The trial judge indicated in a colloquy with counsel that he did not consider 
the question of abandonment of or non-use properly in issue, but there is some indication 
that Finding of Fact #44 did dispose of this point. 

“44, Said Bernheim Distilling Company mentioned in Finding No. 4 and the 
plaintiff herein, have not abandoned OLD CHARTER as a trademark for whiskey.” 

20. Continental Distilling Co. v. O. C. Distillery Co., 188 F.2d 614, 620, 87 USPQ 
365, 370 (41 TMR 34). “In addition to its argument of abandonment, the appellant 
urges that the trademark OLD CHARTER should be cancelled on the ground that Bernheim 
Distilling Company obtained registration No. 321823 by fraudulently representing to the 
Commissioner that it had used the mark. This seems to us to be a strained construction 
of the Trademark Act. * * * We now hold use by applicant’s predecessor met the 
requirement of the statute, * * *.” 
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CRUTCHER v. THE CURTIS PUBLISHING COMPANY et al. 
No. 12258 — D.C., E.D. Pennsylvania — January 11, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


YOU BE THE JUDGE is not a valid trademark because it is merely descriptive of 
the content of cartoon strips of historical events, usually a court trial, stating a 
problem and asking the reader to compare his opinion with the court’s decision. 


TRADEMARK AcT oF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
For a name which is merely descriptive to have protection, it must be estab 
lished that name has acquired secondary meaning identifying it with goods. 
Action by Carlile Crutcher v. The Curtis Publishing Company and 
Curtis Circulation Company for trademark infringement. Defendants 
counterclaim for cancellation of trademark registration. Judgment for 
defendants. 
Leonard L. Kalish, of Philadelphia, Pennsylvania, for plaintiff. 
Philip Strubing, of Philadelphia, Pennsylvania, for defendants. 


Grim, District Judge. 

On the basis of an idea supplied in 1934 by Lawrence 8. Leopold, the 
plaintiff, Carlile Crutcher, developed a cartoon strip bearing the name, 
YOU BE THE JuDGE. The name and strip were first used in commerce July 
6, 1936. The plaintiff applied to the Patent Office for registration of 


the name on October 1, 1936, Serial No. 383,836, for “cartoons published 
in installments at periodical intervals” in Class 38, Prints and Publica- 
tions, and the name was registered April 13, 1937, No. 344,996, under the 
Act of February 20, 1905, e. 592, 15 U.S.C. See. 1 et seq. 

The name was used as the title of a series of groups of cartoons. Each 
group was made up of a total of six horizontal strips of four consecutive 
drawings dealing with one subject in such a way that a publication could 
print all 24 drawings in one issue or one strip of four cartoons in six 
successive issues. The series was so arranged that it could be conveniently 
used for daily or Sunday publication in newspapers. 

The subject matter of each group of 24 was an historical event, usually 
a court trial, stating a problem and asking the reader to compare his 
opinion with the court’s decision. This type of material is termed in the 
periodical publishing business a “feature” and is considered useful in 
attracting new readers and thus increasing circulation. 

Between 1936 and 1942 the “feature” was purchased at various times 
by 71 newspapers in the United States and 21 newspapers in foreign 
countries. Forty domestic subscribers purchased the service in 1936, 57 
in 1937, 60 in 1938, 51 in 1939, 46 in 1940, 32 in 1941, and 15 in 1942. 
Plaintiff entered the United States Army Air Force in May of 1942 and 
thereafter found it impossible to manage the sale and distribution of the 
“feature.” The last publication date for which the “feature” was furnished 
to domestic subscribers was September 4, 1942 and at that time the sub- 
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seribers numbered five. Statutory notice of registration of the trademark 
was applied to all material furnished by plaintiff which bore the name 
YOU BE THE JUDGE. 

Plaintiff was released from the Air Force in January, 1946. He found 
that because of a shortage of newsprint newspaper publishers were not 
seeking to increase circulation and hence would not purchase new 
“features.” Plaintiff did not produce the “feature” or use the name after 
1942. 

At some time before 1940 a Chicago radio station complained to 
plaintiff that it had used the name YoU BE THE JUDGE as the title of a radio 
show. Because of this, plaintiff asked some newspapers to change the name 
of the “feature” from YOU BE THE JUDGE to BELA LANAN, COURT REPORTER 
and used this second name in soliciting further subscriptions. In 1940 he 
advised his subscribers to use the name YOU BE THE JUDGE again. 

In 1948 defendant The Curtis Publishing Company began to publish 
and distribute widely in the United States and abroad, and defendant 
Curtis Circulation Company began so to distribute, in The Saturday 
Evening Post, a “feature” entitled you BE THE JUDGE consisting of a single 
drawing accompanied by a short statement of facts, an invitation to the 
reader to reach his own conclusion, and a statement of the actual con- 
clusion reached by a court. Defendants’ conduct has continued. 


Plaintiff first complained of defendants’ use of this name by a letter 
from plaintiff’s attorney dated November 9, 1950. 

In the summer of 1940, when plaintiff was trying to sell his “feature” to 
the Ledger Syndicate, an enterprise associated with defendants, he dis- 
cussed it at length with an associate editor and the general manager of 
The Saturday Evening Post. 

Plaintiff brought this action for an injunction and damages claiming 
infringement of the registered trademark and of his common law rights in 
the trademark. Defendants counterclaimed for cancellation of the registra- 
tion. 

These facts clearly establish that defendants have infringed upon 
plaintiff’s rights to the name. The facts likewise establish that plaintiff 
has no rights in the name YoU BE THE JuDGE. It is not a valid trademark 
because (1) it is merely descriptive of the content of the “feature”, and 
(2) it has not acquired a secondary meaning which causes it to be asso- 
ciated in the public exclusively with plaintiff’s “feature.” 

“You be the judge” is an expression in common use, containing no 
element of novelty or fancy, and is by no means unique. While not, per- 
haps, deseripitive in the narrow sense of the word, it clearly indicates, 
when first encountered as the title of a “feature” in word and picture, that 
the reader is invited to compare his opinion with another’s. This is exactly 
the crux of both plaintiff’s and defendants’ “features.” Hence the name 
is descriptive in fact and likewise in law. 15 U.S.C.A. See. 85b (repealed 
and superseded by the Lanham Act, 15 U.S.C.A. See. 1051 (e) (1) ). 
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For a name which is merely descriptive to have the protection of the 
law, it must be established that the name has acquired a secondary meaning 
identifying it with the goods. Computing Scale Co. v. Standard Computing 
Scale Co., 118 F. 965 (6th Cir. 1902), Nims, Unfair Competition and Trade- 
marks, Sec. 37. No evidence was introduced by plaintiff to show that the 
trademark had been used by him so long and appropriated by him so 
exclusively that You BE THE JUDGE had come to mean to any definable 
group of persons the cartoon strip bearing that name. Skinner Mfg. Co. v. 
Kellogg Sales Co., 143 F.2d 895, 898, 62 USPQ 324, 327 (34 TMR 274) 
(8th Cir. 1944). 

Since plaintiff has failed to establish a right to the exclusive use of 
the name, the question of abandonment does not exist. 

The statement of fact and law in the foregoing opinion will constitute 
the Court’s findings of fact and conclusions of law in the case. 

Judgment will be entered, both on the complaint and on the counter- 
claim, in favor of the defendants and against the plaintiff. 


THE TAS-T-NUT COMPANY v. VARIETY NUT & DATE COMPANY 
No. 13923 — D.C., E.D. Michigan — January 11, 1956 


REMEDIES—UNFAIR COMPETITION—BasIs oF RELIEFR—IN GENERAL 
Court does not find palming off when package contains trademark of defendant 
in large letters which would tell any individual purchasing it that he was getting 


defendant’s goods. 
Under Michigan law fact that careless purchaser can easily be confused is taken 


into consideration under some circumstances. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 


Color cannot be subject of unfair competition of itself except in arrangement 
with some other design and style. 

Where there has been open and conspicuous display of defendant’s trademark 
clearly disclosing that defendant was manufacturer of package, there can be no 
instances of unfair competition based on plaintiff’s product having attained second- 
ary meaning during seventeen years it had been protected by its patent. 

There was no proof that plaintiff’s package had attained secondary meaning 
for reasons that it was not shown that consumers cared who manufactured goods 
which plaintiff’s package contained, and where it was not shown that appearance 
of plaintiff’s package signified to consumers that it had any origin in any particular 
manufacturer. 


Action by The Tas-T-Nut Company v. Variety Nut & Date Company 
for unfair competition. Complaint dismissed. 
Bates, Teare & McBean, of Cleveland, Ohio, and Barnes, Kisselle, Laughlin 
& Raisch, of Detroit, Michigan, for plaintiff. 
Arthur I. Gould and Cullen & Cantor, of Detroit, Michigan, for defendant. 
PicarD, District Judge. 
This is an unfair competition case in which the important facts are not 
in dispute. 
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FINDINGS OF Fact 


Plaintiff has been in the business of producing and selling cooking nuts 
for over twenty-five years under the style name of Tas-T-NuT. In 1950 
Weeks, owner of TAs-T-NuUT and plaintiff brought action to prevent defend- 
ant from using their particular container which was a dispenser displaying 
nuts in a package about 6 inches in length and 3 inches in width that had 
a cellophane “window” about 4 inches by 2 inches. The name TAs-T-NUT, 
the price and the color—red and blue—made it a distinctive package and 
not only did plaintiff’s desire their patent rights protected but they also 
claimed unfair competition. In that case this court (Weeks v. Variety Nut 
& Date Co., 103 F.Supp. 528, 92 USPQ 311 (1952)) found that plaintiffs’ 
patent was invalid for lack of invention and that proof of unfair com- 
petition was insufficient. The case was appealed; this court was sustained, 
208 F.2d 414, 100 USPQ 10 (1953), and certiorari denied. 

Shortly thereafter plaintiff as a corporation changed its style of 
package but that container was also closely imitated by defendant. At this 
point, in 1953, both strategy and tactics of the parties changed. Plaintiff’s 
package up to 1953 was red and blue while defendant’s color combination 
was red and yellow, when for some reason of its own plaintiff changed the 
color of its package to be exactly the same as defendant’s—a color defendant 
had then been using for about three years. So this present action involves 
not only plaintiff’s new package—the colors of which are now red and 
yellow—but includes plaintiff’s other packages, red and blue and yellow 
and green. In this action plaintiff claims that its packages—color combina- 
tion and all—have a secondary meaning to housewives who purchase cook- 
ing nuts; and that not only does defendant’s package lend itself to con- 
fusing the buying public but it lends itself easily as being the exact article 
produced and distributed by plaintiff. 

As for “palming off” also claimed, this court does find evidence that at 
least one or two retail outlets told an individual hired by plaintiff for the 
purpose of later testifying that “these nuts (PIC-A-NUTS) are the same as 
the other nuts’—evidently meaning TAs-T-NUTs. We do not consider this 
“palming off” seriously since the package when observed at that proximity 
contains the trademark of defendant in large letters which would tell any 
individual purchasing it that he or she was getting PIc-A-NUTS instead of 
TAS-T-NUTS. Actually it wasn’t the “package” that was being palmed off 
nor involved in deceit. It was the retailer or clerk deliberately telling a 
falsehood. True the package aided in the falsification (New England Awl 
& Needle Co. v. Marlboro Awl & Needle Co., 168 Mass. 154, 46 N.E. 386) 
but at that distance the package of itself was direct evidence of the differ- 
ence between plaintiff’s and defendant’s respective trademarks and in this 
day and age where housewives know quite a bit about trademarks—at least 
insofar as the difference in products is concerned—we believe that the pres- 
ence of the trademark pic-a-NUT at least should have off-set the so-called 
palming off done by the retailer. 
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Incidentally, neither side claims anything for the color combination 
although to this court the fact that housewives recognized the package as 
containing the nuts they wanted (or said they thought they recognized 
such package as plaintiff’s package) was because of the color combination 
as much as it was the display window, the size of the package, or position 
on the retailer’s shelf. 

The facts also show beyond dispute that both plaintiff’s and defendant’s 
nuts are displayed at not to exceed arm’s length from the eyes of the 
purchaser and it is very easy to read the trademark on each package, to-wit 
TAS-T-NUT On One and PIC-A-NUT on the other. Nevertheless there is no 
denying and defendant freely admits, that the packages have much in 
common. For example— 

1. Contrasting colors on side and end flaps; 

2. Top and bottom flaps folded over side flaps and with the trademark 
in the upper left corner on the top flap; 

3. Each trademark has seven letters with the middle letter separated 
from the others by hyphens; 

4. Price location in a circle at the upper right of the top flap; 

5. White band across the bottom flap; 

6. Descriptive words on each side flap; 

7. Use clause on top flap on each package, with exactly same words 
in same order; 

8. Company name and address on bottom edge of the bottom flap; 

9. Beveled corners on top and bottom flaps; 

10. Identical overall dimensions; 

11. Rectangular transparent window. 


There is no denying furthermore, that the careless purchaser could 
easily be confused. In Michigan under some circumstances such people 
are taken into consideration. Federal Engineering Co. v. Grieves, 315 Mich. 
326, p. 334, 335—a Michigan case which says that plaintiff can have pro- 
tection for careless purchaser. One could have bought TAs-T-NUTS one 
week and became so familiar with the package that the next week without 
specifically looking for the name but knowing he liked nuts in a certain 
shaped package and a certain color container, purchase pic-a-NUTs believing 
them to be the same as he had purchased before. But here we must point 
out that sinee plaintiff has taken the color of defendant’s package it might 
well be that the confusion was due to the color scheme entirely. Although, 
of course, color cannot be a subject of unfair competition of itself except in 
arrangement with some other design and style, nevertheless, while this is 
true it doesn’t prevent the possibility or even the probability of the buying 
confusing plaintiff’s package with defendant’s as much as defendant’s con- 
tainer with plaintiff’s, thus removing to some extent the equities that were 
seemingly entirely with plaintiff when the case was before us in the initial 
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action. We cannot refrain, therefore—even though there is no monopoly 
on color—from the conclusion that in the particular package before us 
color is very important in giving distinctiveness to the package. 

We have in addition arrived at the conclusion and find that defendant 
is deliberately trying to take advantage of the great amount of advertising 
done by, the good reputation earned, and the style of package that has 
been gotten out by plaintiff. 

Concuusions oF Law 

First, plaintiff insists that it is not bringing this action under the 
Lanham Trademark Act of 1946, and that the law of the State of 
Michigan—and only the law of Michigan—prevails. Hrie R. Co. v. Tomp- 
kins, 304 U.S. 64. Undoubtedly if this is true then it might be assumed 
that possibility of plaintiff receiving its injunction would be materially 
enhanced under Michigan law because the question is at first blush left 
much more for the court under Michigan law than under federal decisions. 
But as stated in Socony-Vacuum Oil Co. v. Rosen, 108 F.2d 632, 44 USPQ 
379, 382, (30 TMR 165). 

“These legal principles (referring to fundamentals of the unfair 
competition law) have been so long established and are so well known 
as to need no amplification. The difficulty arises in applying then to 
variant facts of different cases. Royal Baking Powder Co. v. Royal, 
6 Cir., 122 F. 337.” (Emphasis ours) 

It is also well to note that plaintiff in its bill of complaint does not plant 
its action under Michigan law. In fact it could have argued at the time it 
presented its brief that its claim was laid under Federal and not Michigan 
law particularly since no great stress was placed upon “Michigan law” 
prevailing until after the Court of Appeals decided West Point Manu- 
facturing Co. v. Detroit Stamping Co., 222 F.2d 581, 105 USPQ 200, 
(45 TMR 795). We note also that plaintiff quotes in support of its position 
not only Michigan law but Federal law whenever there is anything in the 
Federal law that may bolster up its contention. 

But regardless of whether plaintiff intended to bring its action under 
Michigan law or the Lanham Act this circuit said in Socony-Vacuum Oil Co. 
v. Rosen, supra and the third circuit in the Campbell Soup Co. v. Armour 
& Co., 175 F.2d 795, 81 USPQ 430 (39 TMR 566), that the law relating 
to unfair competition is the same in both federal and state courts. And 
here we go further in this connection because we hold that the law of 
Michigan was not altered by the West Point case, upon which we have 
relied chiefly for our decision since it is the more recent and most exhaustive 
opinion on the subject we have found. We insist that the West Point 
decision does not alter the law on unfair competition as it existed between 
Michigan and federal laws; it merely filled in the gaps that were apparent 
where the issues in other cases were more particularly directed as to a 
certain phase or phases of unfair competition. In following the federal 
decision (West Point) we believe we are following Michigan law. This is 
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evidently also true of plaintiff’s contention a fortiori since it maintains 
at one point that whether we are governed by federal or Michigan law our 
holding must be the same. 

Fortunately or unfortunately this court was concerned with that West 
Point litigation and we find that the instant case is not as strong in favor 
of plaintiff in many ways as that case was. There are, of course, some points 
where this action is stronger, particularly in the evidence relating to 
palming off by defendant, but while any claim of palming off is fortified 
only by actions of others such as clerks in stores, it is true that actually 
defendant furnished the material by which the clerks had the opportunity 
to do any palming off. On the other hand any person who could read and 
who could be prevailed upon to believe that the brand TAs-T-NUT was 
exactly the same as the brand called pic-a-NuT is not the average housewife. 
Its impossible to guard against that kind of buying or purchasing or it 
might be well to add that a clerk having such persuasive powers be added 
to our country’s diplomatic service. West Point Manufacturing Co. v. 
Detroit Stamping Co., supra. And while, unlike defendant, we do not 
justify such action as laudable nor such result as justifiable “switcheroos” 
this does not change the fact that the label was there within a foot or two 
of the purchaser’s eyes. He or she should have known that what the clerk 
was saying was not the truth. 

Having therefore decided that the Michigan and Federal law is the 
same the question then is does the West Point case, supra, cover the 
situation here and how? 

Let us inquire. 

In West Point, supra, plaintiff’s patent had expired. This is true here 
although we don’t look upon this as material since no attempt has been 
made by plaintiff to claim any rights under its patent. 

In West Point, supra, also, defendant had copied plaintiff’s toggle 
clamp in every particular—the functional as well as the non-functional 
parts. (Note—the Court of Appeals may not agree with us on this but it 
did not decide the West Point case on that issue). Here it is the same fact 
situation. All the Court of Appeals did in the West Point case was to lay 
down two rules to define unfair competition and then try to determine 
whether these yardsticks had been met. Those rules were: 

First, had defendant used a trademark at a conspicuous place on its 
toggle clamp even though it had copied plaintiff’s product in all particulars? 

The Court of Appeals found that the Detroit Stamping Company did 
use its own name and trademark in a conspicuous place on its toggle clamp, 
a fact that weighed heavily with the court and then it added the second 
possibility in these words at page 596, 105 USPQ at 213— 

“Since the trademarks and advertisements clearly disclosed that 
appellant was the maker of its clamps, no issue of ‘secondary meaning’ 


arises in this case so that the question whether appellant copied the 
non-functional features of appellee’s clamp is here irrelevant.” 
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This would indicate that where there has been an open and conspicuous 
display of defendant’s trademark clearly disclosing that defendant was the 
manufacturer of the package as here there can be no instances of unfair 
competition based on plaintiff’s product having attained a secondary mean- 
ing during the seventeen years that it had been protected by its patent. 


And even if the issue of “secondary meaning” were the real question 
here we are obliged to admit that the evidence on that point presented by 
plaintiff is not overwhelming. 


We have mentioned the fact that color plays an important part in 
identifying this package. It is not the cellophane window in front. Many 
foods have that feature—coffee, sugar, vermicelli, dates and others. Plain- 
tiff’s package, while it had utility value, is not so unique that without 
combining all its features including color you have a package that directs 
your attention to where you will find some cooking nuts. There was no 
real substantial proof that plaintiff’s package had attained a secondary 
meaning at any time either before 1953 or after, chiefly for the following 
reasons : 

1. It was not shown that consumers cared who manufactured the 
nuts that plaintiff’s package contained; 

2. It was not shown that the appearance of plaintiff’s package signi- 
fied to consumers that it had its origin in any particular manufacturer ; (See 
West Point Manufacturing Co. v. Detroit Stamping Co., supra) and 

3. What evidence was introduced was concerning a time after 
September 1953—and not before. 

Any secondary meaning that was proven could as well have been 
claimed by defendant as by plaintiff. While we believe that the law laid 
down in the West Point case is sufficient to decide this case, we also 
believe that Singer Manufacturing Co. v. June Manufacturing Co., 163 
U. 8. 169, quoted with approval by Judge McAllister, is very illuminating. 
The famous Singer case covers the issues here in their entirety. Briefly the 
facts were that after the patents of the Singer Sewing Machine Company 
had expired defendant copied a Singer sewing machine in every particular. 
It even used the words IMPROVED SINGER on an oval tag in the same place 
on defendant’s machine as the old Singer. Of course this tag was not neces- 
sary as a functional part. Nor were any other non-functional features 
which were copied. Nevertheless here is what the Circuit Court N. D. 
Illinois in Singer Manufacturing Company v. June Manufacturing Co., 
41 F. 208 at p. 213, said: 

“«* * * if the manufacturer of a patented machine adopts a 

a peculiar style or form in which to embody the working mechanism 

covered by his patents, or any special mode of ornamentation to make 

the machine attractive and salable, such form of construction and 
ornamentation, although not strictly essential to the operation of the 
mechanical device covered by the patents, still becomes a part of the 


machine as presented to the world on the expiration of the patents. It 
goes to the public in the dress and with the features which have been 
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given it by its manufacturers under the patents. It is presumable that 
an intelligent manufacturer, wishing to secure a large sale for a 
mechanical device of which he has a monopoly, especially in a machine 
of the kind under consideration, which has become a part of household 
furniture, used his best skill and taste as a constructor to make the 
machine convenient and attractive, so as to give the best possible 
embodiment of his patented mechanical devices; and * * * this dress, 
thus given to the machine, becomes a part of it, and the public, when 
they have the right to use the patent, have the right to use the dress 
in which the patentee clothed it. Hence any sewing machine manu- 
factured by another person, after the expiration of the patents, upon 
the principles covered by the Singer patents, may be a perfect imita- 
tion of the machines which the complainant or its predecessors manu- 
factured under their patents.” (Emphasis ours) 

In other words, since the Singer Sewing Machine Company had 
seventeen years’ advantage on a monopoly to make its particular product 
attractive to the housewife the expiration of its patent gave the public 
not only the right to use the functional parts of that machine but the 
non-functional parts as well. (Note: This case was reversed, however, 
because defendant had not placed “a plain and unequivocal indication of 
the origin of manufacture” on its product. ) 

Nothing more can be added here. Whether we admire defendant’s 
actions or despise them is immaterial. Here the patent has expired. Let us 
accept as a fact that plaintiff’s package went to the public in a certain 
“dress”—although it had to change the color of its dress in order to have 
its product look like defendant’s in all particulars—and you have the 
Singer and West Point cases. 

It is therefore the holding of this court that no injunction will issue. 
We hold that the West Point case does apply and dismiss the bill of 
complaint. 


BEVAN, doing business as BEVAN BEAUTY PRODUCTS v. SHEPSKY 
et al. 


No. 52-C-1981. — D.C., N.D. Illinois, E. Div. — January 19, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 


In an action brought by the owner of registrations for the mark KUT-NO-MOR 
used on stain removers, cosmetics and toilet preparations, injunction granted restrain- 
ing defendant’s use of designations RUB NO MOR and NO RUB, the court finding 
that defendant’s use of these designations together in descriptive publications led 
to an association between them when separately used on the defendant’s goods and 
that the products of the parties, both packaged in transparent bottles of similar size 
and shape, were identical in appearance even to the sedimentation of the bottom 
of the bottle. 


Action by Arthur Bevan, doing business as Bevan Beauty Products v. 
Ralph Shepsky et al. for trademark infringement. Judgment for plaintiff. 
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James R. McKnight, of Chicago, Lilinois, for plaintiff. 
Louis Grossman, of Chicago, Illinois, for defendant Murray Frank. 
Knocu, District Judge. 

FINDINGS OF Fact AND CoNCLUSIONS oF Law 

This is an action brought under the Trademark Laws of the United 
States by virtue of plaintiff’s Federal registration of his trademark. Plain- 
tiff seeks injunction and other relief on the ground of infringement. A con- 
sent decree has heretofore been entered with respect to all defendants 
except Murray Frank. The case came on for hearing before this Court 
on the pleadings and the evidence, consisting of oral testimony and docu- 
mentary proofs. The Court has had the benefit of argument of counsel on 
briefs, has weighed carefully the arguments presented, considered the 
authorities advanced by respective counsel in support of their respective 
claims, and upon a consideration of the whole case, the Court makes the 
following: 

Finpines oF Fact 

1. This Court has jurisdiction over the subject matter and controversy 
involved in this action and of the above named defendant. 

2. Plaintiff, Arthur Bevan, an individual doing business as Bevan 
Beauty Products, with his principal place of business in Chicago, Illinois, 
has adopted and used, is now using, and is the sole and lawful owner of the 
trademark KUT-NO-MoR for stain remover, cosmetics and toilet preparations, 
and registrations therefor, Nos. 425,467 of November 19, 1946 and 586,557 
of March 9, 1954, all duly issued by the United States Patent Office, together 
with the good will of the business in connection with which said trademark 
is used. 

3. Plaintiff’s stain remover, cosmetics and toilet preparations, bearing 
the trademark, KUT-NO-MoR, have been for many years and are now exten- 
sively used and sold in interstate commerce so that said products bearing 
said trademarks are understood by the trade and the public to be plaintiff’s 
products. 

4. Said defendant has, at dates later than the first use and registration 
of the trademark KUT-NO-moR by plaintiff, and without consent of plaintiff, 
sold in commerce in the State of Illinois and elsewhere, stain removers not 
a product of plaintiff, bearing the designations: RUB NO MOR and NO RUB. 
These designations have been used in descriptive publications separately 
or together so that they are associated for the observer and may both be 
confused with plaintiff’s trademark to mislead the purchaser into believing 
that plaintiff is the maker of products labeled RUB NO MOR or NO RUB when 
they are presented singly in the merchandising conditions normal to this 
type of product. Viewed side by side, the distinction in appearance of the 
labelling is clear. However, the products themselves, as seen through the 
transparent bottles used (incidentally these are of similar size and shape), 
appear identical to the naked eye, even to the similar sedimentation at the 
bottom of the bottle. 
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In the case of plaintiff’s exhibit No. 26, a bottle labeled No rvs, the 
words ‘‘hair dye stain remover’’ appear in the same size and style of 
lettering as used on plaintiff’s own product shown in plaintiff’s exhibit 
No. 3. When presented singly, confusion appears likely. Plaintiff’s exhibit 
No. 20 a letter wherein a claim against RUB NO MOR was mistakenly presented 
to plaintiff’s distributor, and a similar letter, attached to plaintiff’s brief, 
respecting NO RUB indicate that such confusion between the products has 
occurred. 

5. There was a conflict in the testimony concerning the nature of 
Murray Frank’s relationship in the past to plaintiff, however, it did appear 
clear that Murray Frank had personal knowledge of the plaintiff’s products, 
the trademark, the type of packaging and labels used. 

6. No significant evidence was introduced which proved that the plain- 
tiff had actually suffered damage because of the defendant’s use of the words 
RUB NO MOR Or NO RUB. 

Conciusions or Law 

1. The trademark KUT-NO-MOR used on stain remover, cosmetics and 
toilet preparations, and the respective registrations therefor, Nos. 425,467 
and 586,557, issued by the United States Patent Office and owned by plain- 
tiff, are each good and valid in law. 

2. The said Defendant’s use of the words RUB NO MOR and NO RUB 
infringe plaintiff’s said registered trademark and is likely to result in 
passing off on trade of defendant’s products as and for products of plaintiff 
or of a concern legitimately connected with plaintiff. 

3. Plaintiff is entitled to a permanent injunction against said defend- 
ant to restrain said trademark infringement. 


D. C. CATERING COMPANY, INC., trading as PEKING PALACE 
et al. v. PEKING RESTAURANT, INC. et al. 


No. 12859 — C.A.D.C. — January 19, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Unfair competition resulted from defendants’ use of name PEKING PALACE for 

their new restaurant in view of plaintiffs’ long prior and continued use of PEKING 
RESTAURANT for their restaurant located about twenty blocks away on same street; 
conclusion was based on finding that word PEKING is not descriptive of style of 
Chinese cooking, but is arbitrary designation identifying plaintiffs’ restaurant. 
Action by Peking Restaurant, Inc. et al. v. D. C. Catering Company, 
Inc., trading as Peking Palace et al. for unfair competition. Defendants 
appeal from judgment of District Court for District of Columbia. Affirmed. 


Harry A. Finney (Dennis Collins on the brief), of Washington, D. C., for 
appellants. 

Ross O’Donoghue (Bailey Walsh on the brief), of Washington, D. C., for 
appellees. 
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Before Epa@rerton, Chief Judge, and BazELon and Fany, Circuit Judges. 
Per CuRIAM. 


The District Court concluded that unfair competition resulted from 
appellants’ use of the name PEKING PALACE for their new restaurant in view 
of appellees’ long prior and continued use of the name PEKING RESTAURANT 
for their restaurant located about twenty blocks away on the same street. 
This conclusion was based on a finding that the word PEKING, as used by 
appellees, is “not descriptive of a style of [Chinese] cooking,” but instead is 
an “arbitrary or fanciful” designation which identifies appellees’ restaurant 
to its patrons. The court also concluded that appellants had improperly 
used a fanciful name and secret recipe for soup which appellees had de- 
veloped. 


Since we think these conclusions are supported by the evidence and 
the law applicable thereto, we affirm the District Court’s injunction pro- 
hibiting appellants from unfairly competing in the respects enumerated. 


ESSO STANDARD OIL COMPANY v. SUN OIL COMPANY et al. 
No. 12425 — C.A.D.C. — January 19, 1956 


CourtTs—FINDINGS 
REGISTRATION PROCEDURE—APPEALS—R.S. 4915 


Findings of fact by District Court may be set aside on appeal only if clearly 
erroneous; rule applies to patent and trademark cases under R.S. 4915; findings 
are not to be overturned lightly; in cases under R.S. 4915, finding of fact by 
Patent Office as to priority of invention or confusing similarity of marks must be 
accepted as controlling, unless contrary is established by evidence which in character 
and amount carries thorough conviction; mere preponderance of evidence is not 
sufficient with regard to invention; Patent Office finding must be accepted if it is 
consistent with evidence, Patent Office being an expert body preeminently qualified 
to determine questions of this kind. 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Three considerations are relevant on issue of whether marks have a confusing 
similarity, namely, appearance, meaning and sound. 
SUNVIS is likely to be confused with UNIvIs, both marks being used for lubri- 
cating oils. 


REGISTRATION PROCEDURE—OPPOSITION— EVIDENCE 
List of third party registered trademarks using as a part thereof syllables in 
controversy is admissible for purpose of showing that syllables are dominent parts 
of trademarks involved. 


CouRTS—FINDINGS 
REGISTRATION PROCEDURE—APPEALS—R.S. 4915 


Where evidence before District Court was same as that before Patent Office, 
except for certain additional evidence not of kind to change result, Patent Office 
ruling should normally be followed; if Office decision is not warranted on evidence 
before it, or if new evidence reaches necessary standard, District Court may rule 
as totality of evidence may require; it is not correct that court, after consideration 
of all evidence, is entitled to rule that in its own independent judgment there is no 
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likelihood of confusion; question is whether expert agency charged with respon- 
sibility in the matter has in view of all evidence clearly erred in finding that 
possibility of confusion exists. 

REGISTRATION PROCEDURE—APPEALS—R.S. 4915 


Under R.S. 4915, Congress has authorized an action de novo to review admin- 
istrative rulings. 


In R.S. 4915 suit, court is dealing with effort to obtain registration under 
federal statute, and not with suit to obtain damages for infringement of registered 
mark or for unfair competition where different considerations are presented; in 
R.S. 4915 suits, courts should not lightly overturn ruling of Patent Office when 
its findings are in accord with set rule that neweomer will be refused registration 
should there exist any doubt as to probability of confusion between two marks. 
Action by Sun Oil Company v. Esso Standard Oil Company and 

Robert C. Watson, Commissioner of Patents, application Serial No. 514,508 
filed December 18, 1946. Action under R. S. 4915. Esso Standard Oil 
Company appeal from judgment for plaintiff of District Court for District 
of Columbia. Reversed. 


Case below reported at 44 TMR 942. See also 41 TMR 629. 


Francis C. Browne (William E. Schuyler, Jr., Andrew B. Beveridge, and 
James Atkins on the brief), of Washington, D. C., for appellant. 


Dos T. Hatfield, of Washington, D. C. (Frank 8. Busser, of Philadelphia, 
Pennsylvania, on the brief) for Sun Oil Company. 


E. L. Reynolds and Clarence W. Moore for Commissioner of Patents. 


Before Epaerton, Chief Judge, and Minter and WasurnetTon, Circuit 
Judges. 


WASHINGTON, Circuit Judge. 


This case raises questions concerning the nature and scope of the Dis- 
trict Court’s power to reject findings of the Patent Office in trademark 
cases, in the de novo proceedings authorized by Rev. Stat. § 4915 (1875). 


The contest relates to whether appellee Sun Oil Company is entitled 
to register SUNVIS as its trademark, as against the trademark UNIVIs pre- 
viously used and registered by appellant Esso Standard Oil Company. 
Sun filed its trademark application in 1946, covering lubricating oils with 
the same descriptive properties as the lubricating oils covered by Esso’s 
earlier trademark registered in 1922. Esso filed its opposition to the reg- 
istration of Sun’s mark and proceedings thereon were held in the Patent 
Office. On August 1, 1950, the Examiner of Interferences rendered his de- 
cision dismissing Esso’s notice of opposition and adjudging that Sun was 
entitled to registration for its mark. He found that both marks covered 


1. See Lanham Trademark Act, c. 540, § 21, 60 Stat. 435 (later amended by 66 
Stat. 814, 15 U.S.C. § 1071 (1952) and Rev. Stat. § 4915, as amended by 27 Stat. 436 
(1893), 44 Stat. 1336 (1927), 45 Stat. 1476 (1929), 53 Stat. 1212 (1939) (later amended 
by 66 Stat. 803, 35 U.S.C. $$ 145, 146 (1952)). The Lanham Act extends the right to 
applicants for registration of marks to “proceed under Section 4915, Revised Statutes, 
as in the case of applicants for patents, under the same conditions, rules, and procedure 
as are prescribed in the case of patent appeals or proceedings so far as they are appli- 
cable.” 
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goods of the same description and that in both marks the syllable vis was 
an abbreviation of the word “viscosity,” a quality of the product to which 
the marks were applied. He further found that the syllable un1 in Esso’s 
trademark is an abbreviation of “uniform,” reflecting an important quality 
(uniform viscosity) claimed for Esso’s product, and that the syllable sun 
in Sun’s trademark refers to its name. He concluded that, even though the 
marks differ in composition only as to one letter in the initial portions 
thereof, the differences in their composition resulted in terms which are 
“different in appearance and sound, and so entirely different in meaning 
as to obviate any confusing similarity between them, and enable their con- 
current use for the products involved without any reasonable likelihood of 
confusion in trade.” Accordingly, the Examiner of Interferences dismissed 
Esso’s notice of opposition.? 


Esso appealed to the Commisisoner of Patents who, acting through the 
Examiner-in-Chief, reversed the decision of the Examiner of Interferences 
The Examiner-in-Chief, 89 USPQ 331, 332 (41 TMR 629), found that the 
“difference in one letter [in the first syllables of the respective marks] was 
not considered particularly significant insofar as sound and meaning of the 
prefixes are concerned, since in the particular combination of letters, the 
results are terms which are quite different in sound and wholly unlike in 
meaning. However, the two marks in their entireties are similar in appear- 
ance. The latter parts are identical * * * and the prefixes consist of only 
three letters each, both having the same two letters ‘un’ in the same order. 
Similarity in appearance with the identical suffixes is considered sufficient 
to render the two marks confusingly similar.”* 


Sun thereupon brought this proceeding under Section 4915 of the 
Revised Statutes, supra note 1, for a de novo determination of its right to 
registration of the mark sunvis. After a trial, the District Court found 
as a fact that there is “not sufficient similarity in appearance, sound or 
meaning between the trademarks sUNVIS and UNIVIS when used concurrently 
on lubricating oils to reasonably cause likelihood of confusion in trade.” 
Accordingly, the court concluded, as a matter of law, that the plaintiff 
appellee Sun was entitled to the registration of its mark. 


A finding of fact by the District Court, sitting without a jury, may 
be set aside on appeal only if it is clearly erroneous. Fed.R.Civ.P. 52(a). 
This broad rule applies to patent and trademark cases under Rev. Stat. 
§ 4915 (1875). Besser v. Ooms, 81 U.S.App. D.C. 7, 154 F.2d 17, 68 


2. In support of his decision the examiner relied on Miles Laboratories, Inc. Vv. 
Foley §& Co., 144 F.2d 888, 63 USPQ 64 (34 TMR 335) (C.C.P.A. 1944); Yeasties 
Products, Inc. v. General Mills, Inc., 77 F.2d 523, 25 USPQ 393 (25 TMR 396) (C.C.P.A. 
1935); and Kensington Steel Co. v. Nichols Engineering § Research Corp., 82 USPQ 
236 (39 TMR 825) (Com’r of Pat. 1949), in which the marks, vITAMILES and vITA- 
BUILD, YEASTIES and WHEATIES, and NERCALLOY and OROLOY, were held not to be con- 
fusingly similar. 

3. The Examiner-in-Chief referred without comment to numerous decisions relied 
on by appellant, holding marks to be confusingly similar and denying them registration, 
but expressly rejected the applicability of the cases cited by the Examiner of Inter- 
ferences, supra, as the facts in those cases were considered different. 
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USPQ 363 (1946) ; Standard Oil Development Co. v. Marzall, 86 U.S.App. 
D.C. 210, 181 F.2d 280, 84 USPQ 363 (1950). The findings are not to be 
overturned lightly. Larsen v. Marzall, 90 U.S.App.D.C. 260, 195 F.2d 
200, 92 USPQ 306 (1952). We must inquire, therefore, whether the Dis- 
trict Court’s findings of fact in this case were “clearly erroneous” under 
Rule 52(a). In that inquiry, however, we must bear in mind another prin- 
ciple. In patent and trademark cases under Rev. Stat. § 4915 (1875) a 
finding of fact by the Patent Office as to priority of invention or confusing 
similarity of marks must be accepted as controlling, unless the contrary is 
established by evidence “wihch in character and amount carries thorough 
conviction.” Morgan v. Daniels, 153 U.S. 120, 125 (1894); Yale Electric 
Corp. v. Robertson, 26 F.2d 972, 973 (18 TMR 321) (2d Cir. 1928) ; Cen- 
tury Distilling Co. v. Continental Distilling Co., 106 F.2d 486, 489, 42 
USPQ 348, 350 (29 TMR 457) (3d Cir. 1939) ; Safeway Stores v. Dunnell, 
172 F.2d 649, 652-53, 80 USPQ 115, 117 (39 TMR 116) (9th Cir. 1949). 
As we pointed out in Abbott v. Coe, 71 App. D.C. 195, 197, 109 F.2d 449, 
451, 43 USPQ 267, 269-270 (1939), a mere preponderance of the evidence 
is not sufficient with regard to invention; the Patent Office finding must 
be accepted if it is “consistent with the evidence,” the Patent Office being 
an expert body preeminently qualified to determine questions of this kind. 
See also Minnesota Mining & Mfg. Co. v. Carborundum Co., 155 F.2d 746, 
748-49, 69 USPQ 288, 291 (3d Cir. 1946). 

Three considerations are relevant on the issue of whether marks have 
a confusing similarity—appearance, meaning, and sound. McKinnon & 
Co. v. HyVis Oils, Inc., 88 F.2d 699, 383 USPQ 210 (27 TMR 254) (C.C.P.A. 
1937). The Patent Office properly considered all three. As already noted, 
it found on the basis of the evidence before it that the two marks are quite 
different in sound and meaning but that in their entireties the marks are 
confusingly similar in appearance, because of their having identical suffixes 
and three letter prefixes with the same two letters UN in the same order. 
We think this conclusion was well warranted on the basis of the similarities 
noted.* Cf. Guggenheim v. Cantrell & Cochrane, 56 App.D.C. 100, 101, 10 
F.2d 895, 896 (16 TMR 81) (1926), where we pointed out that “the points 
of similarity are of greater importance than the points of difference” when 
a new mark is measured against a well known and established mark. The 
District Court seems to have disagreed with the Patent Office for only one 
reason. It found that “No similarity in appearance is found between sUNVIS 
and uNIvis where the dominant prefix portions of the marks are entirely 
different in meaning or significance.” It thus appears that the District 
Court based its finding of dissimilarity of appearance entirely on the fact 
that the marks, or their prefix portions, are dissimilar in meaning. No other 


4. Although the evidence indicated that the lubricating oils sold under the trade- 
marks in issue have, until the hearing below, been specialized oils sold to industrial plants 
and not generally, the Patent Office noted that the registration of Esso’s mark and Sun’s 
application for registration of its mark cover lubricating oils broadly. Hence the possi- 
bility of confusion to the general public in the future is not eliminated. 
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reason for its conclusion is suggested in its findings or its informal memo- 
randum. But we think that a difference in meaning is not a sufficient basis 
to conclude that there is no similarity in appearance—at least in the face 
of the obvious similarities here. Many words different in meaning may 
look enough alike to be confusing to the public if used as a mark.’ It was 
error to find that there was no similarity in appearance because the pre- 
fixes are different in meaning. 

Apart from this, we have examined the record before the District Court 
to ascertain whether there was evidence which could have thoroughly con- 
vineed the court that the Patent Office’s finding that the similarity in ap- 
pearance would be confusing was unwarranted. Although the District Court 
had before it the full record of the Patent Office proceedings consisting of 
depositions and documents, it also received some new evidence not before 
the Patent Office. For Sun, an officer of Sun in charge of trademark mat- 
ters testified that Esso had made no claim that the mark sunvis infringed 
its trademark UNIvis until three years and ten months after Sun started 
to use the mark; that he did not know whether Esso or any of its officers 
had known that the mark suNvis was being used prior to this time; and that 
he and another officer of Sun had known that Esso had registered and was 
using the mark uNIvis when their trademark sUNVIS was adopted. For Esso, 
an employee of Esso testified that the mark uNtvis has been in continuous 
use since 1932 at least; that uNnrtvis oils are produced in at least fifteen dif- 
ferent grades; that these oils are recommended for use for “all applications 
where unusual or different behaviors in viscosity are required”; that the 
SUNVIS oils are offered for the identical services and, based on Sun’s claims 
for the oils, they are directly competitive; that Sun markets oils for the 
same purposes under other trademarks: SUNTAC, SOLNUS, CIRCO, and LUBE- 
way; and that at least seventeen other companies have registered trade- 
marks (which he enumerated) relating to petroleum products in which the 
prefix suUN is used. Esso Exhibits 1-5, inclusive, in substantiation of this 
testimony, were identified by the witness and received. In addition, Sun’s 
application to register the mark suNvis, a list of third party registered 
trademarks using as a part thereof the syllable “vis” (an abbreviation for 
viscosity) either as prefix or suffix, and a list of Sun’s registered trade- 
marks in which the word suN appears, were introduced as Sun’s exhibits. 
Obviously there is nothing in this evidence which would tend to show that 


5. For example, PEDIGLO and PECHGLO were held to be confusingly similar in appear- 
ance (and sound), although different in meaning, in Vanity Fair Mills v. Pedigree 
Fabrics, 161 F.2d 226, 73 USPQ 438 (37 TMR 461) (C.C.P.A. 1947). A similar holding 
was made in Kenosha Full Fashioned Mills v. Artcraft Hosiery Co., 161 F.2d 751, 74 
USPQ 29 (37 TMR 464) (C.C.P.A. 1947), as to ARTCRAFT and EDGECRAFT. 

6. This exhibit was received, over the objection of Esso, for the limited purpose of 
showing that the prefixes UNI and SUN were the dominant parts of the trademarks here 
involved. In the admission of the exhibit for this purpose we find no error. Miles 
Laboratories, Inc. v. Foley § Co., 144 F.2d 888, 890, 63 USPQ 64, 65-66 (34 TMR 335) 
(C.C.P.A. 1944); Kraft Walker Cheese Co. v. Kingsland, 75 F.Supp. 105, 75 USPQ 318 
(38 TMR 985) (D. D.C. 1947). See General Mills v. Yeasties Products, Inc., supra, as 
to weight to be given the several like and dissimilar syllables of a mark. 
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the marks UNIVIs and sUNVIS are not confusingly similar in appearance.’ 
There was thus no new evidence before the District Court which could have 
been in any way persuasive upon it to arrive at a different finding from 
that of the Patent Office’s final reviewing officer. We have also examined 
the record in the Patent Office* and cannot say that its finding of confusing 
similarity in appearance is without substantial support, nor did the District 
Court base its factual conclusion on such a view.® 

We find no basis, therefore, for the action of the trial court in over- 
turning the ruling of the Patent Office. Certainly there was no evidence 
to the contrary which “carries thorough conviction” as the Supreme Court 
has told us there must be. Morgan v. Daniels, supra. The evidence before 
the District Court was the same as that before the Patent Office, except for 
certain additional evidence “not of a kind to change the result.” Yale 
Electric Corp. v. Robertson, 26 F.2d 972, 973 (18 TMR 321) (2d Cir. 
1928) ; see also Sanford v. Kepner, 195 F.2d 387, 93 USPQ 57 (3d. Cir. 
1952). In such a case, the Patent Office ruling should normally be fol- 
lowed. Of course, if the decision of the Patent Office is not warranted on 
the evidence before it, or if the new evidence reaches the necessary stand- 
ard, the District Court may rule as the totality of the evidence may re- 
quire. But the present is not such a case. 


It may perhaps be suggested that the District Judge, after considera- 
tion of all the evidence, was entitled to rule that in his own independent 
judgment there was no likelihood of confusion, and that his determination 
should prevail unless upon appeal the reviewing court takes a different view 
and substitutes its own independent judgment about the matter. Such a 
rule would, we think, be quite unworkable, would create confusion, dis- 
crimination and uncertainty, and would be outside the permissible scope 
of judicial review of administrative action—even where, as here, Congress 
has authorized an action de novo to review the administrative ruling. Where 
the decision of the Patent Office has a substantial basis in fact, and where 
the new evidence offered to the trial court is not sufficient to shift the bal- 
ance (i.e., is not enough to produce “thorough conviction” to the contrary), 
the courts are simply not authorized to substitute their own views. For a 
judge to conclude that he himself would not be confused by two competing 


7. Some of the evidence tends to refute Sun’s claim that the prefix sUN is so 
closely associated with the name Sun Oil Company that any chance of confusion is there- 
by obviated. 

8. Most of the evidence there was directed to the problem of whether the two marks 
related to similar and competing products, a question not before us. One witness (the 
general manager of Sun) testified by deposition that he had never known of any con- 
fusion between the two marks, and that in his opinion confusion was not possible, because 
Sun had used the word suUN in other brand names of its products since the 1920’s. We do 
not regard this testimony as thoroughly convincing that confusion in the future was 
impossible in the face of the obvious similarities in appearance. 

9. No issue as to credibility of witnesses is presented in this case. As already 
indicated, the testimony in the District Court did not relate to the issue presented to 
us and thus is not here relevant. The testimony of the witness in the Patent Office 
proceedings, given by deposition and outlined in the preceding footnote, is accepted as 
credible but insufficient to establish that the Patent Office’s finding should be rejected. 
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trademarks—and hence that the public would not be confused—is beside 
the point: the question is whether the expert agency charged with respon- 
sibility in the matter has in view of all the evidence clearly erred in find- 
ing that the possibility of confusion exists. 


Finally, we think it well to emphasize that we are dealing here with an 
effort to obtain registration under the Federal statute: that is, with an 
effort to obtain a statutory privilege grantable by an administrative agency. 
We are not dealing with a suit to obtain damages for infringement of a 
registered mark or for unfair competition: different considerations are 
there presented. In suits of the instant sort the courts should not lightly 
overturn the ruling of the Patent Office when its findings, as here, are in 
accord with the settled rule that “the newcomer will be refused registra- 
tion should there exist any doubt as to the probability of confusion between 
the two marks. In other words, any doubt will be resolved against the 
newcomer.” Derenberg, Trademark Protection and Unfair Trading 537 
(1936), citing E. Z. Waist Co. v. Reliance Mfg. Co., 52 App.D.C. 291, 286 
F. 461 (1923). As we said in the case just cited: “The reason for this is 
that the field from which a person may select a trademark is practically 
unlimited and hence there is no excuse for his impinging upon, or even 
closely approaching the mark of his business rival.” See also Guggenheim 


v. Cantrell & Cochrane, 56 App.D.C. 100, 10 F.2d 895 (16 TMR 81) (1926). 


For these reasons, the judgment of the District Court is reversed and 
the complaint herein ordered dismissed. 


BALL CHEMICAL COMPANY v. HODNEFIELD et al., 
doing business as SEAL-OXO-LIN CO. ef al. 


No. 17887-Y — D.C., §.D. Calif. C.D. — January 23, 1956 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
OXOLIN is a valid fanciful mark, and does not refer to appearance, composi- 


tion or quality of paint to which it is applied. 

OXOLIN is distinctive mark entitled to broad protection both as trademark and 
trade name. 

Fact that there is some use of chemical term similar to coined trademark does 
not affect validity of plaintiff’s mark; term designates chemical qualities unrelated 
to coined word of plaintiff and which are scientifically unrelated to description, 
composition or quality of defendant’s infringing marks. 

Action by Ball Chemical Company v. Olaus T. Hodnefield, Kay O. 
Anderson, Harold Henderson and Edward Z. Christensen, doing business as 
Seal-Oxo-Lin Co. and as De-Oxo-Lin Chemical Products for trademark 
infringement and unfair competition. Judgment for plaintiff. 

Lyon & Lyon and Frederick W. Lyon, of Los Angeles, California, and 

Almon 8. Nelson, of Washington, D. C., for plaintiff. 

C. G@. Stratton, Neil G. McCarroll, and McCarroll & McCarroll, of Los 

Angeles, California and Maz C. Louis, George T. Mobille, and Cushman, 
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Darby & Cushman, of Washington, D. C. for defendants. 
YANKWICH, Chief Judge. 

The above-entitled cause heretofore tried, argued and submitted, is 
now decided as follows: 

Judgment will be for the plaintiff for injunction only. Costs to the 
plaintiff. No attorneys’ fees. 

Findings and Judgment to be prepared by counsel for the plaintiff 
under Local Rule 7. 

COMMENT 


The issue in the case is rather simple. The plaintiff’s trademark 
OXOLIN is a valid fanciful mark. It was coined many years ago by the 
plaintiff, and does not refer to the appearance, composition or quality 
of the paint to which it is applied. Therefore it is a distinctive mark which, 
under Sunbeam Lighting Co. v. Sunbeam Corp., 1950, 9 Cir., 183 F.2d 
969, 972-973, 86 USPQ 240, 242 (40 TMR 669, 968), is entitled to broad 
protection both as a trademark and trade name. There is evidence in the 
record showing that in late years there has come into use and is found 
in some dictionaries the chemical term OXALYN, which is used either singly 
or in such combinations as Pyroxylin, and that at least one dictionary 
spells the word oxaLINE. However, these facts do not affect the validity or 
eall for the limitation of the use of the plaintiff’s mark. For these words 
designate chemical qualities unrelated to the coined word of the plaintiff 
and are scientifically unrelated to the description, composition or quality 
of the defendant’s infringing marks. 

As we are dealing with a ‘‘strong’’ and fanciful mark, we are not 
permitted,—even under a broad interpretation of the ruling in Sunbeam 
Lighting Co. v. Sunbeam Corporation, supra, to deprive the plaintiff of its 
full protection merely because the mark is used in a paint while the 
defendant’s infringing marks DE-OXO-LIN and SEAL-OXO-LIN are applied to 
a liquid preservant. We should not carry the rulings in Sunbeam Lighting 
Co. v. Sunbeam Corporation, supra, and the subsequent case, Sunbeam 
Furniture Corp. v. Sunbeam Corporation, 1951, 9 Cir., 191 F.2d 141, 90 
USPQ 43 (41 TMR 818), to unwarranted extremes. They concerned a 
“weak” mark consisting of a word which the Court of Appeals called “not a 
fanciful term’’. (Sunbeam Lighting Co. v. Sunbeam Corp., supra, p. 973, 
86 USPQ at 242-243 (40 TMR 968) ). So its application was limited to its 
own narrow field. 

Here, as already stated, the plaintiff’s mark is wholly fanciful. Al- 
though the plaintiff uses it on a paint and the defendant on a preservant, 
both are liquid and are brush-applied to cover and preserve wooden sur- 
faces. The fact that the plaintiff’s paint may also color the wood while the 
application of the defendant’s product still leaves the original color of the 
wood visible is too insignificant to deprive the plaintiff of the protection 
to which it is entitled for its mark to avoid confusion. (15 U.S.C.A., §1114 
(1) (a) ). 


Hence the ruling above made, 
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Finpines oF Fact 


I. Plaintiff, Ball Chemical Co., is a corporation organized and 
existing under and by virtue of the State of Pennsylvania. 

II. Defendants, Olaus T. Hodnefield, Kay O. Anderson, Harold 
Henderson, Edward Z. Christensen, are citizens and residents of the 
State of California and are doing business at 3227 Verdugo Road, Los 
Angeles 65, California. 

III. Plaintiff, Ball Chemical Co., has been engaged continuously since 
1907 in the manufacture and sale of paints, varnishes, paint-colors, stains, 
fillers, enamels, painters’ driers, painters’ japans, paint-oil, linseed-oil, 
painters’ finishes, and painters’ waxes. 

IV. Plaintiff owns and operates a large manufacturing establishment 
in Pittsburgh, Pa., where its products are produced. 

V. Plaintiff’s business is national im scope. 

VI. As early as the year 1907 the Plaintiff adopted and has continu- 
ously used since said date and now is using the trademark OXOLIN on 
its products. 

VII. The annual volume of business done by the Plaintiff in goods 
bearing the trademark OXOLIN amounts to approximately One Million 
Dollars per year. 

VIII. Plaintiff spends and has spent for many years large sums of 
money in advertising its products under its trademark OXoLIN. 

IX. Plaintiff uses its trademark OxOLIN on paints, varnishes, paint- 
colors, stains, fillers, enamels, painters’ driers, painters’ japans, paint-oil, 
linseed-oil, painters’ finishes, painters’ waxes and fire-retarding materials. 

X. Plaintiff registered its trademark OxOLIN in the United States 
Patent Office on May 14, 1907, Registration No. 62503. 

XI. Plaintiff’s registration of trademark oxouin, No. 62503, was 
regularly renewed at the 20-year periods as required by law. 

XII. Plaintiff’s registration No. 62503 was republished under Sec- 
tion 12(¢) of the Trademark Act of 1946 to bring said trademark under 
the protection of the Trademark Act of 1946, and the Affidavits of Con- 
tinued Use required by said law have been filed and accepted by the Patent 
Office, along with the Affidavits under Rule 15 of that Act. 

XIII. Plaintiff’s registration No. 62503 is valid and subsisting, un- 
revoked and unassigned and is the property of Plaintiff. 

XIV. Plaintiff has a valid trademark and good-will in the word 
OXOLIN and the defendants do not. 


XV. Plaintiff has made extensive use of its trademark OXOLIN on 
goods in California. 

XVI. Plaintiff has by use a valid trademark under the laws of the 
State of California. 
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XVII. The Defendants, Olaus T. Hodnefield and Kay O. Anderson, 
have heretofore formed a partnership under the name of De-Oxo-Lin 
Chemical Products. 

XVIII. The business of the aforesaid partnership of Defendants is 
to manufacture and sell a liquid fire-retardant which is applied by brush, 
spray-gun or dipping, to wooden structures as a preservant. 

XIX. The aforesaid partnership has sold said fire-retardant material 
under the name of DE-OX0-LIN. 

XX. That the product sold by the aforesaid partnership under the 
name DE-OXO-LIN is sold to railroads and other similar customers who are 
eustomers of the Plaintiff. 

XXI. The Defendants, Olaus T. Hodnefield, Kay O. Anderson, Harold 
Henderson and Edward Z. Christensen, heretofore have formed a partner- 
ship under the name of the Seal-Oxo-Lin Co. 

XXII. The business of the last set forth partnership of Defendants is 
to manufacture and sell a liquid fire-retardant which is applied by brush, 
spray-gun or dipping, to wooden structures as a preservant. 

XXIII. The last set forth partnership of Defendants has sold said 
fire-retardant material under the name of SEAL-OXO0-LIN. 

XXIV. That the product sold by the last set forth partnership under 
the name of SEAL-OXO-LIN is sold to railroads and other similar customers 
who are customers of the Plaintiff. 

XXV. Plaintiff has preceded the Defendants in use of the trademark 
OXOLIN by many years. 

XXVI. Plaintiff and Defendants sell their products to substantially 
the same purchasers. 

XXVII. The trademark oxoLIn owned by Plaintiff is a valid fanciful 
mark and was coined by Plaintiff more than twenty years prior to any use 
whatsoever of the Defendants. 

XXVIII. The trademark oxo.uin is a highly distinctive mark. 

XXIX. The word oxouin has no meaning in the English language. 

XXX. The mark oxo.in is entitled to protection both as a trademark 
and a trade name. 

XXXI. Defendants have infringed Plaintiff’s trade name and trade- 
mark OXOLIN by the sale of their fire-retardant liquids with the trademark 
DE-OXO-LIN attached thereto. 

XXXII. Defendants have infringed Plaintiff’s trade name and trade- 
mark OXOLIN by the sale of their fire-retardant liquids with the trademark 
SEAL-OXO-LIN attached thereto. 

XXXIII. Defendants have unfairly competed with Plaintiff by using 
the style and designation of DE-oxo-LIn Chemical Products as a trade name. 

XXXIV. Defendants have unfairly competed with Plaintiff by using 
the style and designation of SEAL-OXO-LIN Co. as a trade name. 
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XXXV. Defendants’ use of DE-Oxo-LIN and its attachment to the goods 
sold by Defendants is of a character that is likely to result in confusion as 
to the manufacturer of said products. 

XXXVI. Defendants’ use of SEAL-OXO-LIN and its attachment to the 
goods sold by Defendants is of a character that is likely to result in con- 
fusion as to the manufacturer of said products. 

XXXVII. Defendants’ use of DE-OxO-LIN and SEAL-OXO-LIN has re- 
sulted in confusion between Plaintiff and its products and Defendants. and 
their products. 

XXXVIII. Plaintiff’s priority of use of oxoLIN has been thoroughly 
established. 

XXXIX. Plaintiff’s trademark oxoLIn is a means by which Plaintiff’s 
goods are distinguished from the goods of others and said trademark has 
become and now is distinctive of Plaintiff’s goods and indicates to the trade 
and public that Plaintiff is the source and origin of said goods. 

XL. Defendants’ uses of the trade names and styles of DE-Ox0-LIN 
CHEMICAL PRODUCTS and SEAL-OXO-LIN CO. are both calculated to and do 
unfairly compete with Plaintiff’s business under Plaintiff’s trademark 
OXOLIN. 


CONCLUSIONS OF LAW 


1. This Court has jurisdiction of the subject matter and the parties 
to this action. 

2. OXOLIN is a valid common law trademark owned by Plaintiff. 

3. OXOLIN is a valid trademark under the law of the State of Cali- 
fornia owned by Plaintiff. 

4. Plaintiff’s Federal registration of its trademark OxoLIN is valid, 
subsisting, unrevoked and uncancelled and is the property of Plaintiff. 

5. The use by Defendants, individually or severally, of DE-oX0-LIN as 
a part of a name or business style and as a trademark infringes Plaintiff’s 
Federally registered trademark OxoLin. 

6. The use by Defendants, individually or severally, of SEAL-OX0-LIN 
as a part of a name or business style and as a trademark infringes Plaintiff’s 
Federally registered trademark OXoLiIn. 

7. The use by Defendants, individually or severally of DE-oxo-LIN 
CHEMICAL PRODUCTS as a name or business style or trade name constitutes 
unfair competition with Plaintiff and infringes Plaintiff’s Federally 
registered trademark OXOLIN. 

8. The use by Defendants, individually or severally, of SEAL-Ox0-LIN 
co. as a name, or business style or trade name constitutes unfair competi- 
tion with Plaintiff and infringes Plaintiff’s Federally registered trade- 
mark OXOLIN. 

9. Defendants’ sale and offering for sale of products bearing the 
trademark DE-oxo-LIN infringes Plaintiff’s Federally registered trade- 
mark OXOLIN. 








Vol. 46 T. M. R. RANDOLPH REFINING CORP. v. SHAPIRO 455 


10. Defendants’ sale and offering for sale of products bearing the 
trademark SEAL-OXO-LIN infringes Plaintiff’s Federally registered trade- 
mark OXOLIN. 

11. The acts of Defendants constitute unfair competition with the 
Plaintiff. 

12. It is inevitable that the use made by Defendants of DE-oxo-LIN 
and SEAL-OXO-LIN is likely to create confusion. 

13. Defendants’ sale and offering for sale of products bearing the 
trademark DE-OXO-LIN or SEAL-OXO-LIN infringes Plaintiff’s California 
trademark OXOLIN. 

14. Plaintiff is entitled to a judgment restraining the Defendants, 
their agents, servants, employees, privies, successors or assigns and all 
holding by, through or under them from 

(a) using or continuing to use the name DE-OXO-LIN or SEAL-OXO-LIN 
in connection with their business or any of the products which they 
manufacture or sell; 

(b) doing any act or any calculated thing to induce the belief that 
the Defendants or their goods or products are in any way connected with 
Plaintiff or its goods or products. 

15. Plaintiff is entitled to recover its costs in this action. 


RANDOLPH REFINING CORP. v. SHAPIRO 
Mass. Sup. Jud. Ct. — February 2, 1956 


CoMMON LAW TRADEMARKS—NATURE OF RIGHTS 


The chief function of a trademark is to identify origin or ownership of the 
article to which it is affixed or to indicate that it emanates from the same, though 
possibly anonymous source, as goods that have already given satisfaction. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF 
Trademark infringement involves confusion of origin, not confusion of goods. 


Suit for trademark infringement involving plaintiff’s prior mark SOMNI-CAPS 
and defendants SOMNICAPS, both used on sedatives, dismissed upon ground that 
plaintiff’s mark was descriptive of the goods and no secondary meaning had been 
established therefor. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DrEss or GOODS 


Suit for unfair competition based upon package similarities between plaintiff’s 
SOMNI-CAPS and defendant’s SOMNICAPS dismissed where comparison showed similarity 


only in the size and shape of the bottles with the labels different in color, lettering, 

composition and general appearance. 

Action by Randolph Refining Corp. v. Harry Shapiro for trademark 
infringement and unfair competition. Plaintiff appeals from decree for 
defendant by Superior Court, Suffolk Cty., Massachusetts. Affirmed. 


Harold E. Cole, of Boston, Massachusetts, for plaintiff. 


Arthur D. Thomson and Louis Steinberg, of Boston, Massachusetts, for 
defendant. 
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Before Qua, Chief Justice, and WuxkIns, SpaupiIne, WILLIAMS and 

WHITTEMORE, Justices. 

WILEINS, Justice. 

In this bill in equity the plaintiff seeks damages and an injunction 
against the sale by the defendant of sedatives in the form of bottled 
capsules bearing the name somNicaPs. From a decree dismissing the bill 
the plaintiff appealed. The judge made a report of the material facts 
found by him. The evidence is not reported. 

The plaintiff is a “one-man” corporation. One Mandorf is its president, 
treasurer, and sole employee. He conducts a small drug business from his 
home. The defendant is a New England salesman on commission for a 
New York pharmaceutical company. In 1951 the United States Food and 
Drug Administration permitted the sale, without a doctor’s prescription, 
of a nontoxic, non-narcotic sedative, the chemical name of which is metha- 
pyrilene hydrochloride. The compound is said to be “an aid for the relief 
of sleeplessness (insomnia),” and is so advertised by its sellers. Many com- 
panies which produce and sell it preceded the plaintiff in the field. 
Irrespective of the trade name or the manufacturer, the chemical formula 
and the product are identical. 

In February, 1954, the plaintiff, after buying a quantity of capsules 
of the compound from a manufacturer, put thirty-six capsules in plastic 
bottles labeled somni-caps, and sold them in units of one dozen bottles to 
druggists. The name was selected, according to Mandorf, because it tended 
to describe the nature and quality of the commodity, which was in capsule 
form and was supposed to induce sleep. Mandorf had first consulted a 
publication of the drug trade, in which a list of “product information” 
contained items described by names based on the Latin word somnus such 
aS SOMNATABS, SOMNADEX, and SOMNITABS. 

In May, 1954, the plaintiff filed the trademark somnicapPs with the 
United States Patent Office. Publication of the name appeared in the 
Official Gazette of that office on November 2, 1954. Within thirty days 
of publication notice of opposition to a claim may be filed. Neither the 
filing nor the publication constitutes registration. The cost to the plaintiff 
of a bottle of thirty-six capsules is eighteen and one third cents, exclusive 
of his own labor. The plaintiff sold to the retailer twelve bottles for $12.38. 
The retailer’s price to the consumer was $2.25 a bottle. The plaintiff’s 
sales, which were made largely in this Commonwealth, totalled $12.15 in 
February, 1954, and mounted more or less steadily to $955.63 in August, 
1954. In September there was a marked falling off, and in November the 
sales were only $84.58. The plaintiff advertised on a small scale, using 
the phrase, THE ORIGINAL SOMNICAPS. 

In August, 1954, the defendant received for sale from his company 
an item called somnicaps. The spelling is the same as that of the plaintiff’s 
product except for the hyphen. The bottles in which the capsules are sold 
are the same size as the plaintiff’s but are otherwise readily distinguishable. 
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The plaintiff’s bottle is of clear plastic, the defendant’s of white nontrans- 
parent plastic. The labels differ as to color, lettering, composition, and 
general appearance. The defendant sold the bottles at $5.40 a dozen. He 
did not know until August, 1954, when he made a sale to a previous 
eustomer of the plaintiff, that it was selling the same commodity. In 
October, 1954, the defendant received a letter of protest from the plaintiff’s 
lawyer and thereafter made no sales before the filing of the report of 
material facts. 

The judge found that the plaintiff adopted somMNiI-caps as its trade- 
mark ; that such adoption was prior to any sale by the defendant; that the 
word SOMNI-cAPs is descriptive of the character of the plaintiff’s product 
and was adopted for that purpose; that the word has not acquired any 
special significance or secondary meaning as applied to the plaintiff, and 
is not associated in the public mind to any extent with the plaintiff as 
the source of the product; that there is not, and cannot be, any deception 
of the public, as the ingredients of the two products are identical; that 
the interest of the public is in what the product is and does, and the origin 
or name is without consequence; that the defendant had no purpose to 
deceive anyone or to cause injury to the plaintiff; that the similarity of 
names is purely accidental; and that the sales of the defendant did not 
come from any confusion with the plaintiff’s product, but were due to his 
price being substantially less for an identical commodity in a more attrac- 
tive package marketed by an established pharmaceutical house. 

“The chief function of a trademark is to identify the origin or owner- 
ship of the article to which it is affixed or, at least, to indicate that it 
emanates from the same, though possibly anonymous, source as other goods 
that have already given the consumer satisfaction.” Broeg v. Duchaine, 
319 Mass. 711, 712, 69 USPQ 627, 628. (36 TMR 207) Trademark infringe- 
ment involves confusion of origin, not confusion of goods. Nims, Law of 
Unfair Competition & Trademarks (4th ed.) 671. The judge, in reliance 
on Mandorf’s own statement of his purpose, found that the plaintiff’s 
intention was to adopt a name descriptive of capsules for insomnia. 
SOMNI-caPs thus appears to be a word identifying the goods rather than 
their maker or seller. The plaintiff cannot now be heard to complain that 
there was error in the judge’s conclusion that the word when selected was 
descriptive. In the beginning, therefore, the plaintiff had no trademark 
in SOMNI-CAPS. 

The next question, which the plaintiff does not argue, but as to which 
there is an allegation in the bill, is whether the name has acquired a 
secondary meaning. Jenny Manuf. Co. v. Leader Filling Stations Corp., 
291 Mass. 394, 398-399, 26 USPQ 185, 187 (25 TMR 521). Gould Engineer- 
ing Co. v. Goebel, 320 Mass. 200, 204, 71 USPQ 41, 43, (36 TMR 365). 
Nims, Law of Unfair Competition & Trademarks (4th ed.) §37. The judge 
has unequivocally found that it has not acquired such a meaning. This 
finding cannot be impeached on this record. 
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The plaintiff argues that the defendant has competed unfairly with 
the plaintiff by selling goods in a package of the same size and shape 
which has the same general appearance. This contention is substantially 
at variance with the explicit findings that only the shape of the bottle 
was the same, and that everything else, including general appearance, 
was different. An examination of the exhibits attached to the bill amply 
sustains the judge’s findings. 

Decree affirmed. 





MURRAY v. MERIANS 
N. Y. Sup. Ct., Spec. Term, N. Y. Cty. — February 17, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF 

The simple test of unfair competiton is whether or not the resemblance in the 
goods of the parties is caleulated to deceive. So far as equity is concerned the 
controlling question is whether the act complained of is fair or unfair. 

In an action to enjoin a competitor from simulating the decorative features 
of a special contour shoe, plaintiff sustained the burden of showing that certain of 
the features were nonfunctional, that they served to identify his shoes, that pur- 
chasers were moved to purchase his shoes because of source and that there existed 
a fair likelihood of confusion if the defendant continued to sell a shoe identical to 
plaintiffs in all respects. 

REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF 

Likelihood of confusion found to exist in defendants practice of simulating 
nonfunctional details of plaintiff’s contour shoes although they could not be casually 
purchased, costing $70 a pair, but rather had to be custom made from individual 
casts. ‘he court concluded, however, that the display of defendant’s shoes might 
lead purchasers to believe that the shoes were designed by plaintiff. There was no 
occasion for defendants copying except for the purpose of unfair competition. 
Injunction granted restraining defendants use of distinctive features of plaintiffs 
shoes and further requiring defendant to affix his name to all shoes made by him. 
Action by Murray v. Merians for unfair competition. Judgment for 

plaintiff. 

Edmund B. Bellinger of New York, N. Y. for plaintiff. 
Edward Morrison of New York, N. Y. for defendant. 
Foster, Justice. 

Plaintiff seeks to enjoin alleged unfair competition on the part of the 
defendant in the manufacture and sale of so-called contour shoes. The 
proof indicates that plaintiff was the originator of at least one method of 
making shoes from a plaster cast to conform to the shape and contour of 
the human foot. He has his own distinctive and unique method of making 
a cast for each shoe and in 1949 certain patent rights were granted to him 
covering the design and method of making his shoes. The defendant also 
manufactures and sells form fitting shoes built upon a plaster cast that, 
so far as outward looks are concerned, are identical in appearance with 
those manufactured by the plaintiff. 

However, this controversy involves no issue as to patent rights, nor is 
the proof sufficient to justify a finding that plaintiff is entitled to an 
exclusive proprietory right in the use of the phrase “contour shoes” for 
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the purpose of advertising. Plaintiff’s chief complaint is that his shoes, or 
at least the great bulk of them, have certain raised lines or cords that 
constitute a distinctive decorative design which the defendant is imitating. 
Plaintiff asserts that such raised lines or cords are wholly nonfunctional, 
with the exception of the cords around the platform of each shoe, and being 
purely decorative in character amount in reality to a signature identifying 
his particular product. The proof indicates clearly, and indeed the de- 
fendant does not deny, that he uses raised lines or cords on his shoes that 
are identical in appearance with those used by the plaintiff. He claims, 
however, that such lines or cords are not purely decorative, but quite to 
the contrary are functional in character and necessary for support in 
each area of the shoe where they are used. Moreover, defendant urges that 
the use of such lines and cords belong to the public domain and plaintiff 
has not established an exclusive right to their use. 

Under principles that denote the essentials of unfair competition 
plaintiff had the burden to show: (1) That the design and use of cords 
on his shoes were merely decorative and mark a distinction which identifies 
his product; (2) that purchasers were moved to buy his product because 
of its source; (3) that there is a fair likelihood of confusion in the minds 
of prospective purchasers if the defendant is permitted to market a type 
of shoe identical in all respects with those manufactured by the plaintiff, 
Mavco Inc. v. Hampden Sales Assn., 273 App. Div. 297, 77 USPQ 62 
(38 TMR 568); Lucien Lelong, Inc. v. Lander Co., Inc., 164 F.2d 395, 
75 USPQ 302 (38 TMR 57). 

As to the first proposition I am not persuaded that all the cords used 
by the plaintiff on his shoes are purely decorative, or that they may be 
justly said to be an original design. From the proof, including a visual 
inspection of several shoes in evidence, I should say that the cord running 
entirely around the plaintiff’s shoe and some distance above the welt— 
the socalled moccasin line—is not merely decorative and serves a functional 
purpose in supporting and shaping the lower part of the shoe. It is quite 
apparent that plaintiff did not originate this particular line or cord. It 
was in common use long before he began to make form fitting shoes. The 
same may be said in a lesser degree of the vertical cords on the back part 
of the shoe, the notch in the center top of the heel and the cord around 
the top of the shoe. The most that can be said for plaintiff’s case with 
respect to such cords is that the proof leaves it uncertain whether they 
serve a definite functional purpose, and also whether they are an original 
conception of the plaintiff. Hence, with respect to them the plaintiff 
failed to sustain the burden of proof. But when it comes to the cords 
running down the front part of the shoe to the toe, in a sort of splay design, 
it is my opinion from the evidence that these serve no functional purpose 
and constitute a purely decorative design which serves to identify the 
plaintiff’s product. They appear to be an original and unique conception 
of the plaintiff. There is no credible evidence that any shoemaker used 
them in the same manner before plaintiff adopted them. 
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As to the second proposition the plaintiff sufficiently demonstrated by 
way of substantial proof that purchasers are moved to buy his product 
because of its source. He has shown that he pioneered the development 
of his own unique contour fitting shoe and by dint of much educational 
publicity built up substantial good will and a public demand for his product. 

The third proposition, i.e., the likelihood of confusion among prospec- 
tive purchasers because of the similarity in appearance between plaintiff’s 
and defendant’s shoes presents a more difficult problem. Defendant points 
out rather forcefully that people interested in this type of shoe are not apt 
to be easily deceived. As made by either party it is a custom proposition 
and cannot be casually purchased by a visit to an ordinary shoe store. 
Each shoe is made from a cast and it takes some time to make them, and 
besides this they are quite expensive, ranging around $70 a pair. Neverthe- 
less I think the evidence as a whole reveals unfair competition on the part 
of the defendant. While it is conceded that he has the right to make and 
sell shoes contoured to the human foot, he has gone beyond that and pro- 
duced shoes that similate in every detail of outward appearance, including 
cords, the product of the plaintiff. The display of his shoes in a show 
window might well lead prospective purchasers, even though the article 
is to be custom made, to the belief that they were looking at shoes designed 
by the plaintiff. The simple test of unfair competition is whether the 
resemblance in articles of this character is such that it is calculated to 
deceive. Fischer et al. v. Blank, 188 N.Y. 244-252. And so far as equity 
is concerned the controlling question is whether the act complained of 
is fair or unfair. Fischer v. Star Co., 231 N.Y. 414. 

I am constrained therefore to find that plaintiff is entitled to some 
injunctive relief. The problem presented is how far the restraint should 
go. All contour fitting shoes have a rather close resemblance to each other, 
and this the defendant cannot help; nor can he be restrained on account 
of this alone because it is conceded that he has a right to make this type 
of shoe. As heretofore indicated certain cords or lines may be necessary to 
furnish support to the body of such a shoe in certain areas—at least the 
plaintiff has failed to prove clearly that they are not so needed. As to 
such cords or lines the plaintiff cannot justly claim a proprietory right. 
But the cords or lines he uses in the front of his shoe, running in a splay 
fashion down to the toe thereof, appear to be purely decorative and in 
the nature of an identifying design peculiar to his product. There was no 
oceasion for defendant to copy them except for the purpose of unfair 
competition. I conclude therefore that defendant should be restrained from 
using these particular lines or cords on his shoes and also that be should be 
directed to plainly label the shoes of his make under his own name whenever 
he displays them or advertises them for sale. 


Judgment directed accordingly with costs. Settle decision and judg- 


ment. 
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SKIL-CRAFT CORPORATION v. M. LOBER & ASSOCIATES et al. 
No. 105-184 — D.C., $.D. New York — February 24,1956 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
Proceedings were instituted in Patent Office to cancel plaintiff’s registration, 

and five days thereafter plaintiff brought suit against defendant for infringement 
of statutory and common law rights in mark; injunction and damages; asserting 
that issues before Office are same as those in case, defendant moved to stay suit 
until Office determines cancellation proceedings; motion is not well founded; in 
Office only issue is whether plaintiff is entitled to statutory protection for mark; 
determination there adverse to plaintiff leaves unaffected its common law rights 
to use of mark; irrespective of outcome of Office proceeding, plaintiff is free to seek 
such relief as courts may award. 


COURTS—PLEADING AND PRACTICE 
Separate statement of claims is required only when several claims are stated 
founded on separate transactions or occurrences; use of term “unfairly trade” 
does not change essential nature of claim, and dilatory motion for separate state- 
ment and numbering is denied. 


Action by Skil-Craft Corporation v. M. Lober & Associates and Morris 
Lober for trademark infringement. Defendants move to stay proceedings 
and to require plaintiff to separately state and number claims set out in 
complaint. Motion denied. 


Emanuel R. Posnack, of New York, N. Y., for plaintiff. 


Irving I. Erdheim and Erdheim & Armstrong, of New York, N. Y., for 
defendants. 


Bicks, District Judge. 


Proceedings were instituted on November 25, 1955 in the United States 
Patent Office to cancel the registration of trademark HANDY ANDY issued 
to plaintiff on November 28, 1950, Registration No. 534,012. Five days 
thereafter plaintiff brought the instant suit. 

The complaint alleges that plaintiff has statutory and common law 
rights to said mark and that the defendants, contriving to obtain for them- 
selves the benefits and value connected therewith and to encroach and 
unfairly trade upon and profit from plaintiff’s established good will and 
property rights therein, have wrongfully adopted and used the same. An 
injunction against further infringement and damages are sought. Juris- 
diction is founded on diversity of citizenship and 28 U.S.C.A. § 1338. 

Asserting that the issues before the Patent Office are essentially the same 
as those presented in this case the defendants have moved to stay this suit 
until the Patent Office determines the cancellation proceedings. This con- 
tention is not well founded. In the Patent Office the only issue is whether 
the plaintiff is entitled to statutory protection for the mark. Willson v. 
Graphol Products Co., 188 F.2d 498, 89 USPQ 382 (41 TMR 591) (C.C.P.A. 
1951). A determination there, adverse to the plaintiff, will leave unaffected 
its common law rights to the use of the mark. Dwinell-Wright Co. v. White 
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House Milk Co., 44 F.Supp. 423, 52 USPQ 578 (32 TMR 102), (W.D. N.Y. 
1942) aff’d 132 F.2d 822, 56 USPQ 120 (33 TMR 2) (C.C.A. 2d 1943) ; 
House of Westmore v. Denney, 151 F.2d 261, 66 USPQ 373 (35 TMR 318) 
(C.C.A. 3rd 1945); Dwinell-Wright Co. v. National Fruit Product Co., 
129 F.2d 848, 54 USPQ 149 (32 TMR 326) (C.C.A. Ist 1942). Irrespec- 
tive of the outcome of the Patent Office proceeding the plaintiff is free 
to seek such relief as courts of law or equity may award. MclIlhenny Co. v. 
Gaidry, 253 F. 613 (8 TMR 283) (C.C.A. 5th 1918) ; Trappey v. McIlhenny 
Co., 281 F. 23 (12 TMR 179) (C.C.A. 5th 1922) cert. denied 260 U.S. 
733 (1922); Patton Paint Co. v. Sunset Paint Co., 290 F. 326 (13 TMR 
335) (C.A. D.C. 1923). 


Defendants have also moved to require the plaintiff to separately state 
and number the claims set out in the complaint. This motion is founded 
upon the erroneous assertion that more than a single claim within the con- 
templation of Rule 10(b) F.R.C.P. is alleged. Plaintiff sets out a not un- 
common and relatively simple fact situation. It asserts rights to a mark 
and that the defendants are infringing upon such rights to plaintiff’s 
injury. The use of the words “unfairly trade” which appear but once in 
the complaint does not change the essential nature of the claim. If infringe- 
ment is not established, the plaintiff, upon the facts set out in the com- 
plaint, will not be entitled to recover. Dilatory motions for separate state- 
ments are not to be encouraged. A separate statement of claims is required 
only when several claims are stated, founded on separate transactions or 
occurrences. 2 Moore, Federal Practice § 10.03 (2d. ed. 1951). An in- 
telligent responsive pleading should not be difficult. It will neither confuse 
the issues nor deprive the defendants of an orderly trial. 

Dixie Mercerizing Co. v. Triangle Thread Mills, Inc., 17 F.R.D. 8, 
104 USPQ 194 (45 TMR 481) (S.D. N.Y. 1955), Italian Swiss Colony 
v. Ambrose & Co. Ltd., 94 F.Supp. 896, 88 USPQ 472 (D. Colo. 1951), 
Brooks Bros. vy. Brooks Clothing of California Ltd., 60 F.Supp. 442, 65 
USPQ 301 (35 TMR 99) (S.D. Cal. 1946) aff’d 158 F.2d 798, 72 USPQ 
66 (C.A. 9th 1947), cert. denied 331 U.S. 824, 73 USPQ 550 (1947), and 
Esquire, Inc. v. Lewis, 16 F.R.D. 246, 108 USPQ 363 (45 TMR 53) (S.D. 
N.Y. 1954), have been urged upon the Court as requiring granting defend- 
ants’ application. General language in opinions passing upon similar mo- 
tions in other cases is helpful as delineating the criteria to be employed. 
Motions to separately state and number, however, are to be decided on an 
ad hoe basis depending upon the particular pleading under review. 


Defendants’ motion is in all respects denied. 
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IN RE VON CLEMM 
Appl. No. 6 — C.C.P.A. — December 8, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


CouRTS—J URISDICTION 
Jurisdiction of Court of Customs and Patent Appeals is limited to questions 
of law on appeal from Tariff Commission under provisions of Section 337 of Tariff 
Act of 1930; findings of fact by Commission may therefore be reviewed only to extent 
of determining whether record contains substantial evidence to support them. 


TarirF Act or 1930 

Section 337 provides broadly for action by Tariff Commission in cases involving 
“unfair methods of competition and unfair acts in importation of articles,” but does 
not define its terms nor set up a definite standard; quoted language is broad and 
inclusive and should not be held to be limited to acts coming within technical 
definition of unfair methods of competition as applied in some decisions; Congress 
intended to allow wide discretion in determining what practices are to be regarded 
as unfair. 

There is nothing in Tariff Act which requires that an industry must be of 
any particular size, or that more than one company must be involved before pro- 
tection provided by statute may be invoked. 

Validity of patent involved may not be questioned by Tariff Commission nor 
by Court of Customs and Patent Appeals in Tariff Act cases. 

Tariff Commission’s holding of unfair methods of competition and unfair 
acts in importation of patented stones is valid exercise of authority delegated by 
Congress; it is sufficient that importations have a tendency to do substantial 
injury to business of patent owner. 

Tariff Commission and Court of Customs and Patent Appeals need not refrain 
from acting in case because questions of validity of patent and infringement 
thereof are involved in suit pending in District Court. 


Appeal by Werner C. Von Clemm from decision of Tariff Commission 
under section 337 of 1930 Tariff Act. Affirmed; Cole, Judge, dissenting 
with opinion in which O’Connell, Judge, concurs. 

Alexander Kahan, of New York, N.Y., for Von Clemm. 
Richard Russell Wolfe, of Chicago, Illinois, for Linde Air Products 

Company. 


Warren E. Burger and John R. Benney for United States. 


Before O’ConNELL, Acting Chief Judge, and JoHNsON, WorLEY, CoLEe and 
JACKSON (retired), Associate Judges. 


WokrLEyY, Judge. 


This matter is before us on appeal by Werner C. Von Clemm from 
the findings and recommendation of the United States Tariff Commission, 
two members dissenting, pursuant to the provisions of section 337 of the 
Tariff Act of 1930. The findings and recommendation were made after an 
investigation by the Commission of a complaint instituted by Linde Air 
Products Company, a division of Union Carbide and Carbon Corporation, 
charging Von Clemm and others with unfair methods of competition and 
unfair acts in the importation of certain synthetic star rubies and sapphires, 
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allegedly corresponding to those described and made in accordance with 
the process claimed in Linde’s United States Patent No. 2,488,507. 

The pertinent portions of the applicable section of the Tariff Act 
are as follows: 

Sec. 337. Unfair Practices in Import Trade. 

(a) Unfair Methods of Competition Declared Unlawful.—Unfair 
methods of competition and unfair acts in the importation of articles 
into the United States, or in their sale by the owner, importer, con- 
signee, or agent of either, the effect or tendency of which is to destroy 
or substantially injure an industry, efficiently and economically oper- 
ated, in the United States, or to prevent the establishment of such an 
industry, or to restrain or monopolize trade and commerce in the 
United States, are hereby declared unlawful, and when found by the 
President to exist shall be dealt with, in addition to any other provisions 
of law, as hereinafter provided. 

(b) Investigations of Violations by Commission.—To assist the 
President in making any decisions under this section the commission 
is hereby authorized to investigate any alleged violation hereof on 
complaint under oath or upon its initiative. 

(ec) Hearings and Review.—The commission shall make such 
investigation under and in accordance with such rules as it may pro- 
mulgate and give such notice and afford such hearing, and when deemed 
proper by the commission such rehearing, with opportunity to offer 
evidence, oral or written, as it may deem sufficient for a full presenta- 
tion of the facts involved in such investigation. The testimony in every 
such investigation shall be reduced to writing, and a transcript thereof 
with the findings and recommendation of the commission shall be the 
official record of the proceedings and findings in the case, and in any 
ease where the findings in such investigation show a violation of this 
section, a copy of the findings shall be promptly mailed or delivered 
to the importer or consignee of such articles. Such findings, if sup- 
ported by evidence, shall be conclusive, except that a rehearing may 
be granted by the commission and except that, within such time after 
said findings are made and in such manner as appeals may be taken 
from decisions of the United States Customs Court, an appeal may be 
taken from said findings upon a question or questions of law only to 
the United States Court of Customs and Patent Appeals by the importer 
or consignee of such articles. * * * 

* * * * * 


(e) Exelusion of Articles from Entry.—Whenever the existence 
of any such unfair method or act shall be established to the satisfaction 
of the President he shall direct that the article concerned in such unfair 
methods or acts, imported by any person violating the provisions of 
this Act, shall be excluded from entry into the United States, and upon 
information of such action by the President, the Secretary of the 
Treasury shall, through the proper officers, refuse such entry. The 
decision of the President shall be conclusive. 

(f) Entry Under Bond.—Whenever the President has reason to 
believe that any article is offered or sought to be offered for entry into 
the United States in violation of this section but has not information 
sufficient to satisfy him thereof, the Secretary of the Treasury shall, 
upon his request in writing, forbid entry thereof until such investiga- 
tion as the President may deem necessary shall be completed; except 
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that such articles shall be entitled to entry under bond prescribed by 

the Secretary of the Treasury. 

As set forth above the jurisdiction of this court in cases such as the 
present one is limited to questions of law. Findings of fact by the Com- 
mission may, therefore, be reviewed only to the extent of determining 
whether the record contains substantial evidence to support them. 


The statute here under consideration provides broadly for action by 
the Tariff Commission in cases involving “unfair methods of competition 
and unfair acts in the importation of articles,” but does not define those 
terms nor set up a definite standard. As was noted in our decision in 
In re Northern Pigment Co. et al., 22 C. C. P. A. (Customs) 166, T. D. 
47124, 21 USPQ 573 (25 TMR 270) the quoted language is broad and 
inclusive and should not be held to be limited to acts coming within the 
technical definition of unfair methods of competition as applied in some 
decisions. The importation of articles may involve questions which differ 
materially from any arising in purely domestic competition, and it is 
evident from the language used that Congress intended to allow wide 
discretion in determining what practices are to be regarded as unfair. 


In the present case the Tariff Commission found as facts that the 
Synthetic Crystals Division of Linde Air Products Company, hereinafter 
referred to as Linde, is an efficiently and economically operated industry 
in the United States: that synthetic star stones of the kind described and 
claimed in Linde’s patent, No. 2,488,507, and made by the process described 
and claimed in that patent, have been imported into the United States by 
or on behalf of Von Clemm “in ever-increasing quantities” since 1951 “and 
are sold at prices below those at which Linde sells its stones;” that such 
practices involve unfair methods of competition and unfair acts in the 
importation of such stones; and that the tendency of such unfair methods 
and acts is to injure substantially Linde’s industry. 

On the basis of those findings, the Commission made the following 
recommendation : 

The Tariff Commission recommends that the President direct the 
Secretary of the Treasury to instruct customs officers to exclude from 
entry into the United States until and including November 14, 1966, 
synthetic star sapphires and synthetic star rubies (whether imported 
separately or as part of any article) described in, or made by the 
process disclosed in United States Letters Patent No. 2,488,507, except 
where the importation is made under license of the registered owner 
of said United States Letters Patent. 

It is not disputed that Linde is the owner of Patent No. 2,488,507, 
issued November 15, 1949, for “Synthetic Star Rubies and Star Sapphires 
and Process for Producing Same.” In our opinion the holding by the 
Tariff Commission that Linde’s Synthetic Crystals Division is an industry 
efficiently and economically operated in the United States is amply sup- 
ported by the record. There is nothing in the statute which requires that 
an industry must be of any particular size, or that more than one company 
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must be involved before the protection provided by the statute may be 
invoked. 

We have repeatedly held that in cases of this character, involving 
alleged unfair acts in connection with a patented article or process, the 
validity of the patent or patents involved may not be questioned by the 
Tariff Commission nor by this court on appeal therefrom, but that a 
regularly issued patent must be considered valid unless and until a court 
of competent jurisdiction has held otherwise. In re Frischer & Co. (Inc.) 
et al. (Appl. from U.S. Tariff Commission [BAKELITE case], 17 C.C.P.A. 
(Customs) 494, T.D. 48964; In re The Orion Co., 22 C.C.P.A. (Customs) 
149, T.D. 47123, 21 USPQ 563; and In re Northern Pigment Co. et al., 
supra. Since no such holding of invalidity is alleged here, Linde’s patent 
must be regarded as valid. 

The record clearly shows that Von Clemm has imported a number of 
synthetie star stones into the United States for sale, and the Tariff Com- 
mission found that such stones fell within the description of the article 
claims of Linde’s patent and were made by the process described in the 
process claims thereof. 

The first finding is amply supported by the testimony of Burdick, one 
of the inventors named in Linde’s patent, who explained in detail how the 
language of claim 19 was met by the imported stones. Moreover, Von 
Clemm, in answer to the question “I would like to ask you whether the 
German synthetic star sapphire or ruby that you import falls within the 
description [claim 19] ?,” replied Yes, sir. 

As to the finding that Von Clemm’s stones were made by the method 
described in the process claims of the patent, the evidence is less con- 
elusive. Burdick admittedly did not know by direct evidence how the 
stones were made, but gave as his conclusion, based on tests which he 
described, that they must have been made by the patented process. 
Burdick’s testimony, coupled with Von Clemm’s failure to explain how the 
imported stones were made, or to enter anything more than a general denial 
based on information and belief of the allegation that his stones were made 
in the manner described in the patent, was considered by the Commission 
to be sufficient to conclude that they were so made. Under such circum- 
stances we are unable to agree with appellant that such conclusion is not 
supported by substantial evidence. 

Von Clemm testified that he obtained a copy of Linde’s patent early 
in 1950 and, as already noted, admitted that the stones imported by him 
answered the description of an article claim of that patent. In view 
thereof, and of the previously mentioned holdings of the Commission with 
respect to such stones, we conclude that the Commission’s holding of unfair 
methods of competition and unfair acts in the importation of the stones is 
a valid exercise of the authority delegated by the Congress and is supported 
by substantial evidence, 
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While the record does not show that Linde has as yet been substantially 
damaged by Von Clemm’s action, in our opinion it sufficiently supports 
the holding that such actions have a tendency to injure substantially 
Linde’s synthetic Crystals Division, within the meaning of section 337 
of the Tariff Act of 1930. 

It is urged by Von Clemm that the Tariff Commission should have 
refrained from acting in this case and that this court should also refrain 
from acting since the questions of validity of Linde’s patent and infringe- 
ment thereof by Von Clemm’s stones are involved in a suit now pending 
between appellant and Linde in the United States District Court for the 
Southern District of New York. We are aware of no statute, however, 
which would justify, much less require, which court to ignore the provisions 
of section 337, supra, which we must necessarily regard as requiring timely 
disposition of appeals arising thereunder. 

As pointed out in In re The Orion Co., supra, any order which may 
be issued by the President may be corrected in the event of a subsequent 
holding of invalidity of a patent. Moreover, under section 337, supra, the 
President may, in his discretion, provide for entry of the disputed mer- 
chandise under bond pending, inter alia, final determination of the issues 
of validity and infringement. 

Appellant criticizes the recommendation of the Commission on the 
ground that it would in effect place upon the customs officials the duty of 
interpreting Linde’s patent and determining whether imported stones 
correspond to the patent claims or were made by the process described 
therein. However, the language of section 337(e), supra, seems clearly to 
contemplate an order of the type recommended. We note that recommenda- 
tions for orders similar to the present one were made by the Tariff Com- 
mission in the Frischer, Orion, and Northern Pigment cases, supra. 

In our opinion the record fully supports, as a matter of law, the 
findings and recommendation of the Tariff Commission. Accordingly, the 
decision appealed from is affirmed. 

JACKSON, Judge, retired, recalled to participate. 
CoLe, Judge, dissenting. 

I respectfully dissent from the decision of the majority in this case. 

An analysis of what has happened in the case will indicate the 
primary reason for my disagreement. In effect, a patent owner, upon a 
showing that a product literally described by his claims has been imported 
and sold in the United States, has obtained from the Tariff Commission a 
recommendation for an order that all articles which infringe his patent, 
or are made by a process which infringes his patent, be excluded from the 
United States. 

As far as I can see from a reading of the majority opinion, there are no 
circumstances under which an owner of a United States patent could not get 
—without submitting to a validity contest—such a recommendation, when- 
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ever he can show that literally infringing articles are being imported and 
sold. There has been no inquiry into the validity of the patent, nor into the 
prior art to limit the claims. There has been no finding of actual injury to 
the patent owner; the mere fact that there have been substantial sales has 
been found sufficient to establish a tendency to injure sufficient to support an 
exclusion order. There has been no finding of fraud or deceit on the part of 
the importer. So far as appears from this case, all that is necessary to get an 
exclusion recommendation from the Tariff Commission is (1) that there be 
an owner of a United States Patent; and (2) that there be importations and 
sales of an article which infringes (either by itself or by the process by 
which it was made) the literal wording of the patent claims. It might 
be wondered if step (2) is really necessary, since the recommended order 
(quoted in the majority opinion) still leaves to the customs officials the 
duty of determining whether each imported article infringes the patent. 
Apparently, the question of infringement would have to be determined 
anew on each importation, and, if so, there would seem to be no reason 
to undergo the expense of a hearing before the Tariff Commission. The 
Commission could simply recommend the exclusion of any article which 
infringed, or was made by a process which infringed, the patent. Then, 
if there were actually no infringing articles being imported, no one would 
be harmed by the order. 

Carrying the majority opinion to its logical conclusion, the only func- 
tion of the Tariff Commission is to determine whether the complaining 
American manufacturer has a patent. In other words, it seems fair to 
conclude that section 337 has been construed to mean that any article 
which infringes, or is made by a process which infringes, the claims of a 
United States patent, may be barred from importation into the United 
States, upon the mere application of the patent owner. While Congress 
undoubtedly has the power to enact such a law, certainly, if such a meaning 
was intended, Congress would have said so in such clear language as the 
situation deserves. It seems to me that a result such as has been reached 
in this ease was clearly outside the contemplation of Congress in enacting 
the statute. 

While the obvious and irreconcilable consequences of the decision are 
sufficient upon which to base this dissent, I here briefly point out some of 
the difficulties overlooked by the majority opinion. 

First, we are encountered with the question of whether mere literal 
infringement without more is an unfair method of competition or an un- 
fair act in importation. In domestic infringement cases, it has been gen- 
erally held that infringement alone is insufficient to support a count of 
unfair competition. See Unit Const. Co. v. Huskey Mfg. Co., 241 F. 129 
(7 TMR 428), and R. R. Donnelley & Sons Co. v. Haber et al., 43 F.Supp. 
456, 52 USPQ 445. While this court has sustained recommendations of the 
kind here involved in the Frischer, Orion, and Northern Pigment cases 
cited in the majority opinion, there are important differences between those 
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eases and the instant case. In the first two—Frischer and Orion—definite 
holdings of “palming off” as well as infringement were made, and the 
recommendations were clearly based in part at least on such holdings. 
While the Northern Pigment case also involved facts other than infringe- 
ment, there are statements in the court’s opinion therein which suggest 
that infringement alone might be enough to establish unfair competition. 
This latter case so far as it relates to process claims was overruled in 
In re Amtorg Trading Corp., 22 C.C.P.A. (Customs) 558, T.D. 47583, 
24 USPQ 315, in a lengthy opinion which discusses unfair methods of 
competition but does not seem to rule definitely on whether infringement 
alone is one of them. 


It can be said, therefore, that this court has not yet approved a rec- 
ommendation under section 337 based on infringement alone. At best there 
is merely some dicta tending toward that conclusion, but other contrary 
dicta are also present in the same group of decisions. I prefer to embrace 
the statement of Chief Judge Garrett in his very able dissenting opinion 
in the Frischer case that he knew of no ease in which infringement alone 
had been held to constitute an unfair method of competition. 


Second, there is the problem of the validity of the patent, and the 
scope of the claims. It must be admitted that our earlier decisions have 
held that the Tariff Commission is not free to inquire into the validity of 
the patent. However, that does not necessarily mean that the Tariff Com- 
mission should not look at the prior art to determine the proper scope of 
the claims for the purpose of resolving the question of infringement. Fur- 
thermore, it is to be seriously questioned whether, in the circumstances of 
this case where no actual or impending damage has been shown, the Tariff 
Commission should not have suspended its proceedings to await the out- 
come of the declaratory judgment suit filed by importer (referred to in 
the majority opinion and now pending in the Southern District of New 
York). Its action in proceeding with this rather extraordinary remedy 
when the actual damage to the patent owner could be adequately recom- 
pensed in the declaratory judgment suit, seems extremely dubious, if not 
an abuse of discretion. The outcome of that case would conceivably re- 
sult in complete justice to all parties. Indeed, since in that case the entire 
question of validity and infringement could be litigated and disposed of, 
the outcome of that case would be more likely to secure complete justice 
than these proceedings. If that case should be resolved favorably to com- 
plainant here, the decision should be of inestimable value to the Tariff 
Commission in the event the section 337 proceeding were still deemed de- 
sirable. 

Third, it is to be questioned whether the phrase in section 337 that 
there must be a “tendency * * * to * * * substantially injure an industry” 
has not received a broader interpretation than the statute contemplated. 
In this case no actual loss of sales has been shown. Instead, mere con- 
jectural and conceivable loss of sales has been held to have a tendency to 
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substantially injure an industry. From the context, coupled as the phrase 
is with “to destroy,” it would seem that Congress contemplated a crippling 
injury, one which verged on the brink of destruction, rather than, as here 
indicated, a mere competitive nuisance. 


Fourth, it is to be noted that the “industry” protected here is the in- 
dustry of making synthetic star rubies and sapphires—which industry is 
apparently conducted solely by the patent owner, Linde Air Products Co. 
Normally, one manufacturer does not make an industry. Perhaps the in- 
quiry made by the Tariff Commission should have been whether the im- 
portations had a tendency to substantially injure the domestic synthetic 
gem industry, rather than considering only complainant’s business. Even 
admitting that the sales of the imported article have a tendency to sub- 
stantially injure Linde, the sole American producer of star rubies and 
sapphires, it does not follow that the domestic synthetic gem industry as 
a whole is substantially injured. 

At this time I do not wish to do more than note my disagreement with 
the conclusion reached by the majority, and to indicate some of the possible 
underlying misapprehensions which may have been the cause of the error. 
That there is error, I have no doubt, as the result reached here is so in- 
consistent with the wording of the statute as to be plainly wrong. 


O’ConNELL, Judge, concurs in this dissent. 





MINNESOTA MINING & MANUFACTURING COMPANY v. 
MINNESOTA LINSEED OIL PAINT COMPANY (by change of name, 
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OIL PAINT COMPANY (by change of name, MINNESOTA PAINTS, 
INC.) v. MINNESOTA MINING & MANUFACTURING COMPANY 


Appl. Nos. 6111-3 — C.C.P.A. — January 20, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Application under Section 2(f) for MINNESOTA, as used on coated abrasives 

such as sandpaper, previously registered by applicant in 1937 under 1920 Act 
opposed by registrant of same mark used on paints and linseed oil. Opposition 
sustained and affirmed by Court of Customs and Patent Appeals upon a finding that 
the respective goods are sold through same channels, to the same class of pur- 
chasers and for conjoint, use by them. Likelihood of confusion confirmed by appli- 
cant’s own promotional materials suggesting that retailers tie in the sale of paints 
with sandpaper. 

TRADEMARK AcT OF 1946—REGISTRABILITY—GEOGRAPHIC TERMS 

REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Opposition based upon contention that applicant’s mark MINNEsoTA for paints 
and wood stains was generally used to describe the state of origin of linseed oil 
and paints made therefrom and was thus incapable of exclusive appropriation not 
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substantiated by evidence. Opposition dismissed despite opposer’s registration and 
many years of use, subsequent to applicant’s, of word MINNESOTA as part of a com- 
posite mark in connection with coated abrasives (sandpaper), products found in 
concurrent proceeding to be sufficiently related to paints as to create a likelihood 
of confusion when same mark appears thereupon. 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposer who did not deal in goods covered by application held to be without 
standing to oppose registration for geographical descriptiveness. 


CANCELLATION PROCEDURE—IN GENERAL 
Registration under Section 2 of the 1905 Act cancelled where registrant had 
not in fact used the mark as a trademark for the required ten year period. Use of a 
word as part of a corporate name does not constitute trademark use. 


REGISTRATION PROCEDURE—EX ParTE REJECTION 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

In opposition proceedings, public interest is involved and it becomes the duty 
of the Commissioner to determine ex parte and irrespective of the parties’ conten- 
tion, whether a primary geographical term may be registered. 

Opposer having failed to establish that applicant’s mark MINNESOTA used on 
paints and wood stains, was generally descriptive of linseed oil produced in Min- 
nesota or made from Minnesota flax, C.C.P.A. nonetheless held that in view of the 
obvious geographical nature of the word and the extensive use thereof by the 
parties on a variety of goods, a mere affidavit under Section 2(f) asserting 
exclusive use was insufficient and the Commissioner was directed to give further 
ex parte consideration to the application. 


Opposition proceeding No. 27956 by Minnesota Linseed Oil Paint 
Company (by change of name, Minnesota Paints, Inc.) v. Minnesota Mining 
& Manufacturing Company, application, Serial No. 532,402, filed August 13, 
1947. Applicant appeals from decision of Examiner-in-Chief of Patent 
Office sustaining opposition. Affirmed. 

Opposition proceeding No. 28468 by Minnesota Mining & Manufactur- 
ing Company v. Minnesota Linseed Oil Paint Company (by change of 
name, Minnesota Paints Inc.), application, Serial No. 539,596 filed July 5, 
1947. Opposer appeals from decision of Examiner-in-chief of Patent Office 
dismissing opposition. Reversed; Johnson, Judge, dissenting without 
opinion. 

Cancellation proceeding No. 5463 by Minnesota Mining & Manufactur- 
ing Company v. Minnesota Linseed Oil Paint Company (by change of name, 
Minnesota Paints, Inc.), Registration No. 90,456 issued February 25, 1913, 
and renewed. Registrant appeals from decision sustaining petition. 
Affirmed. 

See also 43 TMR 1199, 1203, 1206. 


Harold J. Kinney and Mark W. Gehan (Carpenter, Abbott, Coulter & 
Kinney of counsel), of St. Paul, Minnesota, for Minnesota Mining & 
Manufacturing Company. 

Arthur 8. Caine, of Minneapolis, Minnesota, for Minnesota Paints, Inc. 

Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WorLEY and 
Coz, Associate Judges. 
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O’ConnELL, Acting Chief Judge. 

These are three appeals from the decisions of the Commissioner of Pat- 
ents acting through the Examiner-in-Chief. One of them is a cancellation 
proceeding, No. 5463, 98 USPQ 74 (43 TMR 1199) ; the other two are oppo- 
sition proceedings, No. 27,956, 98 USPQ 76, (48 TMR 1203), and No. 
28,468, 98 USPQ 72 (43 TMR 1206). The issues in all three cases overlap 
each other to a great extent and were determined in the Patent Office on 
the same date, July 1, 1953. All the proceedings were based upon the 
same record and exhibits, and while the three decisions were rendered by 
the Commissioner of Patents, and separate briefs have been filed here in 
each case, we shall dispose of the appeals in a single opinion.* 


Appeal No. 6111 


In this case appellant-applicant, Minnesota Mining, appeals from the 
decision of the Examiner-in-Chief, acting for the Commissioner of Pat- 
ents, 98 USPQ 76 (43 TMR 1203), affirming the action of the Examiner 
of Interferences sustaining the opposition No. 27,956 brought by Minne- 
sota Paints against Minnesota Mining to prevent its “re-registration” on 
the principal register of the word MINNESOTA, standing alone and nowise 
comprising any additional words or insignia, for use as a trademark on 
coated abrasives, such as sandpaper. Both parties took testimony, filed 
briefs, and were represented at the hearing. 

The application for “re-registration” filed by Minnesota Mining al- 
leged ownership of registration No. 346,318 for MINNEsoTA issued May 18, 
1937 under the Act of 1920 [automatically renewed by law to May 18, 1957 
on the supplemental register] for use upon coated abrasives, including 
abrasive, detergent, and polishing materials. 

The specimen of the mark originally submitted with the application 
for the re-registration here in issue discloses a composite mark consisting 
of the words MINNESOTA BUFFING PAPER in combination with the notation 
A 3-M PRODUCT a monogram, and the name and address of the applicant, 


* On June 28, 1955 a decision determining the issues presented by the appeals 
hereinbefore enumerated was rendered by this court and, pursuant to the practice pre- 
vailing here, the decision was withheld from formal publication, pending the exercise 
of the rights of the parties in interest under the rules of the court to petition for re- 
hearing. Counsel for the respective parties in the meantime filed a motion for an exten- 
sion of time within which to file said petition for rehearing and modification of the 
decision rendered. The time was accordingly extended to September 1, 1955. The 
petitions of counsel for the rehearing subsequently filed with leave of the court were 
granted October 11, 1955 for the purpose of reconsideration only. Thereafter the cause 
was re-examined, the original opinion of June 28, 1955 was recalled, and the following 
opinion is substituted for it. 

1, The supplemental register is a continuation of the register maintained by the com- 
missioner under the Act of 1920. In re Blue Lake Producers Cooperative, etc., 39 
C.C.P.A. (Patents) 805, 194 F.2d 126, 92 USPQ 334, (42 TMR 426). Section 46(a) 
repealed the Act of March 19, 1920, U.S.C., Title 15, secs. 121-128, inclusive, and sup- 
planted the same by section 46(b), which, among other things, provided: 

Registrations now existing under the Act of March 19, 1920, shall expire six 
months after the effective date of this Act, or twenty years from the dates of 

their registrations, whichever date is later. * * * 
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Minnesota Mining. The latter however subsequently filed a so-called “Sub- 
stitute Declaration” and included therewith, as a specimen of the mark 
relied upon, the term MINNESOTA, standing alone completely devoid of any 
other words or insignia and as defined by registration No. 346,318. 


Minnesota Mining based its claimed right to “re-registration” of the 
mark in issue under the provision of section 2(f) of the same act which, 
so far as pertinent, provides: 

(f) Except as expressly excluded in paragraphs * * * of this 
section, nothing herein shall prevent the registration of a mark used 
by the applicant which has become distinctive of the applicant’s goods 
in commerce. The Commissioner may accept as prima facie evidence 
that the mark has become distinctive, as applied to the applicant’s 
goods in commerce, proof of substantially exclusive and continuous use 
thereof as a mark by the applicant in commerce for the five years next 
preceding the date of the filing of the application for its registration. 


Minnesota Paint in its notice of opposition alleged prior and continu- 
ous use of the notation MINNESOTA not only as the dominant part of its 
corporate name but also as a trademark registered in 1913 under the ten- 
year proviso of the Act of 1905 for paints and linseed oil and renewed to 
February 25, 1953. Minnesota Paint further alleged therein that it had 
thus established protective rights in the use of the term MINNESOTA in re- 
spect to linseed oil and paints made therewith, and that confusion would 
result from the application of that term by others to an abrasive or re- 
lated term by others to an abrasive or related product which a painter or 
householder might buy or use when preparing a surface for the applica- 
tion of paint, such as sandpaper. 

The ground of opposition rasied by Minnesota Paint comes within 
purview of section 2 and includes the confusion in trade clause of section 
2 and includes the confusion in trade clause of section 2(d) of the Act 
of 1946, which provides: 

See. 2. No trademark by which the goods of the applicant may 
be distinguished from the goods of others shall be refused registra- 


tion on the principal register on account of its nature unless it— 
* * * * 

(d) Consists of or comprises a mark which so resembles a mark 
registered in the Patent Office or a mark or trade name previously 
used in the United States by another and not abandoned, as to be 
likely, when applied to the goods of the applicant, to cause confusion 
or mistake or to deceive purchasers: * * * 


The tribunals of the Patent Office in their disposition of the case con- 
curred in holding that the record clearly established that as between the 
parties, Minnesota Paint, the opposer in the instant case, was the prior 
user by many years of the notation MINNEsoTA as alleged in its notice of 
opposition; and therefore the only remaining issue to be determined by 
them was that raised by the contention of Minnesota Mining that sand- 
paper is a product nowise related to paint or its application, and, because 
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of the wide differences in their physical characteristics and functions there 
would be no confusion in trade since purchasers would not be likely to 
attribute a common source of origin to sandpaper and paint. 

The tribunals of the Patent Office however rejected the arguments 
advanced by Minnesota Mining and agreed that the sale of sandpaper and 
paint under the same mark would be very likely to cause confusion in 
trade regardless of the differences between paint and sandpaper. In sup- 
port of their position the Patent Office pointed out that the respective 
goods are sold through the same channels, namely paint and hardware 
stores, and to the same class of purchasers for a common or conjoint use 
in refinishing surfaces to be painted. The examiner further refuted the 
arguments of Minnesota Mining on the point in issue by quoting from its 
own advertisements, comprising applicant’s Exhibit 12, as follows: 


“Suggestive selling is probably one of the best build-ups for any 


Retail Hardware Store. 
a * * ~ 


“Have your sales people suggest related items; for example, if the 
customer asks for turpentine, paint, brushes, putty or putty knife, etc., 
always suggests * * * Sandpaper and Emery Cloth. 

“When Customers Want to 


PAINT FURNITURE 
Increase Your Sales by Selling Them Sandpaper 
* 


* * * 
In addition to 
PAINT, LACQUER, VARNISH and ENAMEL. 
“Sandpaper should be used to smooth and level the surface * * * 
Between each coat of paint, lacquer, varnish or enamel.” 

The Examiner-in-Chief rightly concluded in his decision that it is 
also a matter of common knowledge that paint manufacturers and distribu- 
tors recommend that surfaces be cleaned and smoothed by means of sand- 
paper before paint is applied thereto; and that the respective goods, paint 
and sandpaper, are generally sold to the same class of purchasers through 
paint and hardware stores. 

Additional points raised by Minnesota Mining in respect to the instant 
case and in the companion proceedings were discussed and properly decided 
by the Commissioner of Patents. His decision in appeal No. 6111 reported 
below in 98 USPQ 76 (43 TMR 1206) is accordingly affirmed. 


Appeal No. 6112 

This is an appeal by Minnesota Mining from the decision of the Exam- 
iner in Chief acting for the Commissioner of Patents and affirming the 
decision of the Examiner of Interferences, 98 USPQ 72 (43 TMR 1199), 
dismissing the opposition No. 28,468 brought by Minnesota Mining against 
the registration of the single word MrmNNEsoTA as defined in application 
serial No. 539,596 dated July 5, 1947 and filed under section 2(f) of the 
Act of 1946 by Minnesota Paint as a trademark for “ready mixed paints 
for general purposes, and woodstains.” 
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There is no question here that Minnesota Paint was the prior user by 
many years of the term MINNESOTA not only as the dominant part of its 
trademark since 1888 but also as the dominant part of its trade name 
MINNESOTA PAINT since 1870, to designate the state wherein its goods were 
manufactured and from which they were distributed. 

Opposer Minnesota Mining in its notice of opposition pleaded owner- 
ship and continued use since September 18, 1906 of one or more of the 
following registrations containing the term MINNESOTA, either “alone or 
in combination with other words,” as a trademark for the coated abrasive 
products which it manufactures in Minnesota and sells in interstate com- 
merce; namely, registrations No. 56,397, No. 353,500, No. 351,358, and 
No. 346,318. 

Of the registrations thus enumerated and relied upon by Minnesota 
Mining, only the last, No. 346,318, establishes the term MINNEsOTA, standing 
alone, for use as a trademark. That registration was issued May 18, 1937, 
“for abrasive cloth and paper and buffing cloth and paper in Class 4, 
abrasive, detergent, and polishing materials” under the Act of March 19, 
1920. Hence on the effective date of the Act of 1946, namely July 5, 1947, 
Minnesota Mining’s mark, No. 346,318 had acquired the status of a regis- 
tered mark on the supplemental register automatically continued under 
the law and maintained by the Commissioner of Patent.” 


With respect to the additional marks hereinbefore described and relied 
upon by appellant, Minnesota Mining, the Examiner in Chief made the 
accurate observation, based upon the specimens, the testimony, and appli- 
cations of record; that registration No. 56,397 is the general company brand 
of Minnesota Mining, which is likewise included with slight variations in 
the allied registrations No. 351,358, No. 353,500, and No. 351,358 to form 
a series of composite marks which in general disclose the term MINNESOTA 
used, not alone, but solely as part of the corporate name, together with the 
address of Minnesota Mining & Manufacturing Company “printed inside 
the space between two concentric circles, together with a black diamond 
located within the inner circle and the notation “3 M Co” written in white 
as a cross, with the letter “M” common to the horizontal and vertical rows 
thereof, within the black diamond.” 

The record discloses in this case that Minnesota Mining, the opposer, 
was originally organized July 15, 1902 as a corporation and alleged that 
the business of said corporation commenced promptly after organization 
and comprised in part the mining, crushing and marketing of abrasive 
grains and the manufacture of a variety of abrasive products; that prior 
to February 1, 1906, Minnesota Mining adopted and since has continuously 
used the term MINNESOTA either alone or in combination with other words, 
as a trademark for the coated abrasive products which it manufactures and 
sells in interstate commerce; that Minnesota Linseed Oil Paint Co. has 


2. Secs. 46(a), 46(b), as quoted in footnote 1, Appeal No. 6111, Opposition No. 
27,956, supra. 
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urged in an opposition, No. 27,956 [Appeal No. 6111] that Minnesota 
Mining’s use of the term MINNESOTA on its coated abrasive products is likely 
to result in confusion in trade, although use of that term has been made by 
Minnesota Mining since at least 1906 on coated abrasives, and for many 
years with the knowledge and acquiescence of Minnesota Paint Company; 
that the term or trademark MINNESOTA used on paint “is primarily geo- 
graphically descriptive of paint made with linseed oil produced in the state 
of Minnesota,” and that MInNEsorTa is not, therefore, registrable for paint 
upon the Principal Register established by the Act of 1946. 


Minnesota Mining further alleged in its notice of opposition herein: 


That the term MINNESOTA as applied to linseed oil and/or paint 
products made therewith is incapable of exclusive appropriation by 
one manufacturer, viz. Minnesota Linseed Oil Paint Company, appli- 
cant herein. 

That the term MINNESOTA is not distinctive of applicant’s linseed 
oil or paint made therewith, but is on the contrary a term generally and 
commonly associated in the minds of the public with linseed oil pro- 
duced in Minnesota or made from Minnesota flax ; that that term should 
remain open for use by the public to describe such products, and paints 
made therewith, and not be exclusively appropriated by applicant, one 
of the smaller manufacturers whose principal place of business is 
located at Minneapolis, Minnesota, which is the principal center in 
the nation for the production of linseed oil. 


The statutory basis for the opposition in the instant case, No. 28,468 
appeal No. 6112, like that relied upon by the opposer and quoted, so far 
as pertinent, in appeal No. 6111, is to be found in section 2, and in particu- 
lar in the provisions of paragraphs 2(d), 2(e) and 2(f) of the Act of 1946. 
Minnesota Mining’s basis for the instant opposition was thus condensed, 
however, in the decision of the Examiner in Chief, 98 USPQ 72 (43 TMR 
1199), 

(1) that the notation MINNESOTA as applied to paints possesses 


a generically descriptive significance, and therefore cannot become 
distinctive of applicant’s goods 


and 
(2) that clause of section 2(d) of the Act which relates to likeli- 
hood of confusion or deception or mistake of purchasers as to the origin 
of the goods. 

Sections 2 and 2(e) provide, among other things, that “No trademark 
by which the goods of the applicant may be distinguished from the goods 
of others shall be refused registration on the principal register on account 
of its nature unless it * * * (e) Consists of a mark which, (1) when applied 
to the goods of the applicant is merely descriptive or deceptively mis- 
descriptive of them, or (2) when applied to the goods of the applicant is 
primarily geographically descriptive or deceptively misdescriptive of them.’’ 

The import of the argument advanced by Minnesota Mining as herein- 
before described is to the effect that the term MINNESOTA is descriptive of 
the product or particular type of linseed oil manufactured from flax seeds 
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grown in the State of Minnesota, as distinguished from similar seeds grown 
elsewhere; and that the notation minnesota is likewise descriptive— 
“primarily geographically descriptive’—of paints made therewith. 


Minnesota Mining likewise advanced the argument in similar form and 
emphasis in the record of the companion appeal No. 6113, Cancellation No. 
5463, the decision by the tribunals of the Patent Office in which case was 
incorporated in the opposition proceedings there by the examiner, who 
thus rejected, with the approval of the Examiner in Chief, the argument 
again advanced and repeated on appeal here in the instant opposition, 
No. 28,468, 98 USPQ 72: 


In the decision in cancellation 5463, which the examiner of inter- 
ferences has incorporated herein, the examiner pointed out that the 
petitioner there (opposer here) in effect argued that to purchasers 
the notation MINNESOTA as applied to linseed oil signified only a par- 
ticular type or quality of linseed oil produced from the seeds of flax 
indigenous to the State of Minnesota, and that as applied to paints 
it would signify only paints made from such oil. The examiner held, 
however, that the difficulty with this argument is that the record fails 
to disclose a single instance where the notation MINNESOTA has ever 
been used in the trade as a designation for a particular type of linseed 
oil produced from the seeds of flax common to the State of Minnesota 
as distinguished from similar goods produced from the seed of flax 
grown elsewhere. The examiner stated that he was not persuaded on 
the record presented that the notation MINNESOTA was generically 
descriptive of either linseed oil or paints made therewith. {Emphasis 
added. | 
We agree with that finding by the tribunals of the Patent Office. 


Appellee Minnesota Paint in its answer to the appellant’s notice of 
opposition admitted that use of the term MINNEsoTA by Minnesota Mining 
on its coated abrasives (sandpaper) is likely to result in confusion in trade, 
but denied not only that Minnesota Mining had used that trademark on 
abrasives since 1906, but also that it had not so used it at any time prior 
to 1933. As pointed out by appellee— 

The word Minnesota, standing alone, first appeared, applied to 
specific products, according to Opposer’s certificate of registration 
346,318, under the 1920 Act, as being used for abrasive cloth and 
paper and buffing cloth and paper, which are fancy names for sand- 
paper, and the registration states that “the trademark has been con- 
tinuously used and applied to said goods in the undersigned business 
since August, 1933.” [Italics quoted]. 


The tribunals of the Patent Office further held in the disposition of 
certain contentions advanced by the opposer Minnesota Mining that accord- 
ing to the record Minnesota Mining was without right to challenge appli- 
eant’s right to registration, since it has not been made to appear, nor does 
the opposer contend, that it deals in the particular goods [linseed oil and 
paint derived therefrom] of which it asserts the notation MINNESOTA is 
generically descriptive. We agree with that finding by the Patent Office. 
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Furthermore, with respect to opposer’s stipulation and its legal effect, it 
was noted in the printed report of the commissioner’s decision, 98 USPQ 
73-74. 

Most of the [opposer’s] products are sold with the term MINNESOTA 
used as a part of the corporate name, either as a signature or as a 
part of the general company brand which was used for so long. 

* * * * * 

In view of the above mentioned stipulation it is clear that opposer 
is basing its argument for prior use of the term MINNESOTA on the fact 
that it was used as part of the full corporate name either as a 
signature or as part of the General Corporate Brand as shown in 
opposer’s registrations No. 56,397, No. 353,500 and No. 346,318. It is 
well established, however, that the use of a corporate name on the goods 
is not a trademark use of any given part of that name. Standard 
Brands Incorporated v. Isenberg, 625 O.G. 1156, 82 USPQ 106 (39 
TMR 746); City Flour Mills Co. v. Quaker Oats Co., et al., 43 App. 
D.C. 260, 1915 C.D. 113 (5 TMR 197). 

While we agree with the views thus expressed by the Patent Office 
and for the reasons stated in their coneurring decisions, we are of the 
opinion, for reasons hereinafter set forth, that registration of the mark 
involved in this proceeding should have been refused. 


Appeal No. 6113 


This is an appeal by Minnesota Paint from the decision of the Examiner 
in Chief affirming the action of the Examiner of Interferences in sustaining 
the petition filed by Minnesota Mining, 98 USPQ 74, (48 TMR 1203), to 
cancel the registration of the trademark MINNESOTA as applied to “Paints, 
ready-mixed paints for interior and exterior use, and wood stains.” 


The registration sought to be canceled consists of a geographically 
descriptive term, MINNESOTA, renewed to February 25, 1953, which was 
issued to Minnesota Paint February 25, 1913, on an application filed 
October 26, 1912, under the ten year proviso of the Act of 1905 which, 
so far as pertinent provided: 

That nothing herein shall prevent the registration of any [descrip- 
tive] mark used by the applicant * * * in commerce * * * among the 
several states * * * which was in actual and exclusive use as a trade- 


mark of the applicant * * * for ten years next preceding February 
Twentieth, Nineteen Hundred and Five: (Italies supplied). 


Minnesota Mining alleged in its petition that its principal place of 
business is now located, and has been since its inception in 1902, in the 
State of Minnesota, and that for many years it had continuously and 
extensively used the term MINNESOTA either singly or in combination with 
other words and insignia, as a trademark on a variety of products which 
it had manufactured within the state. 


3. See our decision in companion appeal No. 6113 for additional authorities and 
the explanations thereof. 
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The record discloses and the tribunals of the Patent Office concurrently 
held in opposition No. 27,956, 98 USPQ 76 (48 TMR 1206), that the sand- 
paper produced by petitioner Minnesota Mining pertains to the same 
general classification of related merchandise as the paint of Minnesota 
Paint. The same tribunals also held, however, that the only use made by 
the respondent herein Minnesota Paint of the term MINNESOTA prior to the 
year 1912, and during the critical ten-year period here involved, was not 
a trademark use, but use by Minnesota Paint solely as part of its corporate 
name; that such use of a trade name does not constitute use thereof as a 
trademark; that Minnesota Mining had for many years employed and had 
the right to employ the notation MINNEsoTaA in its primary sense for the 
purpose of describing the geographical location of the coated abrasives, 
including the sandpaper it manufactures; and that the testimony of 
Wakefield and Hall, witnesses called by Minnesota Paint, conclusively 
established that registration of the word minnesota for the described use 
to Minnesota Paint was therefore improperly issued to that corporation 
and should be accordingly canceled. 

The Examiner in Chief in his reported decision in appeal No. 6113 
added this significant statement, 98 USPQ at 75: 

Appellant admits frankly on the record that during the ten-year 
proviso period, the word MINNESOTA was used by it on the labels 
attached to the goods only as a part of the corporate name MINNESOTA 
LINSEED OIL PAINT COMPANY, * * * and that never at any time dur- 
ing this period was the contention made that the word MINNESOTA 
on the labels was not printed as a part of the corporate name * * *. 
The Examiner in Chief rightly pointed out also that the record failed 

to establish that the public used MINNESOTA as a trademark and not merely 
as a short cut in the use of its corporate name, and that advertising use 
and documentary use shown by the record with use of the notation apart 
from the goods, does not constitute use of the term as a trademark. 


The Examiner of Interferences in support of his position properly 
cited the decisions of Quaker City Flour Mills Co. v. Quaker Oats Co., 
43 App. D.C. 260, 1915 C. D. 113 (5 TMR 197), and other cases too 
numerous to mention here, all of which were cited with approval and 
explained in the commissioner’s reported decision appealed from. See also 
Whitman & Son, Inc. v. Christy Cosmetics, Inc., 31 C.C.P.A. (Patents) 
915, 140 F.2d 1001, 60 USPQ 558 (34 TMR 176); In re Lyndale Farm, 
38 C.C.P.A. (Patents) 825, 186 F.2d 723, 88 USPQ 377 (41 TMR 244). 

The Whitman case just cited above fully explains the decision and 
principle of trademark law defined by the Quaker City case and applied 
such law in rejecting an applicant’s effort to register but one word of a 
number of words comprising the composite trademark actually used in 
commerce by the applicant. In the case of In re Lyndale Farm, supra, the 
court construing the Act of 1946 pointed out the distinction under the 
law between trade names and trademarks and their respective functions 
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and rejected the registration of an applicant’s mark which had been used 
merely as a trade name and nowise as a trademark. 

Where it is established by a proper showing, as in the case at bar, 
that the action of the commissioner in registering a mark was invoked 
by means of erroneous statements, the resulting registration, under section 2 
of the Act of 1905, created no right whatever in the applicant, and the 
involved mark will be canceled and removed from the register under 
section 14 of the Act of 1946 on petition of any firm or corporation 
believing itself to be damaged thereby. Academy v. Academy Award 
Products, Inc., 89 USPQ 451 (41 TMR 708) ; Van Alstyne & Co. v. Bout- 
well Milling & G. Co., 43 App. D. C. 530. 

In the case last cited, the court on petition of a party believing itself 
to be damaged by such a registration, canceled the applicant’s mark. Irre- 
spective of the questions of first use, a registered mark does not become 
a valid mark and entitled to a place on the register of trademarks by 
reason of its erroneous registration. The Abestone Co. v. The Philip Carey 
Mfg. Co., 41 App. D. C. 507; California Piece Dye Works v. California 
Hand Prints, Inc., 34 C.C.P.A. (Patents) 907, 159 F.2d 871, 72 USPQ 
505 (37 TMR 164). 

More specifically, the tribunals of the Patent Office in sustaining 
appellee’s petition for cancelation acted on the basic principle that appel- 
lant’s registration No. 90,456 had been improperly granted by the Com- 
missioner of Patents in reliance upon an erroneous statement made by 
appellant’s president that the term MINNESOTA had been in actual use as a 
trademark by the applicant “for ten years next preceding February 20, 
1905,” whereas the evidence established, beyond any reasonable doubt, that 
appellant’s use of the contested term MINNESOTA was not its actual and 
exclusive use as a trademark but its actual use as part of Minnesota Paint’s 
corporate name. 

The decision appealed from noted with approval the finding of the 
examiner to the effect that the testimony and the law applicable to the 
undisputed facts established by the record entitled appellee to the relief 
which it had sought in its petition for cancelation. We concur in this 
conclusion. 

For the reasons stated, the decision of the Commissioner of Patents in 
appeal No. 6113, 98 USPQ 74 (48 TMR 1203) is affirmed. 

The respective parties rest their position in these three cases upon the 
unqualified basis that their business is located and operated in the State of 
Minnesota and that their goods are either grown, mined, manufactured, pro- 
cessed, sold, or distributed there. The term MINNESOTA as thus used by them 
from the outset is therefore primarily geographic under the provisions of 
section 2(e) of the Act of 1946. 

From the foregoing it will be seen that, as the result of the dismissal 
of Minnesota Mining’s opposition in appeal No. 6112, the mark owned by 
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Minnesota Paint and involved in that proceeding stand eligible for registra- 
tion on the principal register. 

Public policy is involved here and under the law and in the public 
interest it was not only the right but also the duty of the commissioner to 
determine, ex parte, and irrespective of the contentions of the parties, 
whether the primary geographical term MINNESOTA is entitled to registra- 
tion on the principal register under the provisions of law. Burmel Handker- 
chief Corp. v. Cluett, Peabody & Co., Inc., 29 C.C.P.A. (Patents) 1024, 
127 F.2d 318, 53 USPQ 369 (32 TMR 308); C.B.S. Inc. v. Technicolor 
Motion Picture Corp. et al., 35 C.C.P.A. (Patents) 1019, 166 F2d 941, 77 
USPQ 160 (38 TMR 557) ; Tidy-House Paper Products, Inc. v. Tidy House 
Products Co., 38 C.C.P.A. (Patents) 1099, 189 F.2d 280, 89 USPQ 599 (41 
TMR 683) ; Strey v. Devine’s, Inc., 103 USPQ 289 (44 TMR 1422); The 
Coshocton Glove Co. v. Buckeye Glove Co., 24 C.C.P.A. (Patents) 1338, 90 
F.2d 660, 34 USPQ 64 (27 TMR 449). 


Upon careful consideration of these cases we are of the opinion that, 
in view of the obviously geographical nature of the word MINNESOTA and 
the fact that it has been widely applied to various goods by both of the 
parties involved in these proceedings, a mere affidavit by an applicant for 
registration asserting a conclusion as to exclusive use of the word as a 
trademark is not a sufficient compliance with the provision of section 2(f) 
of the Trademark Act of 1946, which states that the commissioner 
may accept, as prima facie evidence of distinctiveness, proof of substantially 
exclusive and continuous use of the mark involved for the five years next 
preceding the date of the filing of the application. 

The registration of the word MINNESOTA on the principal register on 
the basis of the application involved in appeal No. 6112, therefore, would 
not be proper on the basis of the present record, and the decision in that 
appeal is accordingly reversed and the case is remanded for further con- 
sideration of the question of registrability in accordance with the views 
above set forth. 

The decisions of the commissioner in appeal Nos. 6111 and 6113 are 
affirmed. 

JOHNSON, Judge, concurs in the conclusion as to appeal Nos. 6111 and 6113 

and dissents as to appeal No. 6112. 

GarRETT, Chief Judge, participated in the hearing and original opinion 

(which was recalled) in this case, but resigned on September 15, 1955, 

and, therefore, did not participate in the instant opinion. 


LT 
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THE SQUIRT COMPANY v. POLA-RONA, INC. 
Appl. No. 6160 —-C.C.P.A. — January 20, 1956 


TRADEMARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


In opposition proceedings the similarity of marks must be decided largely as a 
matter of opinion and each case must rest on its own distinctive facts, hence, while 
prior decisions are persuasive, they are not necessarily determinative. 


In the determination of the likelihood of confusion between two marks used on 
identical or like goods, the appearance, sound and meaning of the marks are factors 
for consideration but it is not necessary that a combination of such similarities 
exist, for an opposition will be sustained if similarities in either of such factors will 
be likely to cause confusion. 

Dismissal of opposition filed by registrant of SQuiIRT used on non-alcoholic 
beverages and the bases syrups, concentrates and extracts therefor against appli- 
cant’s SPLURGE used on substantially identical goods affirmed by Court of Customs & 
Patent Appeals upon a finding that marks are dissimilar in sound, appearance and 
meaning. 


Opposition proceeding No. 30758 by The Squirt Company v. Pola-Rona, 
Inc., application, Serial No. 603,497 filed September 13, 1950. Opposer 
appeals from decision of Commissioner of Patents dismissing opposition. 
Affirmed. 

Case below reported at 44 TMR 834. 

Bacon & Thomas (Leo A. Rosetta of counsel), of Washington, D. C., for 
opposer-appellant. 

Wright, Brown, Quinby &@ May, of Boston, Massachusetts (William M. 
Cushman and C. Willard Hayes, of Washington, D. C. and Herbert A. 
Baker and Oliver C. Morse, of Boston, Massachusetts, of counsel) for 
appellee. 

Before O’ConnELL, Acting Chief Judge, and JoHNnson, WorueEy, Cote and 
JACKSON (retired), Associate Judges. 

JOHNSON, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, 101 USPQ 76 (44 TMR 
834), reversing the decision of the Examiner of Trademark Interferences 
which sustained appellant’s opposition to registration of the mark sought 
by appellee. 

On September 13, 1950, appellee, Pola-Rona, Inc., filed its application, 
serial No. 603,497, in the Patent Office for registration, under the Trade- 
mark Act of 1946, of the mark sPLURGE to be used on non-alcoholic malt- 
less soft drinks and syrups therefor and on soft drinks and carbonated 
waters. Continuous use of the mark since September 27, 1947 was alleged 
in the application. 

On August 14, 1951, appellant filed notice of opposition to the regis- 
tration so sought, alleging prior use of the trademark squirt (Reg. Nos. 
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528,806, issued August 8, 1950; 410,117, issued November 7, 1944; 397,551, 
issued June 30, 1942; 388,777, issued July 8, 1941; and 367,659, issued 
May 23, 1939). Five of the above registrations disclose the word sQuIRT 
in varied forms and the sixth shows the phrase JuST CALL ME SQUIRT. In 
three of the registrations, the goods are described as a non-alcoholic grape- 
fruit drink and as bases, syrups, and extracts for making them; and three 
registrations describe the goods as non-alcoholic maltless beverages, and 
concentrates and syrups therefor. As grounds of opposition, appellant 
alleged that it first used its marks long prior to the date of first use claimed 
by appellee; that it has, through its continuous advertising and sales es- 
tablished a valuable reputation for its beverages sold under the name of 
SQUIRT, and that the use by appellee of the mark sPLURGE will cause con- 
fusion in the minds of the purchasing public, and deceive the public as 
to the products of the respective parties. 

Both parties filed stipulated statements of facts in lieu of testimony. 
In the statement of facts filed by appellant it is stated that the marks con- 
taining the word squirt, as above enumerated, are owned by appellant; 
that the trademark consisting of the word squirt has been in continuous 
use by appellant and its predecessor on non-alcoholic beverages, sold as soft 
drinks, and the bases, syrups, concentrates and extracts for making the 
same since on or about October 1, 1937. It also appears from the state- 
ment that appellant has sold to a large number of selected licensed soft 
drink bottlers the bases, syrups, concentrates and extracts for use in making 
a bottled carbonated beverage under instructions and in accordance with 
appellant’s formula; that the bottlers have distributed and do now dis- 
tribute the bottled carbonated beverage in bottles which are uniform in 
style and carry uniform labeling bearing appellant’s trademark squirt, 
and that appellant has expended large sums for advertising of the bev- 
erage bearing its squirT trademark. 

In the statement of facts filed by appellee, it is stated that on or about 
September 27, 1947, appellee adopted and has since used the trademark 
SPLURGE for fruit-flavored syrups in concentrated form and also on ‘‘ready- 
to-serve flavored drinks;” that the base of appellee’s syrups and ready-to- 
serve drinks is, in all cases, fresh orange juice with added essences and 
materials as indicated on the various labels. 

The Examiner of Interferences sustained appellant’s opposition hold- 
ing the marks were likely to cause confusion for the following reasons: 


In the comparison of said marks, it is noted that both are one 
syllable words, differing in length only by one letter, the opposer’s 
mark consisting of six letters while applicant’s mark consists of seven ; 
and both begin with the same letter “S” and contain three letters in 
common. Although the terms squirT and sPLURGE differ in meaning, 
they obviously contain certain marked similarities in appearance, and 
are also in certain respects, similar in sound. In addition to the above 
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similarities, both terms are represented in script type, and each con- 
tains an underscoring line. 


It was the examiner’s opinion that although the involved marks “con- 
tain certain differences which are obvious from inspection thereof” that 
the marks are similar in more respects than they are different, and “that 
these similarities are of such nature, and when considered together with 
the nature of the products in connection with which they are used” that 
there is at least a reasonable likelihood that confusion, or mistake, or de- 
ception of purchasers will arise from the contemporaneous use thereof. 


Upon appeal, the Assistant Commissioner reversed the examiner’s 
decision and stated, 101 USPQ at 77: 


The issue to be determined is whether or not the purchasing pub- 
lic, upon seeing applicant’s SPLURGE orange drink is likely to believe 
that it comes from the same source as opposer’s SQUIRT carbonated 
drink. The marks do not look alike, and although there are some simi- 
larities in sound, each mark has its own distinctive connotation so dis- 
similar from the other that I do not believe that the ordinary, average 
purchaser is likely to believe that the products bearing the mark 
emanate from the same source. 


In determining likelihood of confusion between marks on identical, or 
very similar, goods, it is proper to consider their appearance, sound and 
meaning. Firestone Tire & Rubber Co. v. Montgomery Ward & Co., 32 
C.C.P.A. (Patents) 1074, 150 F.2d 439, 66 USPQ 111 (35 TMR 135). 
However, a combination of all three of these factors need not necessarily 
exist, and an opposition to registration may be sustained if the marks are 
so similar in either appearance, sound or meaning as to be likely to cause 
confusion. 

Both parties have cited cases to support their contention. Prior de- 
cisions are persuasive but not necessarily determinative in opposition pro- 
ceedings wherein the question is whether marks are confusingly similar. 
Similarity of the marks must be determined largely as a matter of opinion, 
and each case must rest of its own distinctive facts. Hancock v. The 
American Steel & Wire Co. of New Jersey, Etc., 40 C.C.P.A. (Patents) 
931, 203 F.2d 737, 97 USPQ 330 (43 TMR 957), and cases cited therein. 

We have given careful consideration to the briefs and the arguments 
presented by counsel and agree with the decision of the Assistant Com- 
missioner. The involved marks do not look alike, sound alike, nor have 
the same meaning and we do not think the contemporaneous use of the 
marks on the goods of the parties will be likely to cause confusion or 
deceive the public. Therefore, the decision appealed from is affirmed. 


JACKSON, Judge, retired, recalled to participate. 


rr ———— 
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BISCEGLIA BROTHERS WINE CO. v. 
THE GLOBE DISTRIBUTING COMPANY 


Opp. No. 31656, Interf. No. 4909 — 
Commissioner of Patents — January 20, 1956 


REGISTRATION PROCEDURE—APPEALS—TO COMMISSIONER 
Inasmuch as testimony identifying exhibits is vague, indefinite, and in conflict 
with part of record of application file, and in view of further fact that many of 
exhibits are unmarked as required, decision of Commissioner is vacated, and pro- 
ceedings are reopened and remanded to Examiner of Trademark Interferences for 
setting of new trial dates. 

Opposition proceeding by Bisceglia Brothers Wine Co. v. The Globe 
Distributing Company, application Serial No. 599,757 filed June 26, 1950. 
Interference proceeding between Bisceglia Brothers Wine Co., application 
Serial No. 611,884 filed March 28, 1951 and The Globe Distributing Com- 
pany, application Serial No. 599,757. The Globe Distributing Company 
appeals from decision of Examiner of Interferences sustaining opposition 
and finding Bisceglia Brothers Wine Co. entitled to registration. Decision 
vacated. 

See 46 TMR 222. 

Beekman Aitken, of New York, N. Y., for Bisceglia Brothers Wine Co. 
Karl W. Flocks, of Washington, D. C., for The Globe Distributing Company. 


LEEps, Assistant Commissioner. 

The motion to strike and second petition for reconsideration filed by 
The Globe Distributing Company was received in the Office on January 
18, 1956. The records and exhibits of Bisceglia Brothers Wine Co. have 
been carefully studied in the light of the statements made in said motion 
and petition. In view of the fact that the testimony identifying such 
exhibits as were introduced is vague, indefinite, and in conflict in part 
with the record of the application file of Bisceglia, and of the further 
fact that many of the exhibits are unmarked as required by trademark 
Rule 2.123(a) and patent Rule No. 277, the decision dated December 5, 
1955 is hereby vacated, the proceedings are reopened, and they are 
remanded to the Examiner of Trademark Interferences for the setting of 
new trial dates. 

EE 


KIEKHAEFER CORPORATION v. WILLYS-OVERLAND MOTORS, INC. 
(WILLYS MOTORS, INC., assignee, substituted) 


No. 4626 — Commissioner of Patents — January 20, 1956 


REGISTRATION PROCEDURE—APPEALS—TO COMMISSIONER 
Petition to request Court of Customs & Patent Appeals to remand proceedings 
is denied by Commissioner of Patents, inasmuch as no error of law or fact is found 
in decision on the rceord. 
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Interference proceeding between Kiekhaefer Corporation, application, 
Serial No. 608,029 filed December 26, 1950 and Willys-Overland Motors, 
Inc. (Willys Motors, Inc., assignee, substituted), application, Serial No. 
592,729 filed February 18, 1950. Willys Motors, Inc. petitions Commis- 
sioner to request Court of Customs and Patent Appeals to remand case. 
Petition denied. 

Case below reported at 45 TMR 213. 

Andrus & Sceales, of Milwaukee, Wisconsin, for Kiekhaefer Corporation. 
Carl F. Schaffer, of Toledo, Ohio, for Willys Motors, Inc. 
LeEps, Assistant Commissioner. 

Willys Motors, Ine. has petitioned the Commissioner to request the 

United States Court of Customs and Patent Appeals to remand the case 


which formed the basis of the cross-appeals. (Patent Appeals 6210 and 
6211.) 

Willys’ original application sought registration for “internal combus- 
tion engines and structural parts thereof”; and Kiekhaefer’s original appli- 
cation sought registration for “outboard motors, internal combustion engines 
for industrial use, and parts thereof.” 

The decision appealed from states in part, 103 USPQ 148, 149 (45 
TMR 213). 

“On the record here, it is held that Kiekhaefer is entitled to 
registration of HURRICANE for outboard motors and parts therefore; 
and Willys is entitled to registration of HURRICANE for automotive 


vehicle engines and parts therefor. The applications should be amended 
accordingly.” 


No error of law or fact is found in the decision on the record, nor is it 
believed that error was committed. There is no desire or purpose that the 
decision be reconsidered by the Patent Office tribunals. Under such cir- 
cumstances, the petition to request the court to remand the proceedings 
is denied. 


Ee 


HELI-COIL CORPORATION v. 
SONNET TOOL AND MANUFACTURING COMPANY 


No. 34833 — Commissioner of Patents — January 24, 1956 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Mere denial that opposer owns marks is insufficient pleading to place question 
of ownership in issue where copies of three registrations attached to pleadings 
show that they issued to predecessor located at same address as opposer, marks 
were published under section 12(¢) by opposer and new certificates have been 
issued to opposer under section 7(¢c), and where fourth registration subsequently 
was issued to opposer, such registrations being prima facie evidence of ownership. 

Scope of interrogatories permitted under Federal Rules of Civil Procedure 
has been restricted by specific provisions of Trademark Rule 2.120(b). 

Applicant in its answer must request affirmative relief by way of cancellation 
of registration pleaded in notice of opposition by opposer in order to seek dis- 


LEE phe: one 
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covery with respect to issues of abandonment, nonuse, title, and fraud; unless 
issue is created by pleadings, there is no issue. 

Trademark Rule 2.120 did not supersede decision in Michel Cosmetics Inc. Vv. 
Daggett & Ramsdell, Inc., 103 USPQ 325 (45 TMR 484) since there is no conflict 
between decision and rule. 

Where notice of opposition alleges use of alleged trademark by opposer and 
ownership of mark, which are denied in answer, issues of abandonment, nonuse, 
and title are not raised so that discovery relating to such issues is improper under 
Trademark Rules. 

Party to opposition may not by interrogatories seek information relating to use 
of mark by licensees of one who claims to be owner of mark, except in cases where 
there is pleading of ultimate facts concerning use by licensees which, if proved, 
might form basis of legal conclusion of abandonment. 

Whether or not the product identified by trademark is patented product or is 
made under expired patent is immaterial to issue raised in ordinary opposition. 

Applicant who applies for registration of mark may not obtain by way of 
interrogatories a more particular description of opposer’s goods upon which opposer’s 
alleged mark is used. 

Where opposer charges in its Notice of Opposition that applicant is not entitled 
to appropriate and register and to exclusive use of mark applicant seeks to register 
upon certain specified dates, which allegation is denied in answer, applicant may 
not by interrogatories seek the information upon which opposer so alleged. 

Where opposer claims in its Notice of Opposition that its alleged mark has 
acquired secondary significance which allegation is denied in answer, applicant may 
not seek information as to opposer’s knowledge, prior to opposer’s application for 
registration, of other registered marks having same prefix, other registered marks 
having been cited by applicant in its answer; this relates to opposer’s claim and not 
to applicant’s defense. 

Where opposer claims confusion in trade in its Notice of Opposition, which 
allegation is controverted by answer, applicant may not inquire by interrogatories 
whether opposer has any information as to instances of actual confusion in trade 
and identity and addresses of persons having such knowledge. 

Where opposer charges in its Notice of Opposition that applicant adopted its 
trademark for purpose of trading upon and obtaining benefit of opposer’s good will, 
applicant may not inquire by interrogatories whether opposer has such information. 

Applicant may not seek by way of interrogatories to establish whether opposer 
uses a design in connection with its alleged trademark, since manner and display of 
registered word mark is irrelevant and immaterial to issues. 


TRADEMARK AcT oF 1946—REGISTRABILITY—IN GENERAL 


TRADEMARK AcT oF 1946—CoNSTRUCTION—SECTION 2(f) 

There is only one Principal Register established by Act of 1946, and any 
mark by which an applicant’s goods may be distinguished from goods of others 
shall not be refused registration on that register on account of its nature unless 
it consists of or comprises matter prohibited by subsections (a), (b), (¢), (d), or (e) 
and nothing shall prevent registration on Principal Register of mark which has be- 
come distinctive of an applicant’s goods, even though it appears to be unregistrable 
by reason of (e). 


TRADEMARK AcT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
It is true that Trademark Rule 2.41 requires inclusion of certain allegations 
concerning distinctiveness when a mark appears to be unregistrable by reason of 
section 2(e), but failure to comply with requirements of this rule cannot render 
inoperable clear mandate of section 2 of statute; the provisions of rule cannot form 
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basis for refusing to consider properly presented evidence of secondary meaning 
and consequent registrability. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Pleadings disclose genuine issues as to material facts, and court decisions at 
an earlier date in proceeding instituted by a different party involving instant 
applicant’s right to register its marks for goods different from those presently in- 
volved cannot form basis for finding that opposer is entitled to judgment as matter 
of law. 


Opposition proceeding by Heli-Coil Corporation v. Sonnet Tool and 
Manufacturing Company. Applicant petitions from decision of Examiner 
of Interferences sustaining objections to interrogatories. Petition denied. 


Watson, Leavenworth, Kelton & Taggart, of New York, N. Y., for Heli- 
Coil Corporation. 


Harry Kotlar, of Los Angeles, California, for Sonnet Tool and Manufac- 
turing Company. 

LeEeEps, Assistant Commissioner. 

A petition has been filed for review of the action of the Examiner of 
Interferences in sustaining objections to certain interrogatories propounded 
by applicant to opposer. The petition sets up fifteen questions which it 
identifies as “Statement of Points to be Reviewed,” and the petition may 
best be disposed of by answering the questions in the order raised. 


1. Did the Acting Examiner of Interferences err in sustaining 


objections to Interrogatories seeking information from opposer rela- 
tive to title (Interrogatories 8 through 12) when applicant admits the 
issuance of certain registrations to opposer but generally denies op- 
poser’s allegation of ownership of the pleaded registrations? 

The answer is in the negative. Where, as here, the copies of three 
of the registrations attached to the pleadings show that they issued 
to a predecessor company located at the same address as opposer, the 
marks were published under Section 12(¢) by opposer, and new cer- 
tificates have been issued to opposer under Sec. 7(c); and where, as 
here, a fourth registration of the mark subsequently was issued to 
opposer; and such registrations are prima facie evidence of owner- 
ship; the mere denial of ownership is an insufficient pleading to place 
the question of ownership in issue. 

2. Did the Acting Examiner of Interferences err in sustaining 
objections to Interrogatories, generally, upon the ground that the 
broad discovery procedure of the Federal Rules of Civil Procedure 
are not now applicable due to the promulgation of the Rules of Prac- 
tice in Trademark Cases in the Patent Office, effective August 15, 1955? 

The answer is in the negative. The scope of interrogatories per- 
mitted under F.R.C.P. has been restricted by the specific provisions of 
Trademark Rule 2.120(b). 

3. Must an applicant in its answer request affirmative relief by 
way of cancellation of a registration pleaded in a Notice of Opposi- 
tion by opposer in order to seek discovery with respect to the issues 
of “abandonment, non-use, title or fraud’ ? 

The answer is in the affirmative. Unless an issue is created by the 
pleadings, there is no issue. 
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4. Has Trademark Rule 2.120 superseded the rulings made in 
Michel Cosmetics, Inc. v. Daggett & Ramsdell, Inc., 103 USPQ 325 (45 
TMR 484), (Com. Pat., 1954) or is said rule a codification and affirm- 
ance of the rulings announced therein? 

Trademark Rule 2.120 did not supersede the decision in Michel 
Cosmetics, Inc. v. Daggett & Ramsdell, Inc., 103 USPQ 325, since 
there is no conflict between the decision and the rule. 

5. Where the Notice of Opposition alleges use of an alleged 
trademark by opposer and ownership of said mark, which paragraphs 
are denied in the answer, are the issues of abandonment, non-use and 
title raised so that discovery relating to such issues is proper under 
the Trademark Rules? 

The answer is in the negative. Abandonment and non-use are 
affirmative defenses which must be affirmatively pleaded. See Fort 
Howard Paper Company v. Critics Associated, 108 USPQ 91 (Com’r., 
1956). As to title, see answer to question No. 1. 

6. May a party by Interrogatories seek information relating to 
use of a mark by licensees of one who claims to be the owner of such 
mark? 

The answer is in the negative, except in those cases where there 
is a pleading of ultimate facts concerning use by licensees which, if 
proved, might form the basis of a legal conclusion of abandonment. 

7. If applicant believes the opposer’s mark is used only in rela- 
tion to a patented product or method may the applicant seek by 
Interrogatories information as to whether such product or method is 
patented, whether the alleged trademark has been licensed in connec- 
tion with patent licenses issued by opposer and whether such patents 
have expired? 

The answer is in the negative. Whether or not a product identified 
by a trademark is a patented product or is manufactured under an 
expired patent is immaterial to the issues raised in an ordinary oppo- 
sition such as the instant one. 

8. May an applicant who applies for registration of a mark on 
cutting tools, as defined by its application, obtain by way of Inter- 
rogatories a more particular description of opposer’s goods upon which 
the opposer’s alleged mark is used, i.e., which of such goods are cutting 
tools and the dates of any such first use on cutting tools, including 
any documentary evidence to establish such use? 

The answer is in the negative. This relates to the opposer’s claim 
and not to applicant’s defense. 

9. May an applicant who applies for registration of a mark on 
cutting tools, as defined by its application, obtain by way of inter- 
rogatories information concerning the sale of goods bearing opposer’s 
alleged trademark on cutting tools and tools, documents relating 
thereto and the identity of persons having knowledge of such facts? 

The answer is in the negative. This relates to the opposer’s claim 
and not to applicant’s defense. 

10. May an applicant by Interrogatories call for the manner in 
which cutting tools and tools bearing opposer’s alleged trademark are 
sold and distributed? 

The answer is in the negative. This relates to the opposer’s claim 
and not to applicant’s defense. 

11. If opposer charges in its Notice of Opposition that applicant 
is not entitled to appropriate and register and to the exclusive use of 
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the mark applicant seeks to register upon certain specified dates, 
which allegation is denied in the answer, may applicant by Interroga- 
tories seek the information upon which opposer so alleged? 

The answer is in the negative. This relates to the opposer’s claim 
and not to applicant’s defense. 

12. If opposer claims in its Notice of Opposition that its alleged 
mark has acquired “secondary significance,” which allegation is de- 
nied in the answer, may an applicant seek information as to opposer’s 
knowledge, prior to opposer’s application for registration, of other 
registered marks having the same prefix, the other registered marks 
having been cited by applicant in its answer? 

The answer is in the negative. This relates to opposer’s claim 
and not to applicant’s defense. 

13. If opposer claims confusion in trade in its Notice of Oppo- 
sition, which allegation is controverted by the answer, may applicant 
inquire by Interrogatories whether opposer has any information as to 
instances of actual confusion in trade and the identity and addresses 
of persons having such knowledge? 

The answer is in the negative. This relates, if at all, to opposer’s 
claim and not to applicant’s defense; and it is observed that the de- 
termination to be made in these cases is likelihood of confusion rather 
than actual confusion. 


14. If opposer charges in its Notice of Opposition that applicant 
adopted its trademark for the purpose of trading upon and obtain- 
ing the benefit of opposer’s good will, may applicant inquire by 
Interrogatories whether opposer has any such information and the 
identity and addresses of individuals having such knowledge, and iden- 
tification and description of any documents opposer will use to prove 
such claim? 

The answer is in the negative. This relates to opposer’s claim 
and not to applicant’s defense. 


15. May an applicant seek by way of Interrogatories whether 
opposer uses a design in connection with its alleged trademark on 
certain specified goods and a description of such design? 

The answer is in the negative. The manner of display of a 
registered word mark is irrelevant and immaterial to the issues, since 
such display may be changed at will. 


The petition is denied. 


MAAS-ROWE ELECTROMUSIC CORPORATION v. 
SCHULMERICH ELECTRONICS, INCORPORATED 
(SCHULMERICH CARILLONS, INC., assignee, substituted) 


No. 34148 — Commissioner of Patents — February 8, 1956 


Opposition proceeding by Maas-Rowe Electromusic Corporation v. 
Schulmerich Electronics, Incorporated (Schulmerich Carillons, Inc., as- 
signee, substituted), application Serial No. 658,809 filed December 30, 1953. 
Applicant appeals from decision of Examiner of Interferences granting 
opposer’s motion for summary judgment. Reversed. 
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This is a companion opposition to Stromberg-Carlson v. Schulmerich 
Electronics, Incorporated, 46 TMR 491. 


Flam & Flam, of Los Angeles, California and Boris Haskell, of Washington, 

D.C. for applicant-appellant. 

Pollard, Johnston, Smythe & Robertson of New York, N. Y. for opposer- 
appellee. 
LEEps, Assistant Commissioner. 

This is a companion opposition to that of Stromberg-Carlson Company 
v. Schulmerich Electronics, Incorporated decided concurrently herewith 
108 USPQ 286 (46 TMR 491). As in the Stromberg-Carlson case, the 
Examiner of Interferences granted a motion for summary judgment, and 
applicant has appealed. 

For the reasons stated in the Stromberg-Carlson case, the decision of 
the Examiner of Interferences is reversed, and the proceeding is remanded 
for fixing trial dates and submission of proofs. 

It is noted that the motion upon which the Examiner of Interferences 
acted here was for summary judgment or in the alternative to strike 
portions of the answer. In view of this reversal of the action granting 
the motion for summary judgment, the Examiner of Interferences should 
now consider, in the light of the decisions in these companion cases, and 
act upon the alternative motion to strike portions of the answer. 


STROMBERG-CARLSON COMPANY v. 
SCHULMERICH ELECTRONICS, INCORPORATED 
(SCHULMERICH CARILLONS, INC., assignee, substituted) 


No. 34161 — Commissioner of Patents — February 8, 1956 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Motion for summary judgment should be granted in complete disposition of case 
only where there is no genuine issue as to any material fact and moving party is 
entitled to judgment as matter of law. 
TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
Reasonable construction of Trademark Act of 1946 does not support any finding 
that there are two kinds of applications for registration on the Principal Register, 
namely those under general provisions of act and those under section 2(f). 
TRADEMARK AcT oF 1946—CONSTRUCTION—SECTION 2 
Section 2 is in nature of mandate to Commissioner to refuse registration of 
certain marks and to register others. 
TRADEMARK AcT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
Distinctiveness or secondary meaning is question of fact to be resolved from 
evidence; in administering statute all evidence of distinctiveness properly presented 
is entitled to consideration, irrespective of whether application is presented under 
general provisions of act or under section 2(f). 


Opposition proceeding by Stromberg-Carlson Company v. Schulmerich 
Electronics, Incorporated (Schulmerich Carillons, Inc., assignee, substi- 
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tuted), application Serial No. 658,809 filed December 30, 1953. Applicant 
appeals from decision of Examiner of Interferences granting motion for 
summary judgment. Reversed. 

See also 46 TMR 490. 


J. Warren Whitesel, of Rochester, New York, for applicant-appellant. 

Pollard, Johnston, Smythe & Robertson of New York, N. Y. for opposer- 
appellee. 

LEEpDs, Assistant Commissioner. 


An application has been filed to register CARILLONIC BELLS for phono- 
graph records and for rolls perforated for operating electrically operated 
chimes or bell instruments. Use since December of 1945 is asserted. 

Registration has been opposed by an alleged competitor of applicant on 
the grounds that the term presented for registration is descriptive ; opposer 
‘‘has used the terms carillon, carillons, bell, bells, belfry and similar terms 
in a generic and descriptive manner’’; applicant has damaged opposer ‘‘by 
using misleading advertisement calculated to confuse the public as to the 
origin of goods described generically by the term CARILLONIC BELLS;’’ and 
registration of the term would damage opposer and would place applicant 
in a position to harass and cause annoyance to opposer and its customers. 

Applicant’s answer constitutes a general denial of the averments in 
the opposition, with a specific denial that opposer is a competitor of appli- 
eant in respect of the goods for which trademark registration is sought. 
Applicant affirmatively pleaded unclean hands, alleging unlawful and 
malicious conspiracy, plans and schemes with others to misappropriate and 
misuse the term CARILLONIC BELLS, and asserting that the opposition was 
not filed in good faith. 

Opposer moved for summary judgment and, in addition, moved to 
strike the affirmative pleadings of unclean hands. The Examiner of Inter- 
ferences granted both motions, and applicant has appealed from the deci- 
sion granting the motion for summary judgment. 

A motion for summary judgment should be granted in complete dis- 
position of a case only where there is no genuine issue as to any material 
fact and the moving party is entitled to judgment as a matter of law. 

Although the pleadings disclose genuine issues as to some material 
facts, the Examiner of Interferences nevertheless held that as a matter of 
law, opposer was entitled to judgment, relying upon Schulmerich Elec- 
tronics, Inc. v. J. C. Deagan, Inc., 97 USPQ 141 (48 TMR 735) (C.C.P.A., 
1953). In that case the Court held the term CARILLONIC BELLS to be ‘‘inher- 
ently incapable of functioning as a trademark’’ for electrically operated 
earillons or chimes. The decision in the case does not disclose what, if any, 
evidence was before the Court. 

Applicant contends that whatever may have been the factual situation 
in that case, the term sought to be registered in fact distinguishes its goods 
identified in the present application, and in view of the issues created by 
the pleadings, opposer is not entitled to summary judgment. The Examiner 








Vol. 46T.M.R. STROMBERG-CARL. CO. v. SCHULMERICH, INC. 493 


of Interferences disposed of the first contention by holding that ‘‘the appli- 
cation here involved is presented under the general provisions of the Act 
of 1946, not under Section 2(f) thereof, and any question of the right of 
applicant to registration on the basis of the acquisition of a secondary 
meaning for the term under that Section may therefore not properly be 
directly determined in this proceeding.’’ 

The decisions upon which the Examiner of Interferences relied’ seem 
to stand for the proposition that there are two kinds of applications for 
registration on the Principal Register—namely, those ‘‘under the general 
provisions of the Act’’ and those ‘‘under Section 2(f).’’ I am unable to 
find support for such a proposition under any reasonable construction of 
the statute. Section 1 of the Act provides that the owner of a mark used 
in commerce may register it on the Principal Register by filing in the Patent 
Office a verified application containing the requisite data and information 
set out in that Section. 

Section 2 provides that no trademark by which the goods of the appli- 
cant may be distinguished from the goods of others shall be refused regis- 
tration on the Principal Register on account of its nature unless it consists 
of or comprises matter set forth in subsections (a), (b), (c), (d) or (e). 
Subsection (f) of Section 2 provides that nothing in the Section shall pre- 
vent the registration of a mark used by an applicant if such mark has 
become distinctive of the applicant’s goods in commerce, unless it is ex- 
pressly excluded by subsection (a), (b), (c) or (d). In short, Section 2 
is in the nature of a mandate to the Commissioner to refuse registration of 
certain marks and to register others. 

Distinctiveness—or secondary meaning—is a question of fact to be 
resolved from the evidence. Ex parte Fox River Paper Corp., 99 USPQ 173 
(44 TMR 219) (Com’r., 1953) ; Ex parte Pillsbury Mills, Inc., 99 USPQ 474 
(44 TMR 459) (Com’r., 1953) ; Ex parte National Machinery Co., 100 USPQ 
67 (44 TMR 597) (Com’r., 1953); Ex parte Bemis Bros. Bag Co., 100 
USPQ 194 (44 TMR 694) (Com’r., 1954). In administering Section 2 of 
the statute, all evidence of distinctiveness properly presented is entitled to 
consideration, irrespective of whether the application is, as the Examiner 
of Interferences stated, ‘‘presented under the general provisions of the 
Act of 1946’’ or ‘‘under Section 2(f) thereof.’’ There is only one Principal 
Register established by the Act, and any mark by which an applicant’s 
goods may be distinguished from the goods of others shall not be refused 
registration on that register on account of its nature unless it consists of or 
comprises matter prohibited by subsection (a), (b), (¢), (d) or (e); and 
nothing shall prevent registration on the Principal Register of a mark which 
has become distinctive of an applicant’s goods, i.e., a mark which has 


1. 8S. C. Johnson §& Sons, Inc. v. Gold Seal Co., 90 USPQ 373 (41 TMR 1024) 
(Com’r., 1951); Locatelli, Inc. v. Lucatelli Packing Co., 97 USPQ 305 (43 TMR 978) 
(Com’r., 1953) ; Denney v. The T & T Company, 96 USPQ 173 (43 TMR 291) (Com’r., 
1953); Ex Parte Hercules Fasteners, Inc., 92 USPQ 287 (42 TMR 357) (Com’r., 1952). 
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acquired a secondary meaning, even though it appears to be unregistrable 
by reason of (e). 

It is true that Rule 2.41 of the Rules of Practice in Trademark Cases 
requires the inclusion of certain allegations concerning distinctiveness when 
a mark appears to be unregistrable by reason of Section 2(e), but failure 
to comply with the requirements of this Rule cannot render inoperable the 
clear mandate of Section 2 of the statute; and the provisions of the Rule 
cannot form a basis for refusing to consider properly presented evidence 
of secondary meaning and consequent registrability. The authority of the 
Commissioner to prescribe rules is limited to rules which are not inconsistent 
with law. (Sections 41 and 1 [c]). The Examiner of Interferences was in 
error in holding that ‘‘any question of the right of applicant to registration 
on the basis of the acquisition of a secondary meaning for the term under 
that Section [2(f)] may therefore not properly be directly determined in 
this proceeding. ”’ 

The pleadings disclose genuine issues as to material facts, and a deci- 
sion of the Court at an earlier date in a proceeding instituted by a different 
party involving this applicant’s right to register its mark for goods different 
from those presently involved cannot form the basis for a finding that 
opposer is entitled to judgment as a matter of law. 

The decision of the Examiner is reversed, and the proceedings are 
remanded for the fixing of trial dates and the submission of proofs. 





SOUTHERN SHELL FISH COMPANY, INC. v. 
S. FELICIONE & SONS FISH CO., INCORPORATED 


No. 32696 — Commissioner of Patents — February 13, 1956 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Where witnesses for opposer, two of its vice-presidents, testified that con- 
temporaneous use of marks was likely to cause confusion, such opinion being evi- 
dence by interested witnesses is not entitled to any weight. 


It is matter of common knowledge that Gulf area is important in connection 
with packing of sea food and this is factor which must be considered in determining 
likelihood of confusion involving marks which include word GULF used on sea foods. 

TRADEMARK AcT oF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 

GULF TASTE is not likely to be confused with GULF KiIsT both marks being used 
on sea foods. 

Opposition proceeding by Southern Shell Fish Company, Inc. v. 8. 
Felicione & Sons Fish Co., Incorporated, application Serial No. 639,625 
filed December 17, 1952. Opposer appeals from decision of Examiner of 
Interferences dismissing opposition. Affirmed. 


Church & Church, of Washington, D. C., for opposer-appellant. 


Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C. and 
Robert H. Carlton, of Tampa, Florida, for applicant-appellee. 
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LeEps, Assistant Commissioner. 

An application has been filed to register GuLF TASTE for frozen shrimp 
and frozen snapper fingers, asserting use since October 1, 1944. Registra- 
tion has been opposed by the registrant of GuLF Kist’ for canned and fresh 
sea foods and the user of the same mark for frozen shrimp. The Examiner 
of Interferences dismissed the opposition and opposer has appealed. 

The applicant has conceded opposer’s prior use of the mark. The sole 
question, therefore, is whether applicant’s mark, when applied to its 
frozen sea food products, is likely to cause confusion, mistake or deception 
in the mind of the purchasing public. 

The testimony shows that opposer has been selling in excess of five 
million packages of seafood per year under the mark GULF KIST to customers 
in all sections of the country. There is evidence in the record that since 
1951 opposer has advertised its mark and products in national and local 
periodicals and to some extent on radio and television and through 
point-of-purchase advertising in grocery stores and restaurants. There is 
no evidence as to the dollar volume of advertising expenditures or the 
dollar volume of sales under the mark. The witnesses for opposer, two of 
its vice-presidents, testified that, in their opinion, contemporaneous use of 
the marks was likely to cause confusion, but such opinion evidence by 
interested witnesses is not entitled to any weight. 

It is a matter of common knowledge that the Gulf area is important 
in connection with the packing of sea foods and this is a factor which must 
be considered in the determination of the likelihood of confusion involving 
marks which include the word GuLF used on sea foods. 

The products are of a nature which would ordinarily be purchased 
in self-service grocery outlets, and although the marks sound somewhat 
alike when spoken, when they are seen on the products in the usual trade 
outlets under the usual conditions and circumstances of purchase, it is 
believed that the commercial impression created by their appearance is 
sufficient to preclude confusion, mistake and deception in the purchasing 
publie’s mind. 

The decision of the Examiner of Interferences is affirmed. 


W. B. COON COMPANY v. DIXON-BARTLETT COMPANY 
No. 4951 — Commissioner of Patents — February 14, 1956 


REGISTRATION PROCEDURE—INTERFERENCE 
Application filed April 10, 1951 by Dixon-Bartlett for wILLo-rLex for women’s 
shoes asserting use since February 26, 1951. Application filed December 12, 1951 
by W. B. Coon Company for WILLOWELT for identical goods asserting use since 1915 
and ownership of registration in 1925 which was not renewed. Evidence shows 
continuous use of WILLOWELT for over 20 years, originally used in connection with 


1. Reg. No. 176,715 issued Nov. 27, 1923, renewed, for canned shrimp. Reg. No. 
441,381 issued Nov. 23, 1948 for canned processed oysters, canned processed crabmeat, 
fresh crabmeat, fresh cooked peeled shrimp, fresh oysters and headless frozen shrimp, 
with GULF disclaimed. 
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patented shoe, the patent having expired in 1932. Mere fact that trademark may 
have been used in connection with patented article does not mean that mark ceases 
to be a trademark upon expiration of patent. Status of mark is question of fact 
and record discloses no fact that use during term of patent was such as to result 
in loss of trademark rights. Nothing in record to show that “willow” or “welt” 
have well understood meaning to purchasers of shoes other than a suggestion of 
suppleness. WILLO-FLEX confusingly similar to WILLOWELT since marks, when 
applied to shoes stimulate same mental associations and therefore is denied regis- 
tration. 


Interference proceeding between W. B. Coon Company application 
Serial No. 622,379, filed December 12, 1951 and Dizxon-Bartlett Company, 
application Serial No. 612,448, filed April 10, 1951. Dixon-Bartlett Com- 
pany appeals from decision of Examiner of Interferences for W. B. Coon 
Company. Affirmed. 

Edward H. Cumpston, of Rochester, New York for W. B. Coon Company. 
Thomas W. Y. Clark, of Baltimore, Maryland for Dixon-Bartlett Company. 
LEeEpDs, Assistant Commissioner. 

An application was filed on April 10, 1951 by Dixon-Bartlett Company, 
hereinafter called Dixon-Bartlett, for WILLO-FLEx for women’s shoes, assert- 
ing use since February 26, 1951. 

An application was filed on December 12, 1951 by W. B. Coon Com- 
pany, hereafter called Coon, to register WILLOWELT for women’s and chil- 
dren’s shoes, asserting use since November 15, 1915. Coon had registered 
WILLOWELT for shoes on December 8, 1925 (Reg. No. 206,758), but such 
registration was not renewed. 


An intereference was instituted, and in his decision the Examiner of 
Interferences found in favor of Coon. Dixon-Bartlett has appealed. 


Coons’ record shows that it has continuously used WILLOWELT on 
women’s shoes for at least twenty to twenty-five years, and shoes bearing 
the mark have been sold to retail outlets located all over the United States 
and in Canada. There has been some advertising of WILLOWELT shoes by 
applicant in trade periodicals, but neither the amount spent in advertising 
nor the annual sales volume of such shoes appears. 

It seems that Dixon-Bartlett’s position is that WILLOWELT was origi- 
nally used on shoes made in accordance with a patent and that when the 
patent expired in 1932 the mark automatically “became open to public use” ; 
and that since “willow” and “welt” both have a meaning in the leather 
industry, Coon can have no trademark rights in the mark WILLOWELT. 

While it is true that Coon’s witnesses testified that the mark wILLOWELT 
had been used on shoes made in accordance with a long-expired patent, 
there is nothing in either party’s record which remotely suggests that it 
had any meaning to the trade or to ultimate purchasers other than to 
identify applicant Coon’s shoes. The mere fact that a trademark may have 
been used on or in connection with an article made in accordance with a 
patent is insufficient in and of itself to support a finding that the trademark 
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ceases to be a trademark upon expiration of the patent. The status of the 
mark upon expiration of the patent is a question of fact and not of law; 
and there are no facts in this record which even tend to show that Coon’s 
use was such during the term of the patent as to result in loss of trademark 
rights. 

Applicant Dixon-Bartlett introduced a number of publications to show 
the meaning of “willow” in the leather industry, but there is nothing which 
suggests that either members of the shoe trade or the ultimate purchasers 
of shoes know of any such meaning. “Welt” is a word in common usage in 
the shoe industry, but in the absence of evidence, it cannot be presumed 
that its meaning is well-understood by purchasers of shoes. WILLOWELT 
when used on shoes is likely to suggest suppleness—a desirable quality in 
shoes—but the record does not support a finding that WILLOWELT has no 
trademark significance. 

According to Dixon-Bartlett’s record, applicant had a search made in 
the Patent Office before selecting WILLO-FLEX; it searched the publication 
“Trademarks and Trade Names” published by the Shoe and Leather 
Reporter; and it had an investigation made in both public and Congres- 
sional libraries to see what references to “willow” could be found in publica- 
tions; but no reference to Coon’s WILLOWELT was found. It seems odd that 
the expired registration of WILLOWELT was not found in the Patent Office 
search; and in view of the fact that Coon has, since 1940, mailed to the 
trade flyers featuring WILLOWELT, and has released catalogs twice a year 
to the trade, and has done some advertising of WILLOWELT shoes in trade 
periodicals, it seems that a thorough search or investigation would have 
revealed some reference to WILLOWELT. Apparently the search in libraries 
was made for the purpose of determining that “willow” is a word having 
a known meaning in the leather industry, since the exhibits introduced in 
the record all make reference to, or define, willow leathers and finishes 
as used in that industry. It is not understood why one seeking a new 
trademark for shoes would make such an investigation to find a word having 
an understood meaning in the leather industry and then combine it with a 
suffix suggesting flexibility or suppleness. 

WILLOWELT and WILLO-FLEX, when applied to shoes, stimulate the same 
psychological reactions and mental associations. Under such circumstances 
confusion in the public mind and mistake by purchasers are, it is believed, 
inevitable. 

Since applicant Coon has long used WILLOWELT before applicant Dixon- 
Bartlett adopted and first used WILLO-FLEX, the later user is not entitled 
to the registration sought. 

The decision of the Examiner of Interferences is affirmed. 
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THE INTERNATIONAL NICKEL COMPANY, INC. v. MEEHANITE 
METAL CORPORATION 


No. 29950 — Commissioner of Patents — February 15, 1956 


TRADEMARK ACT oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

Applicant seeks to register SPHERULITE for castings of iron and iron alloys. 
Registration is opposed by manufacturer of metal products and products for treating 
metals and alloys alleging use of the words SPHEROIDAL and SPHERULITOID to describe 
certain cast irons and alloys. The evidence shows that SPHERULITE describes cast 
iron containing spherulites of graphite and that it is so understood by metallurgists 
and foundrymen and therefore SPHERULITE does not function as a mark identifying 
applicant’s cast iron and alloys and distinguishing them from like products of others. 
Since it does not function as a trademark it is not entitled to registration. 


Opposition proceeding by The International Nickel Company, Inc. v. 
Meehanite Metal Corporation, application Serial No. 593,735 filed March 10, 
1950. Applicant appeals from decision of Examiner of Interferences sus- 
taining opposition. Affirmed. 

Anthony William Deller, of New York, N.Y. for opposer-appellant. 
Woodling & Krost, of Cleveland, Ohio for applicant-appellee. 
LEEps, Assistant Commissioner. 

An application has been filed to register SPHERULITE for castings made 
of iron and iron alloys. Use since February 27, 1950 is asserted. Registra- 
tion has been opposed by a manufacturer of metal products, products for 
treating metals and alloys, and special metallic addition agents for cast 
iron. The opposer alleged use by it of the words “spheroidal” and “spher- 
ulitoid” to describe certain types of cast irons and alloys, and use by metal- 
lurgists generally of the words “nodular”, “spheroidal”, “spherulitoid”’, 
“spherical”, “spherulitic”, and “spherulite” to describe the internal struc- 
ture of cast irons and malleable irons containing spherulites of graphite. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

SPHERULITE is defined in Webster’s New International Dictionary as: 
“a spherical crystalline body made up of radiating crystal fibers, often 
found in vitreous volcanic rocks, as obsidian and perlite. It is commonly 
an intergrowth of quartz and feldspar.” The record shows that it is a 
word in common usage by mineralologists. 

The Century Dictionary defines “spherulite rock” as “a rock of which 
the predominating part has a spherulitie structure.” 

It appears from the record that in April of 1948 “American Foundry- 
man” published an article by H. Morrogh entitled “Nodular Graphite 
Structures Produced in Gray Cast Irons.” An editorial explanatory note 
preceding the article states that a method for production of nodular 
graphite structures in cast irons without applying heat treatment has been 
developed ; irons with these structures are termed “nodular cast irons”; and 
the hypereutectic nodules of graphite in such cast irons are of the spher- 
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ulitie variety. The article itself is a dissertation on the properties and 
typical structures of the new cerium-treated hypereutectic cast irons, 
particularly the graphite patterns which are referred to as “graphite spher- 
ulites”, “hypereutectic spherulites”, “hypereutectic nodules’, “a central 
spherulite of nodular graphite surrounded by a peripheral layer of 
graphite”, “spherulitie nodular graphite” and like terms. A photomicro- 
graph (magnification 1500) reproduced in the periodical shows what is 
described as a “duplex structure of hypereutectic spherulite present in 
cerium-treated iron”, and the thing so described appears to be a spherical 
body with lines radiating from a center. Another reproduced photomicro- 
graph (magnification 100) shows what is described as “typical segregation 
of hypereutectice spherulites at inner surface of centrifugally cast cylinder 
liner (cerium-treated iron).” This shows a mass of what appear to be 
spherical bodies similar to that described above. Mr. Morrogh delivered the 
paper published in “American Foundryman” at the meeting of the Amer- 
ican Foundryman’s Association in Philadelphia in May of 1948. 

Opposer presented the testimony of five witnesses, all of whom were 
physical chemists in the field of metallurgy. Each of the witnesses testified 
that he had heard Mr. Morrogh deliver the paper at the meeting and that 
Mr. Morrogh’s characterization of the graphite formations in cast iron as 
“spherulites” and “spherulitic” was the first time he had heard the words 
used in that connection. One of the witnesses was a professor at The 
Massachusetts Institute of Technology, and he testified that since Mr. 
Morrogh’s introduction of the words into the nomenclature of metallurgy, 
he had used the words—and his students had used them—to describe the 
graphite formation and distinguish that form from flakes and other forms. 

One of applicant’s witnesses, president of Ross-Meehan Foundries, 
testified that “the term ‘spherulite’ is very new in metallurgy and has only 
been brought out lately on the presence of this new form of carbon as 
claimed in iron”; and that the pre-print in the April 1948 American 
Foundryman in which Mr. Morrogh used the term “spherulite” was 
probably the first time he knew of this terminology as applied to a carbon 
particle in iron. 

The assistant to the president of applicant testified that when he refers 
to “spherulites” in connection with metals, it “means that a piece of metal, 
if I understand you correctly, contains graphite which exhibits the spher- 
ulitice form.” 

A metallurgist testifying on behalf of applicant stated that “applicant 
makes some irons which contain nodular graphite, and on occasion some 
of this nodular graphite is spherulitic graphite, a small portion of it”; 





1. There are in the record portions of an article written by Mr. Morrogh and a 
Mr. Williams for “The Journal of the Iron and Steel Institute”, published in London in 
March of 1947; and a pre-print of a paper prepared by Messrs. Morrogh and Williams 
to be delivered before the Institute of British Foundrymen at Nottingham in June of 
1947, both of which freely characterize the graphite formation in grey cast iron as 
“spherulites,” 
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“the spherulites of graphite are contained in the body of the material” ; 
spherulites “is used in metallurgy only in connection with graphite”; “you 
could only refer to the graphite, which is a part of cast iron, as being 
spherulitic or as being a spherulite”; “I was taught to call what we now 
call a ‘spherulite’ a ‘nodule’ ”’; “I first heard of it being called a ‘spherulite’ 
by Mr. Morrogh” in May of 1948; and upon being asked to explain the 
difference between the term “nodule” and “spherulite” in metallurgy, he 
stated, “There is no difference, because I was taught that a nodule which 
appears exactly as a spherulite was called a ‘nodule’. Only the name has 
changed * * * I credit him [Morrogh] with being the first to take a 
petrographical name and applying it to a metallurgical form of graphite”. 

The president of applicant testified that “The thing that determines 
the physical properties of any casting is the external form of the graphite. 
It does not matter whether the graphite in cast iron is in aggregate or in 
powder form or whether it crystallizes as a spherulite. It is immaterial.” 

On January 25, 1949, Mr. H. Morrogh filed an application for patent 
of “Nodular Cast Irons and the Manufacture Thereof”. The patent issued 
on November 15, 1949,? and the photomicrographs used as drawings in the 
patent are described with phrases such as, “spherulitic nodule in malleable 
iron”; “hypereutectic spherulite present in cerium-treated iron”; “hyper- 
eutectic spherulites at inner surface”; “structure * * * is almost entirely 
spherulitice” ; “wholly spherulitie structure”; “shows spherulitic nodules in 
matrix of perlite”; and “shows spherulitic nodular graphite”. The specifi- 
cation includes the following paragraph: 

“Nodules of graphite having this spherulitic structure each consist 
of an aggregate of graphite crystallites radiating from a common 
center or nucleus. The closely packed basal planes of these crystallites 
are, in general, oriented at right angles to the radii of the spheroid. 
Graphite spherulites tend to be more perfectly spheroidal in shape 
than the flake-aggregate nodules, and application of the term ‘spher- 
ulite’ or ‘spherulitie’ is confined herein to aggregates having a radial 
fiber structure such as that illustrated in Fig. 2.” 

Reference to “hypereutectic spherulites” is made a number of times 
thereafter in the patent. 

In the fall of 1949 the trade periodical “American Foundryman” 
published a series called “What’s in a Name” in which opinions of metal- 
lurgists were requested for the most desirable nomenclature for the new 
type of cast iron and alloys containing graphite in spherical form. The 
copies in the record indicate that many foundrymen expressed their 
opinions in communications to the periodical, and although there was not 
agreement as to recommended nomenclature, most of the foundrymen who 
wrote were obviously aware of the “spherulitic” formation of graphite and 
others referred to the formation as “spherulites.” 

Opposer calls its cast iron containing spherulitie graphite “ductile 
east iron.” 





2. Pat. No. 2,488,511. 
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The record supports the following findings: 

1. Originally the word “spherulite” was a geological word used to 
describe certain rocks containing spherical crystalline bodies made up of 
radiating crystal fibers; and such rock could be characterized as “spher- 
ulite rock.” 

2. A new type of cast iron developed in the late 1940’s disclosed 
graphite formations, spherical in shape and having radiating lines from a 
center. 

3. As early as 1947 in England and 1948 in the United States the 
inventor of the iron and the method for producing it introduced the words 
“spherulite” and “spherulitic” to describe the graphite formations and 
thereby introduced the words into metallurgy nomenclature. 

4. Metallurgists and foundrymen in this country have used the words 
to deseribe the graphite formations in cast iron; and one professor uses 
them in teaching courses in metallurgy. 

5. “Spherulite” and “spherulitic” have a well-understood meaning to 
metallurgists and foundrymen when used in connection with cast iron and 
alloys as referring to the graphite formation. 

6. “Spherulite” is an old word in geology, and a new meaning has 
developed for it in metallurgy. 

7. Although “spherulite” and “spherulitic’ may not be necessary to 
describe either the cast iron containing spherulites of graphite or the 


graphite itself, nevertheless the words do in fact describe them and would 
be so understood by those familiar with the industry. 

Under such circumstances, it must be concluded that sPHERULITE does 
not function as a mark identifying applicant’s cast iron and alloys and 
distinguishing them from like products of others. Since it does not function 
as a trademark, it is not entitled to registration. 

The decision of the Examiner of Interferences is affirmed. 


GENERAL SHOE CORPORATION v. LERNER BROS. MFG. CO., INC. 
No. 31914 — Commissioner of Patents — February 23, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
The fundamental] question in opposition proceedings where the marks of both 
parties are the same is whether or not purchasers under ordinary circumstances of 
purchase will assume that both products emanate from the same source and not 
whether the respective goods are of the same descriptive properties or of the same 
character or related. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Applicants contention that opposer was estopped to prosecute by reason of its 
acquiescence in registrations of the same mark by third parties was considered to be 
without merit where the facts showed that applicant’s own use of the mark was 
likely to result in confusion and mistake. Such evidence is of value only if it 
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establishes that the acts of others have so conditioned the consumers’ mind as to 
make confusion unlikely. 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

Applicant’s mark HOLIDAY for men’s shirts and robes not found to result in 
confusion, as matter of law, with opposer’s registered mark HOLIDAY for women’s 
shoes and hand bags sold by opposer through its own as well as subsidiary retail 
outlets. The average purchasers of applicant’s goods are men, while the average 
purchasers of opposer’s are women. Moreover, the respective goods of the parties 
would not be sold in the same department even if sold in the same store and 
nothing was shown to indicate that purchasers would be likely to attribute women’s 
shoes and men’s shirts to a common source. 


Opposition proceeding by General Shoe Corporation v. Lerner Bros. 
Mfg. Co., Inc., application Serial No. 535,854 filed September 26, 1947. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 


Jewett, Mead, Browne & Schuyler of Washington, D.C., and Ernest P. 
Rogers of Atlanta, Georgia for opposer-appellee. 

Charles W. Gerard of Kansas City, Missouri and J. Harold Kilcoyne of 
Washington, D.C., for applicant-appellant. 


LEEDs, Assistant Commissioner. 


An application has been filed to register HoLIDAY for men’s outer shirts, 
and lounging, beach and bath robes. Use since January 1, 1945 is asserted. 
Registration has been opposed by the registrant of HoLIDAY for men’s 
women’s and children’s shoes. The Examiner of Interferences sustained 
the opposition, and applicant has appealed. 

Opposer’s record shows that it is a manufacturer of all types of foot- 
wear, and that, on May 1, 1944, it commenced using and has continuously 
used, the trademark HOLIDAY on women’s shoes. Opposer itself operates a 
number of women’s retail stores, and others are operated through subsidi- 
aries under the names ‘‘The Holiday Shoe Stores’’, ‘‘The Nisely Shoe 
Stores’’, ‘‘ John Milton, Incorporated’’, and ‘‘General Retail Corporation.”’ 
The testimony indicates that opposer has used its HOLIDAY mark on ‘‘all 
types of footwear, and hosiery, and we have promoted handbags under the 
name HOLIDAY.’’ The record as a whole, however, leads to the conclusion 
that the mark is used only on women’s shoes of various styles and women’s 
handbags. 


Opposer operates fourteen Stores under the trade style ‘‘The Holiday 
Shoe Stores’’ and forty-four under the trade style ‘‘The Nisley Shoe 
Stores’’, all of which sell Hotipay Shoes. ‘‘The Holiday Shoe Stores’’ have 
in recent times been identified by large electric flashing signs on the out- 
side of the stores, and HOLIDAY is the predominant feature of such signs. 


1. Reg. No. 91,874, issued June 3, 1913, issued to and renewed by Hood Rubber 
Co. for rubber boots and shoes, rubber overshoes, and rubber-soled canvas boots and 
shoes, assigned to opposer on Aug. 4, 1947; Reg. No. 529,488 issued to opposer on Aug. 
27, ane a men’s, women’s and children’s shoes made of leather, fabric and combina- 
tions thereof. 
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According to the testimony, more than a half million dollars have been 
spent since 1944 in advertising HoLIDAY shoes in national magazines, in 
newspapers, on radio, and by point of sale placards. Opposer’s HOLIDAY 
shoes are sold only through its own and its subsidiaries’ retail outlets. 

Applicant’s record shows that it is a manufacturer of menswear 
consisting primarily, if not entirely, of sport shirts. Since January of 
1945 applicant has used the trademark Houipay on its sport shirts; its sales 
volume amounts to approximately $2,500,000 annually; and it spends 
approximately seventy-five thousand dollars annually in advertising its 
products under the mark in “Men’s Wear” magazine, bowling periodicals 
and in retail cooperative advertising in newspapers. Applicant’s HOLIDAY 
shirts are sold to menswear stores, the menswear departments of depart- 
ment stores and men’s specialty shops which, in turn, sell to the ultimate 
purchasers. 

On these facts the Examiner of Interferences found that the goods 
were of “the same descriptive properties”, relying upon Daniels & Fisher 
Stores Co. v. Padi Clothes Co., Inc., 33 USPQ 560 (27 TMR 592) 
(Com’r 1937)—women’s shoes v. men’s overcoats—In re Keller, Heumann 
& Thompson Co., Inc., 28 USPQ 221 (26 TMR 83) (C.C.P.A., 1936)— 
shoes v. suits and topcoats—Byer-Rolnick Co. v. Gale Shoes Mfg. Co., 
70 USPQ 327 (36 TMR 264) (Com’r., 1946)—-women’s shoes v. men’s 
hats—and The B. F. Goodrich Co. v. Hockmeyer, 5 USPQ 30 (20 TMR 
205) (C.C.P.A., 1930)—children’s outer apparel v. rubber overshoes— 
and held that confusion was likely. The fundamental question in these 
cases where the word mark is the same is not whether the products of the 
respective parties are “of the same descriptive properties” or “of the same 
character”, or “related”, but it is whether or not the average purchasers of 
the products buying under the ordinary conditions and circumstances 
surrounding the purchases in the outlets where the products are sold are 
likely, upon seeing the later user’s mark on its products, to be led by the 
mark to believe that the products emanate from the earlier user. 

In the present case the “average purchasers” of men’s sport shirts are 
men ; and the ‘‘average purchasers’’ of opposer’s women’s shoes and hand- 
bags are women. 

Under the ordinary conditions and circumstances of purchase of the 
respective products, they would not be found for sale in the same sections 
or departments if sold in the same retail outlets. 

Opposer’s shoes and handbags are sold in its own retail outlets, 
whereas applicant’s shirts are sold in men’s shops and men’s departments 
of department stores. 

Under these circumstances, it cannot be found, as a legal conclusion, 
i.e., as a matter of law, that consumer confusion would be likely. There is no 
evidence which suggests that manufacturers of women’s shoes manufacture, 
or are likely to manufacture, men’s sport shirts, or vice versa; or, even 
if the average purchasers were the same, that they would be apt to attribute 
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women’s shoes and men’s sport shirts to a common source. The facts of 
this case are such as to lead away from a conclusion that there is likelihood 
of confusion rather than toward it. 

Applicant’s contention that opposer is “estopped as regards prosecuting 
the present Opposition proceeding by the Opposer’s own acquiescence in 
the official registration of other substantially similar trademarks published 
by the Government Trademark Bureau of the Patent Office covering or 
embodying the name HoLipAy as applied for by other applicants for such 
registration” is manifestly without merit. A later user may not employ the 
actions of strangers to a proceeding as a shield for his own actions when the 
facts in the proceeding are such as to support a conclusion of likelihood 
of confusion. The question to be resolved in this case is whether applicant’s 
mark, when applied to its goods, so resembles opposer’s mark, when applied 
to its goods as to be likely to bring about consumer confusion; and what 
someone else may have done at some different time in connection with some 
other item of merchandise is not helpful in resolving the question unless 
the facts show that the actions of such others have resulted in a “condition- 
ing” of the consumer mind. There is no such showing here. 

The decision of the Examiner of Interference is reversed. Applicant’s 
record, however, creates a presumption that it has not used its mark on 
lounging, beach and bath robes. If, upon final termination of this proceed- 
ing, the opposition is dismissed, registration will be withheld pending a 
showing by applicant that it used its mark on such items prior to the 
filing date of its application. 





THE GLIDDEN COMPANY v. THE ATLAS MINERAL PRODUCTS 
COMPANY OF PENNSYLVANIA 


No. 32594 — Commissioner of Patents — February 24, 1956 


TRADEMARK AcT or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposition by registrant of NELIO used on turpentine, rosin, polymerized rosin 
and metal resinates to application for NEELIUM used in connection with a liquid 
synthetic rubber coating composition dismissed; with but one possible exception the 
goods of the parties are apparently sold only to industrial users, they are not com- 
petitive and would not ordinarily emanate from the same source. In the absence of 
factual proof, there could be no presumption of damage to opposer. 

Opposition proceeding by The Glidden Company v. The Atlas Mineral 
Products Company of Pennsylvania, application Serial No. 631,400 filed 
June 19, 1952. Opposer appeals from decision of Examiner of Interferences 
disimissing opposition. Affirmed. 

Charles E. Carney and G. G. Christensen, of Cleveland, Ohio, for opposer- 
appellant. 

Busser, Smith & Harding, of Philadelphia, Pennsylvania, for applicant- 
appellee. 
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LeEps, Assistant Commissioner. 

An application has been filed to register NEELIUM for a liquid synthetic 
rubber coating composition, use since May 8, 1952 having been asserted. 
Registration has been opposed by the registrant of NeLIo for turpentine,’ 
gum thus, rosin, polymerized rosin and metal resinates.2, The Examiner 
of Interferences dismissed the opposition, and opposer has appealed. 

The record consists of the pleadings, copies of opposer’s registrations 
and applicant’s application. In its answer applicant admitted the issuance 
and opposer’s ownership of the pleaded registrations and denied all other 
averments. 

It appears from the identification of applicant’s product in its 
application and from the identification of opposer’s products in its regis- 
trations that all of the involved products, with the possible exception of 
turpentine, are probably of a nature sold only to industrial users rather 
than to the public. It does not appear that the products of the parties 
are in any sense competitive, or that they would ordinarily emanate, or 
be expected to emanate, from the same source. 

Under these circumstances, and in the absence of proof of any facts 
from which it can be presumed that opposer would be damaged by the 
registration sought, the opposer cannot prevail. 

The decision of the Examiner of Interferences is affirmed. 


BOOKBINDER’S SEA FOOD HOUSE, INC. v. 
BOOKBINDER’S RESTAURANT, INC. 


No. 31916 — Commissioner of Patents — February 29, 1956 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Illness of attorney was good cause for extension of trial period. 

Attempt to arrange to take testimony three days prior to close of trial period 
and failure to show good cause why motion was not filed prior to expiration of 
period make improper granting of motion to extend period. 

Opposition proceeding by Bookbinder’s Sea Food House, Inc. v. 
Bookbinder’s Restaurant, Inc., application Serial No. 596,066 filed April 21, 
1950. Opposer’s petitions from order of Examiner of Interferences resetting 
applicant’s trial period. Order vacated. 

See also 44 TMR 706. 

Arthur N. Klein, of Philadelphia, Pennsylvania, for Bookbinder’s Sea 

Food House, Inc. 

Leonard L. Kalish, of Philadelphia, Pennsylvania, for Bookbinder’s Res- 
taurant, Inc. 


. No. 349,941 issued Sept. 14, 1937; and Reg. No. 518,462 issued Dec. 


. Beg. No. 344,820 issued Apr. 6, 1937; and Reg. No. 518,752 issued Dec. 
13, 1949. 
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Leeps, Assistant Commissioner. 


Opposer has petitioned the Commissioner for review of the action of 
the Examiner of Interferences resetting applicant’s trial period on motion 
filed after its trial period had closed. 

The file discloses the following: 

Opposer’s trial period was originally set to close on October 20, 1954. 
On October 14, 1954 a motion, accompanied by an affidavit setting forth 
the fact that opposer’s attorney had suffered a coronary thrombosis on 
October 7, 1954, requested resetting of the trial period to close on February 
21, 1955. Applicant consented on October 15, 1954, and the motion was 
granted. 

On January 27, 1955, a second motion for resetting opposer’s trial 
period was filed on the basis of its attorney having undergone major sur- 
gery on December 24, 1954. Applicant consented on January 31, 1955, and 
the motion was granted. Opposer’s trial period was reset to close on April 
20, 1955. 

Opposer took its testimony. 

It is seen from the foregoing that on opposer’s two motions its trial 
period was extended for good cause from the original closing date of 
October 20, 1954 to April 20, 1955—a period of six months. 

At the time opposer took its testimony, applicant’s trial period was 
set to close on May 23, 1955. On May 23, 1955, the last day, a sixty day 
extension was stipulated, and the trial period was reset to close on July 
22, 1955. 

On July 19, 1955, three days before expiration of the period, a sixty 
day extension was stipulated, and the trial period was reset to close on 
September 22, 1955. 

On September 19, 1955, three days before the close of the period a 
forty-one day extension was stipulated, and through inadvertence in the 
Patent Office, the period was reset to close ninety-eight days later on 
December 30, 1955. 

From the foregoing, it is seen that applicant’s trial period was extended 
at its request by stipulation from May 23, 1955 to October 31, 1955 and 
by inadvertence of the Patent Office to December 30, 1955—a period of 
seven months and seven days. 

On January 3, 1956, four days after the close of the period, applicant 
moved for a further extension. No good cause was shown in the motion, 
except to state that opposer’s attorney had been ill and that applicant’s 
attorney had submitted by mail a proposed stipulation for extension, but 
opposer’s attorney could not attend to it. On January 3, 1956 opposer 
filed objections to granting the motion. 

Applicant’s attorney filed an affidavit stating, among other things, 
that on December 27, 1955—three days before the closing of the trial 
period—he stopped at the office of opposer’s attorney to arrange for taking 
testimony on behalf of applicant, and found that opposer’s attorney was 
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ill; and that on December 27, 1955, three days before the closing of the 
trial period, he sent a thirty-day stipulation to opposer’s attorney for 
execution. 

The Examiner of Interferences treated the motion as a motion to re- 
open and granted it. No grounds for reopening were set out and it was an 
abuse of discretion so to treat it. 

Having had seven months within which to take testimony on behalf 
of applicant, no reason is given for attempting to arrange to take testi- 
mony only three days prior to the close of the period. The notice required 
could not have been reasonable—particularly in view of the difficulties 
encountered during the week between Christmas and The New Year. 

Furthermore, no good cause is shown why the motion was not filed 
prior to the expiration of the trial period. Applicant’s attorney states that 
it was mailed from Philadelphia on December 30, 1955—the final day of 
the period—but under the circumstances of this case, the alleged delay in 
the mails is insufficient. 

As was stated in P. E. Harris Company, Inc. v. Booth Fisheries Corpo- 
ration, 100 U.S.P.C. 61, 62: 

“A motion to extend the time for taking testimony is not proper 
after the time has expired. There is nothing to extend. The motion 
should have been denied.” 


So it is here. 

The file of this case discloses unexplained delays and lack of diligence 
on the part of applicant. It was abuse of discretion by the Examiner of 
Interferences to reset the trial period as was done in his action of February 
16, 1956. The order resetting the remaining trial periods is vacated, and 
opposer’s brief is due not later than forty days after February 15, 1956, 
the closing date for rebuttal testimony. Other briefs and the request for 
oral hearing, if any, are due in accordance with Rule 2.128. 


ERLEN PRODUCTS COMPANY v. THE TONI COMPANY 
(THE GILLETTE COMPANY, assignee, substituted) 
No. 5067 — Commissioner of Patents — February 29, 1956 


TRADEMARK Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TONICOOL for shampoo is confusingly similar to TONI for home permanent wav- 
ing kits. 

Interference proceeding between Erlen Products Company, application 
Serial No. 630,186 filed May 24, 1952 and The Toni Company (The Gillette 
Company, assignee, substituted). Registration No. 516,594 issued October 
18, 1949. Applicant appeals from decision of Examiner of Trademarks 
dissolving interference and refusing registration. Affirmed. 

Albert J. Fihe, of Burbank, California, for applicant-appellant. 


Rowland V. Patrick, of Boston, Massachusetts, for registrant-appellee. 
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LEEpDs, Assistant Commissioner. 

On May 24, 1952 an application was filed to register Tonicoou for 
shampoo, use since 1939 having been asserted. The Examiner of Trade- 
marks refused registration on the ground that applicant’s mark, when 
applied to its goods, so resembled the registered mark Toni for shampoo as 
to be likely to cause confusion, mistake or deception.’ 

On December 22, 1952 applicant requested that its mark be published 
subject to interference with the registered mark toni. Applicant, however, 
failed to comply with the Office requirement of November 21, 1952 for a 
proper verification, and when that was supplied on March 23, 1953 the 
mark was published in the June 9, 1953 Official Gazette, subject to the 
interference requested. 

On November 3, 1953 the interference was instituted by mailing a copy 
of the declaration, and an action setting trial periods, to the parties. 

On December 3, 1953 the registrant filed a motion to dissolve the inter- 
ference based on the ground that if applicant’s mark ronicoou for shampoo 
is likely to result in confusion with ToNI shampoo, it likewise so resembles 
registrant’s mark TONI, registered for a home permanent waving kit (curler, 
cold wave lotion and neutralizer), as to be likely to cause confusion, mistake 
or deception, and that therefore “applicant’s mark is not registrable over 
an earlier registration” owned by registrant. 

TONI was registered to registrant’s predecessor for a home permanent 
waving kit on September 21, 1948 (Reg. No. 502,315) ; and on September 
23, 1953 registrant filed the affidavit provided by Section 15 of the statute, 
thereby acquiring the incontestable right to use the mark on the goods 
recited, except to the extent, if any, to which it infringes a valid right 
acquired under the law of any State or Territory by use of a mark or 
trade name continuing from a date prior to the date of publication under 
See. 12(a) of the registrant’s mark (Registrant’s mark was published in 
accordance with Sec. 12[a] on June 15, 1948). 

The registrant’s motion to dissolve the interference was briefed by 
both parties, an oral hearing was had, and following the hearing further 
briefs were filed. 

In its brief before the Examiner of Trademarks applicant stated: 


“Applicant agrees with the registrant in its contention that appli- 
cant’s trademark TONICOOL as used on shampoo so nearly resembles the 
mark TONI covered by certificate No. 502,315 [for permanent waving 
kits], and that the respective goods of the parties are of the same de- 
scriptive properties, that confusion, mistake and deception of the 
purchasing public would be likely to result if the marks were used 
concurrently. 

“In thus agreeing with counsel for registrant in the motion to 
dissolve, it is now therefore respectfully requested that the present 
interference be broadened to include registrant’s aforesaid certificate 
No. 502,315. Applicant has claimed a date of first use prior to July 17, 
1944, which is the date of first use alleged in certificate No. 502,315. 





1. Reg. No. 516,594 issued Oct. 18, 1949; application filed May 7, 1948. 
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“Also along this same line, it is respectfully requested that the 
interference be further broadened to include certificate No. 416,405, 
dated September 11, 1945? * * *.” 

The interference could not be “broadened” to include Reg. No. 502,315 
because Section 16 of the statute includes a provision that “No interference 
shall be declared between an application and the registration of a mark 
the right to the use of which has become incontestable.” Registrant filed 
its affidavit in accordance with Section 15 prior to the declaration of the 
interference here involved. 

The Examiner of Trademarks made no reference to registrant’s Reg. 
No. 416,405 in his decision of May 3, 1954 on the motion to dissolve, but 
concluded that the mark tont for home permanent waving kits (Reg. No. 
502,315) was not pertinent to an application to register TONICOOoL for sham- 
poo. The motion to dissolve was denied. 

On May 17, 1954 registrant filed a paper entitled “Petition to the 
Commissioner under Rule 27.1 to Exercise Supervisory Authority”, together 
with a memorandum of authorities in support thereof. 


On May 21, 1954 the Assistant Commissioner ruled that the paper was 
more in the nature of a petition for reconsideration of the decision of the 
Examiner of Trademarks, and the matter was remanded for consideration 
by the Examiner. 

On July 9, 1954, the Primary Examiner of Trademarks reversed his 
position and granted the motion to dissolve and refused registration on the 
substantive ground that applicant’s mark TONICOOL, when used on shampoo, 
so resembles registrant’s mark TONI, when used on home permanent waving 
kits (Reg. No. 502,315) as to be likely to cause confusion, mistake or 
deception of purchasers.® 


On July 26, 1954, applicant appealed. The errors charged in the 
appeal are: 

1. The examiner erred in holding that Reg. No. 502,315 was incon- 
testable. 

No error is found in the examiner’s holding, since there was compliance 
with Sec. 15 of the statute. 

2. The examiner erred in holding that upon the assumption that Reg. 
No. 502,315 was incontestable, this would automatically make another regis- 
tration, No. 516,594, also incontestable. 

No such holding was made by the examiner. The decision was that the 
registration sought by applicant was barred by Section 2(d) because it so 
resembled a previously registered mark, Reg. No. 502,315, as to be likely, 
when applied to applicant’s goods, to cause confusion, mistake or deception ; 


2. Reg. No. 416,405 for home permanent waving kits issued to registrant’s 
predecessor under the Trademark Act of 1905. 

3. On July 26, 1954 applicant filed a petition to cancel registration No. 516,594 
—TONI for shampoo—and the proceedings have been suspended pending disposition of 
this interference. 
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and even though applicant claimed a date of use earlier than registrant’s 
filing date, the statute prohibited declaration of an interference with a 
registered mark the right to the use of which had become incontestable. 


3. The examiner erred in holding in effect that shampoo is of “the 
same descriptive properties” as home permanent waving kits. 

No mention was made by the Examiner of “goods of the same descrip- 
tive properties.” The effect of his holding was that persons familiar with 
TONI home permanent waving kits are likely, upon seeing TONICOOL shampoo, 
to believe that they come from the same producer. Applicant, in its brief 
on the motion to dissolve, admitted that the marks, when used on the 
products under discussion, would be likely to cause confusion, mistake, or 
deception of the purchasing public, and I find myself in complete agreement. 
It cannot be questioned that shampoo is a product within the normal line 
of a producer of home permanent waving products. Registrant has so 
expanded its line, and such expansion is a normal one. They are products 
for use in care of the hair and are likely to be associated in the minds of 
purchasers as well as in use. It is believed that the average purchasers of 
TONI home permanent waving kits would be likely to believe that TONICOOL 
shampoo was another product in registrant’s line of products for care of 
the hair. 

The Examiner of Trademarks was correct in denying registration of 
TONICOOL for shampoo on the ground of likelihood of confusion with the 
registered mark (Reg. No. 502,315) ton1 for home permanent waving kits. 

The decision of the Examiner of Trademarks is affirmed. 
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